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MASTER AGREEMENT 
 
 THIS MASTER AGREEMENT (this “Agreement”) is made and entered into as of November 
9, 2007 by and between BP Technology Ventures Inc, a Delaware corporation, having a principal place 
of business at 4101 Winfield Road, Warrenville, IL 60555 (“BP”), and THE REGENTS OF THE 
UNIVERSITY OF CALIFORNIA (“Berkeley”), having a principal place of business at 1111 Franklin 
Street, 12th Floor, Oakland, CA, on behalf of, and limited to, the University of California, Berkeley, 
acting through its Industry Alliances Office at the University of California, Berkeley, 2150 Shattuck 
Avenue, Suite 950, Berkeley, CA 94704-6701. 

RECITALS 
WHEREAS, BP created a global call for proposals to compete for funding to be provided over a 

ten (10) year period, to further both basic and applied biological energy research;  

WHEREAS, Berkeley, together with its research collaborators, the Lawrence Berkeley National 
Laboratory and the University of Illinois at Urbana-Champaign, submitted a proposal describing a new 
Energy Biosciences Institute (“Energy Biosciences Institute” or “EBI”) that will develop new sources of 
energy and reduce the impact of energy consumption on the environment;  

WHEREAS, "Berkeley" herein refers only to The Regents of the University of California acting 
on behalf of the University of California, Berkeley campus, but necessary documents will be executed 
by the University of California, Office of the President or by direct authorization of The Regents of the 
University of California where the duties under the contract at issue require a higher level of authority of 
the institution; 

WHEREAS, BP selected Berkeley and the other Research Collaborators to advance the new 
discipline of Energy Biosciences through funding of EBI;  

WHEREAS, BP and the Research Collaborators intend that EBI (which is divided into an Open 
Component and a Proprietary Component) will expedite the translation of basic research in Energy 
Biosciences into tangible goods and services;  

WHEREAS, BP and the Research Collaborators intend that the EBI Open Component will 
conduct open, academic research, the results of which will be publishable by the Research 
Collaborators; and  

WHEREAS, BP and Berkeley intend that the Proprietary Component will be staffed by BP 
employees, consultants and agents, and will conduct private, confidential and proprietary research, the 
product of which will be the sole property of BP;  

WHEREAS, EBI will be headquartered at University of California, Berkeley with a satellite 
location at the University of Illinois;  
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WHEREAS, consistent with the terms of this Agreement, Berkeley will provide research and 
office facilities and infrastructure within which Approved Research Projects and the administration of 
the EBI Open Component will be carried out, and within which employees and invitees of BP and BP 
Affiliates may interact with Berkeley personnel and gain access to Berkeley facilities;  

WHEREAS, the Proprietary Component will be conducted in space to be leased by BP from 
Berkeley, and in space leased from Illinois pursuant to a separate lease agreement between Illinois and 
BP;  

WHEREAS, BP and the Research Collaborators intend that Open Component Research will be 
conducted under the terms and conditions set forth in the Research Agreement, and that the subject 
matter areas in which EBI will conduct research will include:  1) feedstock development (growing and 
harvesting plant material that can be used in biofuels), 2) biomass depolymerization (breaking down 
plant material for use in biofuels), 3) fossil fuel bioprocessing (converting heavy hydrocarbons to 
cleaner fuels), 4) carbon sequestration (removing or preventing increases in atmospheric carbon), 5) 
discovery and development support centers, 6) socio-economic systems (social and economic issues 
related to these new technologies), and 7) biofuels production; and 

WHEREAS, the Research Collaborators and BP wish to encourage and facilitate the discovery, 
dissemination and application of new knowledge and research in the subject matters listed above on the 
terms and conditions set forth in this Agreement, and BP desires to support such research by funding the 
EBI; 

NOW, THEREFORE, in consideration of the foregoing premises and the mutual promises and 
covenants that follow, the Parties, intending to be legally bound, agree as follows: 

1. OPERATING PRINCIPLES 

 
The Parties acknowledge and agree that the operating principles of the collaboration shall be as set forth 
below.  Capitalized terms used in this Agreement shall have the meaning set forth in Appendix 1. 

1.1 The overall goal of the EBI is to develop technically feasible and economically viable solutions 
to global energy challenges, with an emphasis on biofuels.   

1.2 The organizational and governance structure required to implement EBI’s goal requires a 
collaborative, multidisciplinary, multi-site research and interactive research environment. 

1.3 The physical space that will house EBI's Proprietary Component and Open Component on the 
Berkeley and the Illinois campuses will be designed to achieve an interactive research environment that 
provides for BP proprietary research to be conducted in EBI's Proprietary Component and open research 
to be conducted in EBI’s Open Component.   

1.4 The collaboration among the Research Collaborators and BP will be conducted in accordance 
with the terms of the Research Agreement, and will preserve the academic mission and academic 
principles of Open Research in the Open Component. 

1.5 The EBI through the Governance Board will establish and update as needed supplementary 
guidance for conduct of Open Component activities in the form of an "EBI operating principles" 
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document.  In the event of any conflict between the terms and conditions of this Agreement and the EBI 
operating principles, this Agreement shall control.                                                                   

2. ENERGY BIOSCIENCES INSTITUTE 

2.1 Through the terms of this Agreement, the Parties intend to create the Energy Biosciences 
Institute. The EBI is established by and limited to this contractual arrangement between the Parties, and 
via Subaward of further arrangements between Berkeley and the Research Collaborators, is designed to 
create a mechanism for the promotion, coordination and funding of research in the newly created field of 
energy biosciences. Energy biosciences, for purposes of the EBI, generally will encompass the study of 
biofuels production  and other application of biology to the production, conversion, improvement, or 
delivery of fuels, energy, or the reduction or elimination of greenhouse gases or other pollutants or 
harmful byproducts of energy use, including but not limited to the following specific areas: 1) feedstock 
development (growing and harvesting plant material that can be used in biofuels), 2) biomass 
depolymerization (breaking down plant material for use in biofuels), 3) fossil fuel bioprocessing 
(converting heavy hydrocarbons to cleaner fuels), 4) carbon sequestration (removing or preventing 
increases in atmospheric carbon), 5) discovery and development support centers, 6) socio-economic 
systems (social and economic issues related to these new technologies), and 7) biofuels production. 

2.2 The EBI is divided into two separate segments: the Proprietary Component and the Open 
Component, which will be physically and organizationally separate components. They will be located in 
adjacent building space in an effort to promote the intellectual interaction among the scientists working 
in the respective components, and to facilitate the logistics of BP personnel conducting activities in both 
components. The components will be funded, controlled and operated separately.  

2.2.1 The Open Component.  The Open Component of the EBI will be the portion of 
the EBI that selects, administers, funds and oversees the conduct of Open Research in the area of Energy 
Bioscience. It will be governed and managed as provided in Articles 4, 5 and 6. The manner in which 
the Open Component will carry out Open Research will be as set forth in the Sponsored Research 
Agreement included in Appendix 2 that shall be entered into between the Parties coincident with the 
signing of this Agreement. 

(a) Facilities.  Berkeley will make available, and will enter into an appropriate 
Subaward that provides that Illinois shall make available, research lab and office facilities reasonably 
suitable for carrying out Open Research selected for conduct and funding by the EBI.  

(b) At Berkeley.  

(i) The space at Berkeley initially will be in Hildebrand and Calvin 
Halls. Berkeley will make, or have made, suitable improvement of such space to meet EBI purposes, 
reasonably acceptable to BP, to be completed and ready for occupancy in stages beginning on or about 
October 1, 2007.  Berkeley will not directly charge the EBI for the provision of any such space and 
improvements, but compensation for the facilities shall be included in the standard overhead charges to 
be applied by Berkeley, as provided in Section 16.2.4. No space provided by Berkeley will be an LBNL 
space or any space that otherwise gives rise to U.S. Government rights 

(ii) Berkeley is in the process of designing and constructing a new 
building on its campus for the purposes of conducting energy research which is expected to be 
completed and available for occupancy in 2010.  Upon completion, space in the new building (the 
“Headquarters Building”) reasonably sufficient to serve as the headquarters for, and to carry out the 
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purposes of, the EBI will be made available to the EBI on substantially the same terms and conditions as 
the initial space. The space provided pursuant to subparagraph (i) above will remain available to the EBI 
until space in the Headquarters Building is provided.  

(c) At Illinois.  Berkeley shall, through a subaward, provide that Illinois will make 
available integrated lab and office space on the Illinois campus appropriate for the conduct of activities 
for the Open Component of the EBI. Such space will be on the first floor of the Institute of Genomic 
Biology (IGB).  This space will be made available to EBI on substantially the same terms as the 
facilities at Berkeley are made available. 

2.2.2 The Proprietary Component.  The Proprietary Component shall be the portion of 
the EBI that is dedicated to Proprietary Research conducted by BP employees. It shall be operated under 
the sole control and discretion of BP. The Proprietary Component shall be physically separate from the 
Open Component, and access to its physical facilities will be limited to BP employees and guests, 
controlled and limited through the use of keycard or other electronic access and monitoring system. 
Space leased to BP for the Proprietary Component shall be adjacent to the physical facilities for the 
Open Component. 

(a) Facilities.  During the term of this Agreement commencing not later than January 
1, 2008, Berkeley will make available to BP, and will via Subaward, provide that Illinois will make 
available to BP, and BP will lease from Berkeley and Illinois, integrated research lab and office facilities 
reasonably suited for Proprietary Component Research and administration, and reasonably acceptable to 
BP. The laboratory and office facilities will consist of (i) at Berkeley, space on the third floor of Calvin 
Hall pending completion of the Headquarters Building (the “Initial UCB Facilities”), and (ii) at Illinois, 
space in the IGB. Rental arrangements shall be made at agreed fair market value rent and on the terms 
and conditions set forth in the form of Leases and Options to Lease attached hereto as Appendix 3.  

(b) After completion of construction of the Headquarters Building, Berkeley shall 
make available, and BP shall lease from Berkeley, on substantially the same terms and conditions as the 
Initial UCB Facilities, integrated research laboratory and office space in the Headquarters Building for 
use by the Proprietary Component of the EBI, provided that the scope of the facilities must be 
reasonably acceptable to BP, and the rent for space in the Headquarters Building shall be at the agreed 
fair market value rent then appropriate for such space.  

3. EBI FUNDING 

 
3.1 Not later than December 1 of each calendar year during the term of this Agreement, BP shall 
determine, in its sole and absolute discretion, and provide written notice to Berkeley of, the maximum 
amount of annual funding that it will make available to Berkeley to fund the Open Component of the 
EBI (“Open Component Funds”) for the following calendar year; provided that BP shall make available 
at least Thirty-Five Million US Dollars ($35,000,000) per calendar year (or a proportional amount for 
any fractional year) during the term of this Agreement.  The Open Component Funds for the period from 
the Effective Date of this Agreement through December 31, 2007 shall be Seventeen Million US Dollars 
($17,000,000). 

3.2 Open Component Funds will be made available by BP only to fund items included in an EBI 
annual budget approved by the Governance Board in accordance with Section 4.1.6, which will include, 
among other things, funding for Approved Research Projects (and related administrative costs). Open 
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Component Funds for any year that are not (i) included in an approved annual budget, or (ii) not spent or 
otherwise applied in accordance with the approved annual budget during the calendar year, will not be 
available for and may not be applied to pay EBI expenses in any subsequent calendar year, except as 
provided Section 3.3.   

3.3 Open Component Funds for an Approved Research Project included in an approved annual 
budget, but not spent or applied during the calendar year covered by such budget, shall remain available 
to cover approved expenditures in connection with such Approved Research Project (but not any 
alternative discretionary application) during the following calendar year. Open Component Funds 
included in any approved annual budget that are not spent or applied before the end of such following 
calendar year, shall not thereafter be available. 

3.4 (a)  In order to provide a source of funding for items requiring payment before funds are 
received from BP pursuant to sub-paragraph (b) below, within 30 days after this Agreement is signed, 
BP will provide Berkeley with Ten Million US Dollars ($10,000,000) of Open Component Funds. No 
later than January 15 of each calendar year, the amount of this liquidity fund will be adjusted to be equal 
to twenty-five percent (25%) of the approved EBI annual budget for such year, with BP providing 
additional funds or Berkeley returning previously advanced funds, as appropriate.  

(b) BP will provide Open Component Funds to Berkeley on a monthly basis in arrears, in an 
amount equal to the funds applied by Berkeley in accordance with the EBI annual budget during the 
prior calendar month. Funds will be advanced by BP within thirty (30) days after receipt of an invoice 
from Berkeley indicating the amount of Open Component Funds applied during the prior calendar 
month. 

3.5 BP shall have the right to provide Open Component Funds, in whole or in part, directly from an 
Affiliate of BP.   

4. GOVERNANCE AND OVERSIGHT 

4.1 Governance Board. 

4.1.1 Generally.  Except as otherwise herein provided or delegated, management of the 
Open Component of the EBI is vested in the Governance Board, and the Governance Board shall have 
the right and authority to manage and conduct the affairs of the EBI Open Component.  The Governance 
Board has no power or authority with respect to the Proprietary Component of the EBI, which shall be 
managed entirely at the discretion of BP.   

4.1.2 Responsibilities.  The Governance Board has the responsibility and authority to:  
(a) define, oversee and review the overall implementation of the EBI programs in the Open Component; 
(b) review and decide whether to approve the slate, as a whole, of proposed Open Component Research 
Project Proposal recommended by the Executive Committee each year; (c) oversee the Approved 
Research Projects selected to be conducted and funded each year; (d) review, approve and oversee the 
annual budgets for the EBI Open Component; (e) approve and direct the application of Open 
Component Funds to Approved Research Projects and administrative activities consistent with the EBI 
purpose and principles, and otherwise pursuant to this Agreement; (f) determine the appropriate 
allocation of each EBI Open Component annual budget to projects addressing different elements of  the 
biofuels value chain;  (g) elect, dismiss, oversee and review the EBI Director and the EBI Deputy 
Director; (h) retain, as appropriate, scientific advisory board members or strategic science advisors to 
provide strategic advice regarding EBI’s goals and program implementation; (i) address and resolve 
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disputes or disagreements arising from and not resolved by the Executive Committee; (j) establish, 
review and amend the EBI Operating Principles supplementary guidance; (k) create committees to 
support the EBI and the needs of the Governance Board;  and (l) generally review and oversee EBI 
programs, use of EBI facilities and space allocation.  

4.1.3 Board Composition.  The Governance Board will have eight (8) regular, voting 
members, consisting of: (a) four (4) members appointed by Berkeley, including at least one (1) 
representative from each of Berkeley, Illinois and LBNL, and (b) four (4) members appointed by BP.  
The Governance Board will also have the following three (3) ex-officio members who will have the 
right to attend and participate in the meetings of the Board, but have no right to vote: (i) the EBI 
Director, (ii) the EBI Associate Director, and (iii) the EBI Deputy Director. BP and Berkeley will give 
each other written notice of appointment of Board members. Each appointed Board member will hold 
such position until such member’s resignation, removal, death or incapacity.  

4.1.4 Removal; Vacancies.  BP and Berkeley may at any time, by written notice to the 
other, remove (with or without cause) any Board member it has appointed.  Subject to applicable law, a 
Board member may not be removed except at the written direction of the Party that appointed the Board 
member.  If a vacancy occurs on the Board for any reason, the vacancy will be filled by appointment of 
a new Board member by the Party entitled to appoint the Board member creating the vacancy. 

4.1.5 Notice; Quorum.  Regular meetings of the Board will be held in accordance with 
a schedule of meetings to be adopted by resolution of the Board and no notice of any such regular 
meeting shall be required.  Special meetings of the Board may be called by Berkeley or BP upon not less 
than five (5) Business Days’ prior written notice to all Board members stating the purpose or purposes 
thereof; provided that any Board member may waive such notice prior to, at or after the meeting.  The 
presence in person of at least five Board members, including at least one Board member appointed by 
each of Berkeley (such Board member representing Berkeley directly and not one of the other Research 
Collaborators) and BP shall constitute a quorum for the transaction of business at any meeting of the 
Board.   

4.1.6 Voting.  

(a) Each voting member of the Board shall be entitled to cast one vote on each matter 
considered by the Board. Ex-officio members shall not be entitled to vote on any matter. Any action of 
the Board shall require the affirmative vote of at least five regular members of the Board. 

(b) With respect to any matter submitted to the Board for approval, each member of 
the Board may grant or withhold its approval (a) in such Board member’s sole and absolute discretion, 
(b) with or without reasonable cause, (c) subject to such conditions as the Board member may deem 
appropriate, and (d) without taking into account the interest of the EBI, any Party, any Research 
Collaborator, any Board member, or any other person.   

(c) Each Party acknowledges its express intent, and agrees for the mutual benefit of 
all Parties, that no Board member will owe any fiduciary duty of care or loyalty, other than to his/her 
employer under this Agreement, or otherwise at law or in equity, to the EBI, any Party, any Research 
Collaborator, or any other Board member in connection with the granting or withholding of any 
approval of the Board.  Each Party hereby releases and forever discharges the other Party and any Board 
member appointed by such Party from all liabilities and claims, whether known or not known and 
presently existing or arising in the future, arising in contract, tort, or under any statute, regulation or rule, 
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at law or in equity on account of any decision to grant or withhold approval of the Board on any matter 
whatsoever. By signing this Agreement, each Party expressly waives any benefits of Section 1542 of the 
Civil Code of the State of California, which provides as follows: 

"A GENERAL RELEASE DOES NOT EXTEND TO CLAIMS WHICH THE 
CREDITOR DOES NOT KNOW OR SUSPECT TO EXIST IN HIS FAVOR AT THE TIME 
OF EXECUTING THE RELEASE, WHICH IF KNOWN BY HIM MUST HAVE 
MATERIALLY AFFECTED HIS SETTLEMENT WITH THE DEBTOR." 

Each Party hereby waives and relinquishes every right or benefit which it may have under 
Section 1542 of the California Civil Code, or any other statute, regulation or legal principle with similar 
effect.   

4.1.7 Telephonic Meetings; Written Consents. 

(a) Any meeting of the Board may be attended by conference telephone or similar 
communication equipment so long as all Board members participating in the meeting can hear one 
another, and all Board members participating by telephone or similar communication equipment shall be 
deemed to be present in person at the meeting.  

(b) Any action to be taken at a meeting of the Board may be taken without such 
meeting by the written consent of such of the Board members as would be required to take such action at 
a meeting.  Any such written consent may be executed and given by telecopy or similar electronic means 
and shall be filed with the minutes of the proceedings of the Board.  If any action is so taken by the 
Board by the written consent of less than all of the Board members, prompt notice of the taking of such 
action shall be furnished to each Board member who did not execute such written consent (provided that 
the effectiveness of such action shall not be impaired by any good faith delay or failure to furnish such 
notice.) 

4.1.8 Committees of the Board; EBI Managers.   

(a) The Board may, by resolution, delegate any of its powers to one or more 
committees of the Board, each consisting of one or more members of the Board.  The Board, by 
resolution, may adopt further procedures relating to the conduct of business by any of the committees 
established by it. 

(b) The EBI shall have the management set forth herein and such other managers or 
officers as shall be appointed by the Board, each having such powers and duties as are set forth herein 
and as shall be provided by resolution of the Board.  The Board may delegate to any manager of the EBI 
or to any such other person such authority to act as the Board may from time to time determine 
appropriate in its discretion.  The salaries or other compensation, if any, of the managers and agents of 
the EBI shall be approved from time to time by the Board.  The Board members shall not be responsible 
for any misconduct or negligence on the part of any manager, agent or other person to whom authority is 
delegated. 

4.1.9 Matters Reserved to the Parties.  The Parties acknowledge that certain matters that 
may impact the EBI are matters over which neither the Governance Board, the Executive Committee, 
nor the EBI Director have any authority or power, but are matters reserved to one Party to this 
Agreement. In addition to authorities of a Party expressly provided in this Agreement or the Research 
Agreement, and notwithstanding any other provision of this Agreement, (a) BP will have sole power and 
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authority with respect to all matters relating to the Proprietary Component, including but not limited to 
governance, funding, administration, and the like, in its sole and absolute discretion, and (b) Berkeley 
shall have sole power and authority with respect to all Berkeley faculty decisions regarding Berkeley 
employees participating in the EBI in its sole and absolute discretion. 

5. EBI MANAGERS 

5.1 EBI Director.  Subject to specific direction of the Governance Board, the EBI Director will direct 
EBI’s Open Component at Berkeley and Illinois, including the conduct of Approved Research Projects 
and EBI’s public communications, education, and outreach activities.  Only faculty members of 
Berkeley are eligible to be the EBI Director. Christopher Somerville will be the initial EBI Director.   

5.1.1 Responsibilities.  The EBI Director will serve as chair of the Executive 
Committee.  The EBI Director will work with the Executive Committee to develop an annual program 
plan, with goals and milestones, prepares the annual budget request, and submits it to the Governance 
Board.  The annual budget request will contain funding requests and specific budget items and limits for 
Approved Research Projects, EBI appointments, EBI education and outreach activities, communications, 
and discretionary funds for special opportunity awards, i.e., awards intended to fund projects that require 
funding outside of the annual budget process.  The EBI Director will be familiar with certain BP 
Confidential Information related to the EBI Proprietary Component Research efforts, and will work with 
the EBI Associate Director and the EBI Deputy Director to coordinate EBI’s program plan across the 
Berkeley, Illinois, and BP sites, to ensure that such plans are consistent with the commercial goals, 
funding priorities and strategic directives of the Parties to this Agreement and the Governance Board.  
The EBI Director will help establish strategic technology directives and high level business plans for the 
EBI.  The EBI Director has oversight responsibility to carry out funding allocations approved by the 
Board and ensures that expenditures are appropriate and allowable, and will recommend to the 
Governance Board for approval, appropriate delegations of authority for each of the EBI Director, EBI 
Deputy Director and EBI Associate Director, including both the nature and dollar limits of any spending 
authority for each of them.  The EBI Director is also responsible for adjusting resources within an 
approved annual budget as necessary and appropriate (in light of discontinued projects, unexpected 
developments, and the like) to meet milestones and goals within limits, in consultation with the 
Governance Board.  He/she manages the following personnel that may at any time be working on EBI 
funded matters:  Project Managers, Operations Director, Facilities, Health & Safety Director, 
Technology Transfer Director, and the Communications, Education & Outreach Director. 

5.2 EBI Deputy Director.  The EBI Deputy Director will direct Approved Research Projects at EBI’s 
Open Component, that are conducted solely or primarily at the Illinois EBI site.  Only faculty members 
of Illinois are eligible to be the EBI Deputy Director.  Stephen P. Long will be the initial EBI Deputy 
Director. 

5.2.1 Responsibilities.  The EBI Deputy Director will serve on the Executive 
Committee. The Deputy Director will be familiar with certain BP Confidential Information related to the 
EBI Proprietary Component Research efforts, and will work with the EBI Director and the EBI 
Associate Director to coordinate EBI’s program plan across the Berkeley, Illinois, and BP sites, to 
ensure that such plans are consistent with the commercial goals, funding priorities and strategic 
directives of the Parties to this Agreement and the Governance Board. The EBI Deputy Director also 
will have oversight responsibility to carry out the allocation by the Board of research funding to the 
Open Component at the Illinois site and will ensure that such expenditures are appropriate and 
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allowable.  The EBI Deputy Director manages the EBI Deputy Project Manager and the EBI Deputy 
Operations Manager in carrying out Open Component Research taking place at the Illinois campus. 

5.3 EBI Associate Director.  The EBI Associate Director oversees and directs the Proprietary 
Component of the EBI on behalf of BP.  The EBI Associate Director is a BP employee and is appointed 
by BP.  Paul Willems will be the initial EBI Associate Director. 

5.3.1 Responsibilities.  The EBI Associate Director will serve on the Executive 
Committee, and will work with the EBI Director and the EBI Deputy Director to coordinate EBI’s 
programs across the Berkeley, Illinois, and BP sites.   

5.4 Research Program Directors.  The EBI science program directors are expected to be Principal 
Investigators.  Science program directors in the Open Component will manage Approved Research 
Projects.   For EBI purposes, science program directors in the Open Component report to the EBI 
Director.   

5.5 Executive Committee. 

5.5.1 Generally.  The Executive Committee is EBI’s highest level executive 
management body.  The Executive Committee shall initially have, and shall at all times have at least, 
five (5) members, consisting of:  (a) the EBI Director, (b) the EBI Deputy Director, (c) the EBI 
Associate Director, (d) the EBI science program director(s) and (e) one representative appointed by BP.  
The EBI Director will serve as Chair of the Executive Committee. Subject to the foregoing, the 
composition of the Executive Committee may be amended by the EBI Director upon thirty day prior 
notice to the Parties.   

5.5.2 Responsibilities. Subject to amendment by the Governance Board, the 
Executive Committee has the responsibility and authority to: (a) implement EBI’s goals; (b) develop and 
propose an annual EBI strategic work plan for approval by the Board; (c) coordinate EBI Approved 
Research Projects across programs and institutions; (d) prepare a preliminary annual budget for the EBI 
for approval by the Board; (d) make an annual call for proposals consistent with the strategic plan and 
budget allocation approved by the Board, and review Research Project Proposals submitted by Berkeley, 
Illinois or LBNL principal investigators (and their corresponding budgets) in response to the call for 
proposals; (e) recommend a slate of Research Project Proposals and their associated budgets, and 
facilitate approval of such recommendations by the Governance Board; (f) approve changes to 
Approved Research Projects outside the regular funding cycle; (g) review discretionary funding 
proposals; and (h) create committees to support the EBI and the needs of the Executive Committee. 

5.5.3 Meetings of the Executive Committee. The Executive Committee will meet 
at least biweekly on such dates and at such times as agreed by Berkeley, BP and the EBI Director.  
Meetings may be attended in person, by phone or video conference or similar technology by which all 
attendees can hear each other attendee.  At each meeting, at least one member representing BP and three 
(3) members representing the Research Collaborators shall participate to constitute a quorum, provided 
that a Berkeley representative is at least one of the Research Collaborator representatives.  

5.5.4 Executive Committee Decisions; Minutes.  Each Executive Committee member 
has one (1) vote on all matters coming before the Executive Committee. A principal management 
obligation of the Executive Committee will be the creation of the EBI annual project plan and annual 
budget, each of which will require the affirmative vote of two-thirds (2/3) of all the members for 
approval at all times during the term of this Agreement.  The Executive Committee will initially approve 
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all matters by the affirmative vote of two-thirds (2/3) of its members; provided, that an alternative 
methodology for Executive Committee decision making, if proposed by the EBI Director and approved 
by the Governance Board, may be employed on all matters other than the annual project plan and 
budget. The Executive Committee Chair shall be responsible for providing an agenda for each meeting 
no later than the close of business (Pacific time) on the Business Day prior to of such meeting, and shall 
prepare draft minutes of all meetings in reasonable detail and distribute such draft minutes to all 
members of the Executive Committee two (2) days prior to the next meeting.  The Chair shall 
incorporate timely received comments and distribute revised minutes to all members of the Executive 
Committee for final review and approval at the following regularly scheduled meeting.   

5.5.5 Reports.  Within thirty (30) days after the end of each calendar quarter, or as 
otherwise required by the Governance Board, the Executive Committee shall provide to the Governance 
Board the following:  (a) a written EBI research status report, and (b) a full statement, confirmed by the 
Berkeley accounting office, of actual expenditures by major cost categories incurred during the 
preceding quarter.  In addition to the quarterly reports above, within ninety (90) days after the end of 
each calendar year, the Executive Committee shall provide to the Governance Board an annual 
reconciliation between budgeted and actual expenditures.    

6. DISPUTES;  DEADLOCK RESOLUTION  

6.1 Executive Issues.  Any issues that may arise relating to the operational activities of the EBI Open 
Component shall, to the extent that they are within his authority, be resolved by the EBI Director.   

6.2 Governance Board.  A deadlock vote (an equal number in favor and opposed) of the Governance 
Board on any matter may be considered a dispute for the purposes of this Article 6. Whenever a 
deadlock vote occurs, any member of the Governance Board may declare such matter in dispute. If a 
matter is declared a dispute, the Governance Board shall attempt in good faith to resolve the dispute 
during the following thirty (30) day period.  

6.3 Referral to Chancellor of Berkeley and BP Executive.  If the Governance Board is unable to 
resolve a dispute within thirty (30) days after declaration of such dispute by a member of the 
Governance Board, such dispute shall be referred to the Chancellor of Berkeley and the Executive Vice 
President of Group Technology of BP, or such other BP senior executive with responsibility for the EBI, 
who shall attempt in good faith to resolve the dispute. 

6.4 Failure to Resolve Dispute.  In the absence of a resolution of a dispute, no action will be taken on 
the disputed matter. If the dispute is over approval of a research project or a slate of research projects, 
failure to agree shall be rejection of the project or slate of projects. If the dispute relates to the budget or 
expense items, failure to agree shall be rejection of the budget or expense item. For the avoidance of 
doubt, no Open Component Funds may be used to pay items that are the subject of an unresolved 
dispute.  

6.5 Agreement Disputes.  Disagreements between the Parties with respect to the terms of this 
Agreement, or the performance of a Party’s obligations, are not subject to this Article 6, and the Parties 
may pursue any avenue available to them at law and in equity, with no obligation to first negotiate or 
refer the dispute as set forth in this Article 6.    
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7. TITLE TO EQUIPMENT 

If Berkeley purchases equipment or other personal property hereunder using Open Component 
Funds, title to such equipment or personal property will vest with Berkeley upon acquisition; provided 
that such assets will remain available to Approved Research Projects during the term of this Agreement. 

8. ACCOUNTING, REPORTS, AUDITING, AND RECORDS 

8.1 Accounting.  Berkeley shall maintain, and shall cause its Research Collaborators to maintain, 
such detailed records and books of account as are suitable under generally recognized accounting 
standards for the purposes of this Agreement, including financial and research records as are necessary 
for the preparation of all financial statements and tax returns required to be completed by BP. 

8.2 Reports.  Berkeley agrees to provide, or shall cause its Research Collaborators to provide, 
written research reports to BP as are appropriate to adequately and substantially report the results of the 
Open Component Research program. 

8.3 Audits.  At the request of a Party, the other Party agrees to permit a mutually agreeable 
authorized accountant selected by the requesting Party (mutual agreement not to be withheld 
unreasonably) upon reasonable prior notice, to examine at reasonable intervals and during the regular 
business hours all records and books of account of the audited Party relating to this Agreement.  The 
requesting Party is responsible for the expenses of the selected accountant. 

8.4 Record Retention.  Berkeley shall retain all such records and books of account for at least six (6) 
years or longer if requested by BP in writing at least six (6) months before such records are eligible to be 
disposed of hereunder. 

9. INDEMNITIES 

9.1 Standard of Care.  Berkeley will, and will via Subaward cause the Research Collaborators to, use 
reasonable skill and care, to design, carry out and complete the Open Component Research in a diligent 
and thoughtful manner and in accordance with good university research standards. 

9.2 Berkeley’s Obligation.  Berkeley shall release, defend, indemnify and hold BP, its Affiliates, and 
each of their directors, officers, employees and agents harmless from and against any and all Claims for 
personal injury, death or loss of or damage to property arising out of Berkeley’s or LBNL’s acts or 
omissions in Approved Research Projects of Berkeley or LBNL or in any other EBI Open Component 
activities conducted by Berkeley or LBNL or in Berkeley or LBNL facilities.  For Claims arising out of 
Approved Research Projects of Berkeley or LBNL or any other EBI Open Component activities 
conducted by Berkeley or LBNL or in Berkeley or LBNL facilities a rebuttable presumption will apply 
that the Claims are due to Berkeley or LBNL acts or omissions except to the extent the presumption is 
rebutted in an arbitration, where a single arbitrator mutually acceptable to the parties decides that the 
Claims have been caused by an act or omission amounting to the negligence, gross negligence or willful 
misconduct of persons other than Berkeley, LBNL, or the officers, agents, employees, students, invitees 
or guests of Berkeley or LBNL. To the extent the presumption is rebutted, there is no obligation under 
this paragraph. To the extent the presumption is not rebutted the liability of Berkeley or LBNL will be 
only to the extent and in proportion to the Claims being caused by the acts or omissions of Berkeley or 
LBNL under the presumption or as established in a separate proceeding by a third-party claimant 
asserting the Claims. The arbitration will be binding and will be before an arbitrator under the auspices 
and rules of a regularly established arbitration organization such as JAMS in San Francisco or the 
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American Arbitration Association. The arbitration will be by written briefs only, and the arbitrator will 
be instructed to render a decision within two (2)  months of written brief submission of the parties and to 
assign percentage liability to others than Berkeley or LBNL.  The arbitrator may ask for further written 
submissions from Berkeley, LBNL, or BP prior to making a decision. Any party not involved in an 
arbitration is not bound by the result of that arbitration. 

9.3 BP’s Obligation.  BP shall release, defend, indemnify and hold Research Collaborators, their 
Affiliates, and each of their directors, officers, employees and agents harmless from and against any and 
all Claims for personal injury, death or loss of or damage to property arising out of BP’s acts or 
omissions in the conduct of Proprietary Component Research or any other EBI Proprietary Component 
activities or in Proprietary Component facilities.  For Claims arising out of the conduct of Proprietary 
Component Research or any other EBI Proprietary Component activities or in Proprietary 
Component facilities a rebuttable presumption will apply that the Claims are due to BP acts or omissions 
except to the extent the presumption is rebutted in an arbitration, where a single arbitrator mutually 
acceptable to the parties decides that the Claims have been caused by an act or omission amounting to 
the negligence, gross negligence or willful misconduct of persons other than BP or the officers, agents, 
employees, students, invitees or guests of BP. To the extent the presumption is rebutted, there is no 
obligation under this paragraph. To the extent the presumption is not rebutted the liability of BP will be 
only to the extent and in proportion to the Claims being caused by the acts or omissions of BP under the 
presumption or as established in a separate proceeding by a third-party claimant asserting the Claims.  
The arbitration will be binding and will be before an arbitrator under the auspices and rules of a 
regularly established arbitration organization such as JAMS in San Francisco or the American 
Arbitration Association. The arbitration will be by written briefs only, and the arbitrator will be 
instructed to render a decision within two (2) months of written brief submission of the parties and to 
assign percentage liability to others than BP.  The arbitrator may ask for further written submissions 
from Berkeley, LBNL, or BP prior to making a decision. Any party not involved in an arbitration is not 
bound by the result of that arbitration. 

9.4 No Consequential Damages.  Except as otherwise provided in the leases, each Party hereby 
waives, and agrees that it shall hold the other Party and its Affiliates harmless from, any consequential 
loss or damage that it may suffer arising out of conduct of this Agreement, including but not limited to 
loss of production or business interruption. For the purpose of this clause, consequential loss shall mean 
indirect losses, including loss of production, loss of use, and loss of revenue, profit or anticipated profit 
of the Party; and any consequential damages of a non-affiliated third party that are required to be paid by 
a Party are direct damages to the Party and are not waived and indemnified by this Section 9.4.   

10. USE OF NAMES AND TRADEMARKS 

Neither Party will use the name of the other Party or its employees, or the name of any of the 
Research Collaborators, or their employees, or the U.S. Department of Energy, or its employees, in any 
advertisement, press release or publicity with reference to this agreement or any product or service 
resulting from this Research Agreement, without prior written consent of the other Party.  Neither Party 
shall include in any commercial media any name, seal, picture, landmark building, or trademark of the 
other (including those of the Research Collaborators and the U.S. Department of Energy) without the 
express, prior written consent of the owner thereof. Either Party may develop trademarks specifically 
relating to the EBI, and any such trademarks shall be owned by the Party undertaking and funding their 
development; provided, that neither Party shall use any trademark for the EBI in any manner during the 
term hereof, or thereafter, without the prior written consent of the other Party. Either Party may at any 
time withdraw consent to the use of any trademarks that it has previously granted to the other Party upon 
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providing the other Party with ten (10) days' written notice of such withdrawal if such Party becomes 
dissatisfied with the manner in which such trademark is being used. 

11. NOTICES 

11.1 Whenever any notice is to be given hereunder, it will be in writing and sent to the following 
addresses by registered mail, overnight courier, or confirmed facsimile:  

Berkeley: 
  
The Regents of the University of California  
Industry Alliances Office 
2150 Shattuck Avenue, Suite 950 
University of California at Berkeley  
Berkeley, CA 94704-6701 
Attention: Director 
Phone: (510) 642-5766 
Fax: (510) 642-5723 

 
With a copy to: 

   EBI Director 
[Address, contact info to be added] 
 
 
 

BP: BP Technology Ventures Inc.  
4101 Winfield Road 
Warrenville, IL 60555  
Attention: EBI Associate Director 
   

With a  copy to: 
BP America Inc.  
4101 Winfield Road 
Warrenville, IL 60555 
Attention: Assistant General Counsel – Corporate 
Fax: 630-821-3396 

 
 

 

11.2 Changes.  Either Party may by written notice to the other change the address to which future 
notices or other communications shall be sent. 

12. TERM AND TERMINATION 

12.1 Term.  The term of this Agreement is from July 1, 2007 to June 30, 2017. 

12.2 Termination by Berkeley or other Research Collaborators.  In recognition of the public 
institutional nature of Berkeley, LBNL, and Illinois, if a discrete event were to occur or a change in facts 
and circumstances were to arise after the date of this Agreement, that Berkeley or any one or all of the 
other Research Collaborators were to reasonably determine that  a continued association with EBI was 
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not in accord with its fundamental principles, then at any time within one hundred eighty (180) days 
after the occurrence of such event Berkeley may terminate this Agreement, and/or any other Research 
Collaborator may terminate its participation in EBI, by providing written notice to BP, which shall be 
effective upon receipt. 

12.3 Termination by Either Party for Default.  If either Party hereto shall be in default of any material 
obligation hereunder, including the breach of any of its agreements, representations or warranties in 
Article 16, and shall fail to remedy such default within sixty (60) days after receipt of written notice 
thereof, the Party not in default may terminate this Agreement by giving written notice of termination to 
the other Party, which shall be effective upon receipt.   

12.4 Termination for BP’s Change in Control.  If BP undergoes a Change of Control, at any time 
within one hundred eighty (180) days after the Change of Control Berkeley may terminate this 
Agreement, and/or any other Research Collaborator may terminate its participation in EBI, by providing 
written notice to BP, which shall be effective upon receipt. 

12.5 Termination by BP.    This Agreement may be terminated by BP effective at any time on or after 
the third (3rd) anniversary of the Effective Date, by the delivery of at least one hundred and eighty (180) 
days prior written notice to Berkeley if BP shall determine, in its discretion, that the EBI Open 
Component Research is no longer technically or commercially viable for BP.  

12.6 Effect of Termination 

12.6.1 Financial Commitments.  Upon any termination of this Agreement, Berkeley shall 
limit or terminate (to the maximum extent permitted by law and University of California policy) any 
outstanding financial commitments it or any Research Collaborator has incurred, and BP shall continue 
to provide Open Component Funds for all remaining and unavoidable costs either (i) incurred prior to 
the time of the delivery of a notice of termination, or (ii) reasonably incurred within the budget of any 
approved Research Project during the twelve (12) months following receipt of the notice to terminate 
and prior to termination of the Agreement.  

12.6.2 Final Report.  Promptly after expiration or termination of this Agreement, 
Berkeley shall provide to BP a final report of expenditures and commitments related to EBI, and return 
to BP any unexpended and uncommitted funds that have been previously provided by BP. 

12.6.3 Survival.  Following any termination of this Agreement, Article 7, Sections 8.3 
and 8.4, and Articles 9, 10, 11, 12, 13, and 15 and any other Sections in this Agreement expressly so 
providing, shall survive and continue to bind the Parties. Termination of this Agreement shall not affect 
rights and obligations of either Party that have accrued prior to termination.  

13. GOVERNING LAW 

This Agreement will be governed and construed by the laws of the State of California without regard 
to the conflict of laws provisions thereof.  

14. EXPORT CONTROL  

The rights and obligation of the Parties under this Agreement shall be subject in all respects to 
United States laws and regulations as shall from time to time govern embargoes and the license and 
delivery of technology and products abroad, including International Traffic in Arms Regulation and the 
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Export Administration Regulation, as they may be amended from time to time, and any other applicable 
regulations issued by the United States Department of State, Department of Commerce, and Department 
of Treasury.  Because Research Collaborators are institutions of higher education with many foreign 
persons who are students and employees, Research Collaborators intend to conduct the project as 
fundamental research under the export regulations.  If BP intends to transmit Confidential Information to 
a Research Collaborator that BP determines to be export controlled, BP must inform the Principal 
Investigator of the relevant Approved Research Project.  Research Collaborators reserve the right to 
elect not to receive export controlled information.  If a Research Collaborator chooses instead to receive 
export controlled information, then a plan for receipt, use, and dissemination of such export controlled 
confidential information must be developed and agreed to by a business officer of a Research 
Collaborator prior to such disclosure.  A Principal Investigator or other scientific or technical contact of 
a Research Collaborator may not elect, and does not have the authority to elect, to receive export 
controlled information without the approval of a business officer of a Research Collaborator. 

15. INTERPRETATION 

All pronouns will be deemed to refer to the masculine, feminine, or neuter, singular or plural, as 
the context in which they are used may require.  All headings herein are inserted only for convenience 
and ease of reference and are not to be considered in the interpretation of any provision of this 
Agreement.  Numbered or lettered articles, sections and subsections herein contained refer to articles, 
sections and subsections of this Agreement unless otherwise expressly stated.  

16. REPRESENTATIONS AND WARRANTIES 

16.1 BP Representations.  BP represents and warrants to Berkeley, as of the date of this Agreement, 
as follows: 

16.1.1 Corporate Organization.  BP is a corporation duly organized, validly existing and 
in good standing under the laws of the State of Delaware.  BP is duly qualified or licensed as a foreign 
corporation in the state of California.  

16.1.2 Authorization.  BP has requisite corporate power and authority to execute and 
deliver this Agreement, the Research Agreement, and the Leases, to which it is a party, and to 
consummate the transactions and perform its obligations hereunder and thereunder. This Agreement and 
the Research Agreement, when duly executed and delivered by BP, constitute legal, valid and binding 
obligations of BP, enforceable against BP in accordance with their respective terms and conditions.  

16.1.3 No Violation.  None of the execution and delivery by BP of this Agreement, the 
Research Agreement, and the leases (included in Exhibit 3), to which it is a party, the performance by 
BP of its obligations under any of those documents, or the consummation of the transactions 
contemplated by any of them will:  

(i) conflict with any provision of the Articles of Incorporation or By-
Laws of BP; 

(ii) result in a breach or default of any material agreement of BP or 
require the consent, authorization or approval of any third party; 

(iii) except for 1) the waiver of certain IP rights needed from the 
Department of Energy (which have already been obtained), and 2) the Subawards between Berkeley and 
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any Research Collaborator, require the consent, authorization or approval of, or require any filing or 
registration with any governmental authority; or 

(iv) violate any statute or law or any judgment, decree, order, 
regulation or rule of any court or governmental authority to which BP is subject.  

16.2 Berkeley Representations.  Berkeley makes the following agreements with and representations  
and warranties to BP, as follows: 

16.2.1 Authorization.  Berkeley represents and warrants as of the date of this Agreement 
that  it (or in matters of document execution through proper exercise of delegated authority by the Office 
of the President or by action of The Regents where execution of a contract containing a contractual duty 
limited to the Berkeley campus is beyond Berkeley’s delegated authority) has the lawful right to execute 
and deliver this Agreement, the Research Agreement, the Lease, and any EBI Confidential Information 
and/or Biological Material Disclosure and Non-Use Agreement, to which it is committed to become a 
party, and to consummate the transactions and perform its obligations hereunder and thereunder. This 
Agreement and the Research Agreement, have been duly executed and delivered by or on behalf of 
Berkeley, and constitute legal, valid and binding obligations of Berkeley, enforceable against Berkeley 
(and the Research Collaborators) in accordance with their respective terms and conditions.  

16.2.2 No Violation.  Berkeley represents that, as of the date of this Agreement, to the 
knowledge after due inquiry of the person or persons responsible for industry research contract oversight 
at Berkeley, the performance of its obligations hereunder will not result in a breach of any material 
agreement of Berkeley or require the consent of any third party.  

16.2.3 Subawards.  Berkeley agrees that it will perform, or enter into appropriate 
Subawards under which the other Research Collaborators will perform, Approved Research Projects 
pursuant to individually approved and individually executed Implementing Letters.   

16.2.4 Calculation of Overhead.  Berkeley agrees that in determining EBI expenses to be 
included in EBI approved annual budgets and to be paid using Open Component Funds, it will calculate 
overhead and other administrative costs using the standard method and rate that Berkeley uses in 
charging and determining expenses, overhead and administrative costs for other extramural sponsored 
research agreements.  For the avoidance of doubt, this means that all overhead, including overhead 
related to Approved Research Projects being conducted by Research Collaborators other than Berkeley, 
shall be substantially similar to those that Berkeley would charge. The Parties acknowledge that the 
Berkeley rate may change from time to time during the term of this Agreement.  

16.2.5  No Limitation on Proprietary Component.  Berkeley represents and warrants that 
none of (i) the entry by BP into the Lease for Proprietary Component interim facilities, (ii) the entry by 
BP into the Lease for Proprietary Component facilities in the Headquarters Building, when available, or 
(iii) the method by which any Berkeley facility is financed, will result in (1) the attachment to 
intellectual property resulting from Proprietary Component Research of any ownership interest or rights 
of any third party, including the U.S. Department of Energy (“DOE”), the United States, the State of 
California, or any other person, or any limits on BP’s use thereof, (2) the subject of BP’s Proprietary 
Component records to any California open meetings, open records, freedom of information act or similar 
requirements. 

16.2.6 Material Information. Berkeley represents that as of the date of this Agreement (a) 
it has, provided to BP a list of all internal approved policy exceptions related to intellectual property that 
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it has been required to obtain in connection with the EBI, and (b) LBNL has disclosed to BP and 
provided copies of applications for relevant DOE intellectual property right waivers to the extent DOE 
permits such disclosure, and relevant official and unofficial actions on such applications including 
grants, rejections, amendments, waivers and the like, in connection with such applications, that it has 
undertaken in connection with the EBI.  

16.2.7 Research Collaborator arrangements. Berkeley will enter into Subaward 
agreements with other Research Collaborators sufficient to bind those parties to conduct Approved 
Research Projects, apply funding, keep records, make reports and generally undertake EBI activities on 
the same terms and conditions that apply to Berkeley in this Agreement and the Research Agreement. 

17. MISCELLANEOUS 

17.1 Integration.  This Agreement, together with Sponsored Research Agreement Number 022711 
between the Parties of even date herewith, and that certain Lease Agreement to be entered into between 
the Parties pursuant to Section 2.2.2, constitute the entire agreement between the Parties as of the 
Effective Date in respect to the subject matter of this Agreement and supersedes any previous written or 
oral representations, statements, negotiations, or agreements. Nothing herein is intended to alter or affect 
the terms of the Collaborative Research Agreement 013268 between Regents of the University of 
California and BP International Limited dated November 20, 2000. 

17.2 Amendment.  No change, modification, extension, termination, or waiver of this Agreement or 
any of the provisions contained herein, shall be valid unless made in writing and duly executed by an 
authorized representative of the Parties hereto. 

17.3 Assignment.  BP may at any time assign its rights and obligations under this Agreement, in 
whole or in part, to any BP Affiliate, provided it has delivered prior written notice to Berkeley of the 
assignment. Except for an assignment to a BP Affiliate, neither Party may assign or transfer this 
Agreement, without the prior written consent of the other Party.  Any attempted assignment of this 
Agreement in violation of this Section will be null and void.   

17.4 Provisions Held Invalid.  If any one or more of the provisions contained in this Agreement shall 
be held to be invalid, illegal or unenforceable for any reason, such invalidity, illegality or 
unenforceability shall not affect any other provision hereof and this Agreement shall be construed as if 
such provision had never been contained herein.  

17.5 Limitation.  No provisions of this Agreement are intended or shall be construed to confer upon or 
give to any person or entity other than Berkeley and BP any rights, remedies, or other benefits under, or 
by reason of, this Agreement; except for Article 4, Article 5, Section 9.3, under which Research 
Collaborators other than Berkeley are intended third party beneficiaries. 

17.6 Independent Contractors.  In performing their respective duties under this Agreement, each of 
the Parties will be operating as an independent contractor. Nothing contained herein will in any way 
constitute any association, partnership, or joint venture between the Parties hereto, or be construed to 
evidence the intention of the Parties to establish any such relationship. Neither Party will have the power 
to bind the other Party or incur obligations on the other Party's behalf without the other Party's prior 
written consent. 

17.7 Force Majeure.  The Parties shall not be responsible for any failure to perform due to the 
occurrence of any events beyond their reasonable control which render their performance impossible or 
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onerous, including, but not limited to:  accidents (environmental, toxic spill, etc.); acts of God; 
biological or nuclear incidents; casualties; earthquakes; fires; floods; governmental acts, orders or 
restrictions; inability to obtain suitable and sufficient labor, transportation, fuel and materials; local, 
national, or state emergency; power failure and power outages; acts of terrorism; strike; and war.  The 
failure for any reason to have sufficient funds shall not be considered a force majeure with respect to any 
payment obligation. 

17.8 Counterparts.    This Agreement, including any document to be entered into or delivered in 
connection therewith, may be executed in any number of counterparts (including counterparts 
transmitted electronically or by facsimile), each of which shall be deemed to be an original, but all of 
which taken together shall be deemed to constitute one and the same instrument.   
 
 

 IN WITNESS WHEREOF, the Parties hereto have caused this Agreement to be executed by 
their duly authorized representatives as of the date first above written. 
 
 
THE REGENTS OF THE UNIVERSITY OF CALIFORNIA 
 
 
 
By:  _____________________________________________________ 
 
 
Printed Name and Title: _____________________________________________  
 
         
Date:  _____________________________________________________ 
 
 
 
BP TECHNOLOGY VENTURES INC. 
 
 
 
By:  _____________________________________________________ 
  Robert   A. Malone, President 
   
 
Date:  _____________________________________________________ 
 
 
  



 

 19   

APPENDIX 1: DEFINED TERMS FOR MASTER AGREEMENT AND SPONSORED 
RESEARCH AGREEMENT 

 
1. “Affiliate” shall mean a company, entity or person controlling, controlled by or under common 

control with such company and for the purpose of this definition, the word “control” means right 
to exercise, directly or indirectly, fifty percent (50%) or more of the voting rights or other 
ownership interests attributable to the controlling company.  

2. “Approved Research Project” shall mean an EBI Research Project Proposal that: a) has been 
accepted for funding in the Open Component of EBI, and b) is supported by a fully-executed 
Implementing Letter. 

3. “Approved Research Project Participant” shall mean an individual who: a) has been informed 
of and consented to the terms and conditions of the Research Agreement, and b) is performing or 
has performed research under an Approved Research Project. 

4. “Background Inventions” shall mean Inventions that are owned by one or more Research 
Collaborators and that were created outside an Approved Research Project. 

5. “Berkeley” shall mean the Regents of the University of California, on behalf of, and limited to, 
the University of California, Berkeley and acting through its Industry Alliances Office at the 
University of California, Berkeley. 

6. “BP” shall mean BP Technology Ventures Inc., a Delaware corporation. 

7. “BP Affiliates” shall mean Affiliates of BP. 

8. “BP Confidential Information” shall mean Confidential Information disclosed by BP to one or 
more Research Collaborators. 

9. “BP Group” shall mean BP, its Affiliates and Qualified Ventures.  

10. “BP Invention” shall mean an Invention that is conceived and actually reduced to practice solely 
by one or more of the employees or contractors of BP or its Affiliates in the Proprietary 
Component. 

11. “BP Visitors” shall mean employees and contractors of BP and BP Affiliates who access 
Berkeley facilities other than BP’s leased space. 

12. “BP Work” shall mean a Work created solely by one or more the employees or contractors of 
BP or its Affiliates in the Proprietary Component.  

13. “Business Day” shall means any day other than a Saturday, Sunday or any day designated as a 
holiday by the US Federal Government. 

14. “Change of Control” shall mean a transaction in which BP either (a) sells, conveys or otherwise 
disposes of all or substantially all of its property or business to someone other than a BP 
Affiliate; or (b) BP or a parent company of BP merges or consolidates with any other entity other 
than another BP Affiliate or effects any other transaction or series of transactions such that 
stockholders of the ultimate parent company of  BP immediately prior thereto, in the aggregate, 
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no longer own, directly or indirectly, beneficially or legally, at least fifty percent (50%) of the 
outstanding voting securities or capital stock of the surviving entity following the closing of such 
merger, consolidation, other transaction or series of transactions. 

15. “Claims” shall mean any and all liability, loss, expense (including reasonable attorneys' fees 
awarded by a court of competent jurisdiction), or claims. 

16. “Confidential Information” shall have the meaning provided in the EBI Confidential 
Information and/or Biological Material Disclosure and Non-Use Agreement attached as Exhibit 
6 to the Research Agreement. 

17.  “EBI” shall mean the Energy Biosciences Institute. 

18. “EBI Director” shall be as defined in the Master Agreement Section 5.1. 

19. “Effective Date” shall mean July 1, 2007. 

20. “Executive Committee” shall be as defined in the Master Agreement Section 5.5. 

21. “Field" shall mean the energy (including alternative energy) and petrochemicals industries 
including, but not limited to: 

A. the exploration, production, refining, manufacture, storage, marketing, distribution and use 
of fossil fuels (including but not limited to coal, crude oil and natural gas) and intermediates, 
products and petrochemicals produced from fossil fuels; 

B. the growing, production, refining, manufacture, storage, marketing, distribution and use of 
feedstocks, products (including but not limited to biofuels), and intermediates  from 
renewable resources; 

C. the use of all organisms, processes, applications and methods (including, but not limited to, 
green house gas capture and/or green house gas sequestration) to grow, produce, 
manufacture, store, distribute, and use feedstocks, intermediates, products and 
petrochemicals from fossil fuels or renewable resources. 

22. “Governance Board” or “Board” shall be as defined in Article 4 of the Master Agreement. 

23. “Headquarters Building” shall be as defined in Section 2.2.1 of the Master Agreement. 

24. “Illinois” shall mean the Board of Trustees of the University of Illinois on behalf of, and limited 
to, the University of Illinois at Urbana-Champaign.  

25. “Implementing Letter” shall mean a document substantially in the form of the template 
attached to Research Agreement as Exhibit 2. 

26. “Initial Review Period” shall mean the thirty-day period in which BP will review proposed 
Research Collaborator publications or public presentations. 

27. “Invention” shall mean any potentially patentable process, machine, manufacture, composition 
of matter, ornamental design, or variety of plant. 
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28. “Inventor” shall be defined according to U.S. patent law. 

29. “Inventorship” shall be determined according to U.S. patent law. 

30. “Joint Invention” shall mean an Invention that is conceived and actually reduced to practice 
jointly by one or more employees or contractors of one or more Research Collaborator(s) and 
one or more employees or contractors of BP in the performance of an Approved Research 
Project. 

31. "Joint Project Software" shall mean a software deliverable that is created jointly by one or 
more employees or contractors of one or more Research Collaborator(s) and one or more 
employees or contractors of BP in the performance of an Approved Research Project. 

32. “LBNL” shall mean the Regents of the University of California as the Management and 
Operating Contractor for the Ernest Orlando Lawrence Berkeley National Laboratory Operating 
Under Prime Contract No. DE-AC02-05CH11231 for the U.S. Department of Energy. 

33. “LBNL Employee” shall mean an employee of The Regents of the University of California who 
is paid by LBNL and when he or she is acting in performance of work under the operating 
contract between The Regents of the University of California and the U.S. Department of Energy 
for the operation of LBNL. 

34. “Master Agreement” shall mean the Master Agreement entered into by Berkeley and BP on 
November 9, 2007. 

35. “Open Component” shall mean the section of EBI in which Open Research is performed and/or, 
one or more laboratories at one of the Research Collaborators institutions that is funded by an 
Approved Research Project. 

36. “Open Component Funds” shall have the meaning as set forth in Section 3.1 of the Master 
Agreement. 

37. “Open Research” shall mean research conducted under an Approved Research Project, the 
results of which will be publishable by the Research Collaborators. 

38. “Party” or “Parties” shall mean Berkeley and/or BP. 

39. “Principal Investigator” shall mean a principal investigator named in an Implementing Letter 
corresponding to an Approved Research Project. 

40. "Project Invention" shall mean a Research Collaborator Invention, a Research Collaborator 
Joint Invention, or a Joint Invention. 

41. "Project Software" shall mean a software deliverable that is created by one or more employees 
or contractors of one or more Research Collaborator(s) in the performance of an Approved 
Research Project.  

42. “Proprietary Component” shall mean that portion of EBI research that is conducted by BP in 
Berkeley and Illinois facilities that are leased to BP for BP Affiliates private use. 
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43. “Proprietary Research” shall mean BP's confidential research conducted entirely within the 
Proprietary Component. 

44. “Qualified Venture” shall mean any corporation, limited liability company, partnership, other 
entity, or unincorporated joint venture in which BP or a BP Affiliate has either (i) at least a 20% 
equity interest, or (ii) investment exposure (equity or debt) in an amount equal to at least 50 
million dollars. 

45.  “Research Agreement” shall mean the Sponsored Research Agreement that is Appendix 2 to 
the Master Agreement entered into by Berkeley and BP on November 9, 2007. 

46. “Research Collaborator” shall mean Berkeley, LBNL, or Illinois individually.  “Research 
Collaborators” shall mean two or more Research Collaborators.  

47. “Research Collaborator Invention” shall mean an Invention that is conceived and actually 
reduced to practice solely by one or more employees of a single Research Collaborator in the 
performance of an Approved Research Project. 

48. “Research Collaborator Joint Invention” shall mean an invention that is conceived and 
actually reduced to practice solely by the employees of two or more of the Research 
Collaborators in the performance of an Approved Research Project. 

49. “Research Collaborator Works” shall mean Works created solely by one or more Research 
Collaborator employees. 

50. “Research Deliverable” shall mean research reports, summaries, and other deliverables 
identified in the Implementing Letter and any other deliverables formally provided by one or 
more Research Collaborators to BP in the performance of an Approved Research Project. 

51. “Research Project Proposal” shall mean a statement of work and its corresponding budget that 
is proposed by one of the Research Collaborators to EBI in response to EBI’s periodic call for 
research proposals. 

52. “Subaward” shall mean an agreement between Berkeley and another Research Collaborator 
setting forth the terms and conditions on which Berkeley agrees to provide Open Component 
Funds for expenditures that are included in an approved EBI annual budget. 

53. “Term” shall mean the Term of the Master Agreement which shall be from July 1, 2007 to June 
30, 2017. 

54. “Visiting BP Fellow Agreement” shall mean Exhibit 7 to the Research Agreement, “Visiting 
Industrial Fellow Agreement Governing BP Visitors to the Open Component of the EBI.” 

55. “Works” shall mean copyrightable works first created in performance of an Approved Research 
Project. 
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SPONSORED RESEARCH AGREEMENT 

NUMBER 022711 

Between 

BP TECHNOLOGY VENTURES INC. 

And 

THE REGENTS OF THE UNIVERSITY OF CALIFORNIA 

THIS SPONSORED RESEARCH AGREEMENT, dated July 1, 2007 is by and between BP 
Technology Ventures Inc., a Delaware corporation, having a principal place of business at 4101 
Winfield Road, Warrenville, IL 60555 (“BP”), and THE REGENTS OF THE UNIVERSITY OF 
CALIFORNIA (“Berkeley”), having a principal place of business at 1111 Franklin Street, 12th Floor, 
Oakland, CA on behalf of, and limited to, the University of California Berkeley, acting through its 
Industry Alliances Office at the University of California, Berkeley, 2150 Shattuck Avenue, Suite 950, 
Berkeley, CA 94704-6701. 

RECITALS 

WHEREAS, BP and Berkeley are entering into a Master Agreement under which BP and the 
Research Collaborators will be working together, through the EBI, to develop new sources of energy 
that may reduce the impact of energy consumption on the environment;  

WHEREAS, BP and the Research Collaborators intend that EBI (which is divided into an Open 
Component and a BP Proprietary Component) will expedite the translation of basic research in energy 
biosciences into tangible goods and services;  

WHEREAS, BP and the Research Collaborators intend that Approved Research Projects to be 
conducted under open research component of the EBI are to be selected and funded pursuant to the 
terms of the Master Agreement and this Agreement;   

WHEREAS, BP and the Research Collaborators intend that the EBI will conduct research in the 
subject matter areas specifically defined in the Master Agreement; and 

WHEREAS, the Research Collaborators and BP wish to encourage and facilitate the discovery, 
dissemination and application of new knowledge and research in the subject matters listed above, and 
BP desires to support such research in the EBI; 

NOW, THEREFORE, in consideration of the foregoing and the mutual promises that follow, the 
Parties agree as follows: 

1. DEFINITIONS 

All capitalized terms used herein which are not defined above shall have the meanings set forth 
in Exhibit 1 of this Agreement. 
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2. TERM 

The term of this Research Agreement shall be from July 1, 2007 to June 30, 2017 and shall 
survive termination of the Master Agreement. 

3. RESEARCH PROJECT IMPLEMENTATION, COST AND PAYMENT 

3.1 Generally. Berkeley shall perform, or enter into appropriate Subawards under which the 
other Research Collaborators will perform, Approved Research Projects pursuant to individually 
approved and individually executed Implementing Letters in the form attached as Exhibit 2.  BP will not 
be a party to such Subawards between Berkeley and the other Research Collaborators, but BP is an 
intended third-party beneficiary of certain provisions of such Subawards where BP is specified in such 
provisions and such provisions are enforceable by BP in its own name.  Berkeley is responsible for 
administration of this prime contract and the Subawards resulting therefrom.  Berkeley’s responsibility 
does not include being liable for the acts of the other Research Collaborators. 

3.2 Commencement of Research.  No research will take place under an Approved Research 
Project until EBI approvals have been secured and an Implementing Letter has been executed for an 
Approved Research Project.  At LBNL, the internal research project approval process will include 
approval by the U.S. Department of Energy (“DOE”) for each individual statement of work described in 
an Implementing Letter, which approval shall be obtained by LBNL prior to the execution of the 
Implementing Letter. 

3.3 Flow-Down of Terms.  Approved Research Projects to be performed by LBNL or Illinois 
shall be subject to the terms and conditions of this Research Agreement pursuant to appropriate 
Subaward agreements entered into between Berkeley and the recipients of such awards wherein such 
Subaward agreements contain terms and conditions that are consistent with this Research Agreement.  It 
is understood that all Subawards to LBNL will be subject to a waiver granted by DOE in connection 
with the “Preference for the United States Industry” requirement under 35 U.S.C. § 204. Materials in 
connection with the application for such waiver by BP and the grant of such waiver by the DOE are 
attached in Exhibit 3. Subawards to LBNL will also be subject to the terms and conditions summarized 
in Exhibit 4, including the modifications of certain government rights granted by the DOE as cited 
therein.    

3.4 Budget Revision.  If a Research Collaborator has reason to believe that the cost of the 
work for any Approved Research Project will exceed the amount set forth in the Implementing Letter for 
such project, Research Collaborator will notify the Executive Committee of EBI in writing, which notice 
will provide a revised budget for completion of the work. The EBI approved budget (for which funding 
is provided by BP) will not include any cost in excess of the amount set forth in the Implementing 
Letter, and Research Collaborator will not be obligated to continue the work or incur costs in excess of 
the amount set forth in the Implementing Letter until the budget revisions are approved in accordance 
with the terms of the Master Agreement. 

4. PROJECT MANAGEMENT 

4.1 Principal Investigators.  The work under a given Approved Research Project will be 
under the direction of the Principal Investigator named in the Implementing Letter corresponding to the 
Approved Research Project. If it becomes necessary to substitute the named Principal Investigator under 
an Approved Research Project then prompt written notification of the proposed change will be provided 
to the Executive Committee and the Governing Board and a determination shall be made pursuant to the 
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terms of the Master Agreement whether to continue or terminate the Approved Research Project under 
the new Principal Investigator. 

4.2 Management Contacts.  The contact for technical matters relating to the work performed 
on an Approved Research Project is the Principal Investigator named in the Implementing Letter 
corresponding to that Approved Research Project. 

Berkeley’s contact for administrative matters relating to the work performed hereunder is: 

Director  
Industry Alliances Office 
University of California 
2150 Shattuck Avenue, Suite 950 
Berkeley, California 94704-6701 

with a copy to: 

EBI Director 
[address, contact information to be added] 

4.3 Communication with Investigators.  BP's representatives may confer with Principal 
Investigators, and any other participant working on Approved Research Projects, and may act as a 
member of the research team, subject to Section 8.8.  However, BP's representatives shall have no 
authority to supervise, direct or control the work performed in connection with any Approved Research 
Project and the Parties acknowledge that all such authorities reside with Berkeley and the other Research 
Collaborators.  

5. CONFIDENTIALITY 

The Parties contemplate that the majority of the work under Approved Research Projects may be 
carried out without disclosing or exchanging Confidential Information.  However, should it become 
necessary to disclose or exchange Confidential Information, such disclosure(s) will be subject to the 
form of Confidential Disclosure and Non Use Agreement set forth in Exhibit 6 which in the case of 
Research Collaborators is to be further acknowledged by the Research Collaborator employee to be 
charged with duties under such Agreement, either directly or by the supervision of others. 

6.  PUBLICATION 

Subject to the provisions of Section 5 and this Section 6, the Research Collaborators will have 
the right to copyright, publish, disclose, disseminate, and use, in whole and in part, any data or 
information received or developed under this Agreement. Research Collaborators will provide to BP 
copies of any proposed first publication, enabling public presentation, or other release or disclosure of 
such data or information to any third party that would be deemed a publication under 35 U.S.C. 102(b) 
at least thirty (30) days prior to submission, release or disclosure of such data or information for BP's 
review, comment, and identification of any BP Confidential Information which may have been included, 
and which BP wishes to have deleted. During the initial thirty (30) day review period, BP may also 
identify Inventions for which it wishes a Research Collaborator to file a patent application. In such case, 
the Research Collaborator(s) will delay publication or any other release or disclosure of such data or 
information up to an additional sixty (60) days in order to file such patent application. The actual period 
of delay within the additional sixty (60) day period will be determined by the Research Collaborator(s) 
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act of filing a patent application, and the Research Collaborator(s) interest during this period is to 
minimize publication delay. BP expeditiously shall complete its review within the Initial Review Period, 
shall endeavor to respect the Research Collaborators' principles of academic freedom, and shall 
endeavor to complete an urgent review if publication may be imminent (such as expedited review by a 
journal, or acceptance of an abstract that will be published on-line). 

7. REPORTING REQUIREMENTS 

Berkeley shall submit an annual status report to BP on or about October 1 of each calendar year, 
or such other time as agreed by the Governance Board, encompassing the breadth of the Open Research, 
and including current information as to the budget, actual expenditures, scope of activities, staffing, 
facilities, patents, patent applications, publications, and other relevant topics. Berkeley will submit a 
final status report to BP within ninety (90) days after the expiration or earlier termination of this 
Agreement.  

8. INTELLECTUAL PROPERTY RIGHTS 

8.1 Inventions and Copyright.  Inventorship and authorship will be determined according to 
U.S. patent and copyright law. 

8.2 Ownership.  Ownership will be determined as follows: 

8.2.1 Research Collaborator Inventions will be owned solely by the Research 
Collaborator whose employees or contractors are Inventors to the extent their policies and implementing 
procedures and contracts applicable to employees, students and other visitors on campus or laboratory so 
provide. 

8.2.2 BP Inventions will be owned solely by BP.   

Inventions by employees, agents, or consultants of BP or BP Affiliates, whose sole contact with 
a Research Collaborator facility, equipment or personnel is reduction to practice under an Approved 
Research Project will be treated as if they were BP Inventions;  provided however, that when such 
reduction to practice occurs using LBNL facilities, equipment, or work in collaboration with LBNL 
Employees, BP will report such inventions to Berkeley within six (6) months after first actual reduction 
to practice, so that Berkeley may meet its obligation to report such inventions to the DOE through 
LBNL, together with an election to retain BP’s rights in the invention, for DOE reporting. The Research 
Collaborators shall hold all such disclosures of BP inventions confidential and restrict their use subject 
to Research Collaborators’ rights pursuant to Section 6.  In consideration of the collaborative nature of 
the EBI, BP agrees not to assert its intellectual property rights under the inventions described in this 
paragraph against any Research Collaborators’ teaching and research activities at Research 
Collaborators institutions.  

Notwithstanding the above, pertaining to a non-assertion right, the rights to inventions developed 
using facilities or equipment subject to user agreements are governed by the terms of such user 
agreements, which may vary based on the equipment or facility. 

8.2.3 Joint Inventions will be jointly owned by BP and each of the Research 
Collaborators whose employees are Inventors. 
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8.2.4 In consideration of the collaborative nature of the EBI, and the fact that the EBI 
has been established in public facilities, Inventions conceived and Works created solely by employees, 
agents or consultants of BP in any Research Collaborator facilities outside of the Proprietary Component 
of EBI under an Approved Research Project will be jointly owned by BP and by the Research 
Collaborator(s) as specified in the following paragraphs: 

(a)  BP and Berkeley, in the case of (i) Inventions that are conceived solely 
by the employees, agents or consultants of BP or of BP Affiliates at Berkeley’s facilities not under a 
lease agreement where BP is lessee; and (ii) Works that are created solely by the employees, agents or 
consultants of BP or of BP Affiliates at Berkeley’s facilities not under a lease agreement where BP is 
lessee. 

(b) BP and Illinois, in the case of (i) Inventions that are conceived solely by 
the employees, agents or consultants of BP or of BP Affiliates at Illinois’ facilities not under a lease 
agreement where BP is lessee; and (ii) Works that are created solely by the employees, agents or 
consultants of BP or of BP Affiliates at Illinois facilities not under a lease agreement where BP is lessee. 

(c)  BP and LBNL, or in the alternative, the U.S. Government if BP and 
LBNL choose not to exercise their rights to such an Invention or Works when:  

(i.) Inventions are conceived solely by employees, agents or consultants of 
BP or BP Affiliates (1) in LBNL facilities not under a user agreement or lease agreement where BP is a 
lessee, (2) with the use of LBNL equipment, or (3) in the course of carrying out an Approved Research 
Project  with an LBNL Employee;  

(ii) Works are created solely by the employees, agents or consultants of BP 
or BP Affiliates (1) in LBNL facilities not under a user agreement or lease agreement where BP is a 
lessee, (2) with the use of LBNL equipment, or (3) in the course of carrying out an Approved Research 
Project with an LBNL Employee;  

(iii) If the U.S. Government chooses to file or further pursue a patent 
application or maintain a patent on an invention in subparagraph (i) above after BP and LBNL choose 
not to file, pursue, or maintain such rights, then Berkeley will, via Subaward, require LBNL to seek 
from DOE similar rights for the BP Group in such inventions as are available to LBNL under the DOE 
operating contract for LBNL summarized in Exhibit 4. 

 

(d)          BP and two or more Research Collaborators when:   

(i) Inventions are conceived solely by the employees, agents or consultants 
of BP or BP Affiliates (1) in Berkeley facilities that are not leased to BP or with Berkeley equipment, 
and (2) in Illinois facilities that are not leased to BP or with Illinois equipment (BP, Berkeley and 
Illinois joint title);   

(ii) Inventions are conceived solely by the employees, agents or consultants 
of BP or BP Affiliates (1) in LBNL facilities that are not leased to BP or with LBNL equipment or in the 
course of collaborative research with an LBNL employee, and (2) in Illinois facilities that are not leased 
to BP or with Illinois equipment (BP, LBNL and Illinois joint title);  
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(iii) Inventions are conceived solely by the employees, agents or consultants 
of BP or BP Affiliates (1) in Berkeley facilities that are not leased to BP or with Berkeley equipment, 
and (2) in LBNL facilities that are not leased to BP or with LBNL equipment or in the course of 
collaborative research with an LBNL employee (BP, Berkeley and LBNL joint title); 

(iv) Inventions are conceived solely by the employees, agents or consultants 
of BP or BP Affiliates (1) in Berkeley facilities that are not leased to BP or with Berkeley equipment, (2) 
in Illinois facilities that are not leased to BP or with Illinois equipment; and (3) in LBNL facilities that 
are not leased to BP or with LBNL equipment or in the course of collaborative research with an LBNL 
employee (BP, Berkeley, Illinois and LBNL joint title) 

(v) Works that are first created solely by the employees, agents or 
consultants of BP or BP Affiliates (1) in Berkeley facilities that are not leased to BP or with Berkeley 
equipment, and (2) in Illinois facilities that are not leased to BP or with Illinois equipment (BP, Berkeley 
and Illinois joint title);   

(vi) Works that are first created solely by the employees, agents or 
consultants of BP or BP Affiliates (1) in LBNL facilities that are not leased to BP or with LBNL 
equipment or in the course of collaborative research with an LBNL employee, and (2) in Illinois 
facilities that are not leased to BP or with Illinois equipment (BP, LBNL and Illinois joint title);  

(vii) Works that are first created solely by the employees, agents or 
consultants of BP or BP Affiliates (1) in Berkeley facilities that are not leased to BP or with Berkeley 
equipment, and (2) in LBNL facilities that are not leased to BP or with LBNL equipment or in the 
course of collaborative research with an LBNL employee (BP, Berkeley and LBNL joint title); and 

(viii) Works that are first created solely by the employees, agents or 
consultants of BP or BP Affiliates (1) in Berkeley facilities that are not leased to BP or with Berkeley 
equipment, (2) in Illinois facilities that are not leased to BP or with Illinois equipment; and (3) in LBNL 
facilities that are not leased to BP or with LBNL equipment or in the course of collaborative research 
with an LBNL employee (BP, Berkeley, Illinois and LBNL joint title); 

8.2.5 If work is performed using LBNL facilities, LBNL equipment, or LBNL Employees, it is 
understood that:  

(a)  in the absence of one or more modifications of government rights, for an 
Approved Research Project conducted using such LBNL facilities, LBNL equipment, or LBNL 
Employees, Inventions conceived or first actually reduced to practice by the employees, agents or 
consultants of BP or of BP Affiliates under an Approved Research Project may have certain government 
rights attached, including march-in rights (35 U.S.C. § 203); a royalty free, irrevocable license by or for 
the government (35 U.S.C. § 202(c)(4)); and a preference for U.S. industries (35 U.S.C. § 204), 
including, for BP’s exclusive licensees, a substantial U.S. manufacture requirement. These requirements 
are set forth in summary in Exhibit 4 to this Agreement.  No rights or licenses, express or implied, will 
be granted to the U.S. Government under any intellectual property owned or controlled by BP or any BP 
Affiliate other than those specific Inventions conceived or first actually reduced to practice under such 
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funded Approved Research Project using LBNL facilities, LBNL equipment, or LBNL Employees 
except as provided in user agreements. 

(b)  if a modification of rights is received from DOE for an Approved 
Research Project conducted using such LBNL facilities, equipment, or employees, then Inventions 
conceived or first actually reduced to practice by the employees, agents or consultants of BP or of BP 
Affiliates under an Approved Research Project will not have one or more of the following government 
rights attached:  march-in rights (35 U.S.C. § 203); a royalty free, irrevocable license by or for the 
government (35 U.S.C. § 202(c)(4)); and a preference for U.S. industries (35 U.S.C. § 204), including, 
for BP’s exclusive licensees, a substantial U.S. manufacture requirement. 

(c)  It is understood that until the DOE waives 35 U.S.C 204 requirements, 
Research Project Proposals submitted by, and/or naming an LBNL Employee as a funded researcher, 
and/or those that propose the use of LBNL facilities or equipment, will not be submitted by the 
Executive Committee for approval pursuant to Section 5.5.2(e) of the Master Agreement.  Berkeley is 
not liable for any actions, or any failure to act, of DOE including, without limitation, the failure to grant 
any requested modification of rights. 

(d) As of the date of this agreement as shown by the instruments in Exhibit 3, 
DOE has granted greater rights to BP for the LBNL-related inventions to the extent provided in such 
instruments by waiving the substantial domestic manufacture requirement, which subsumes application 
of U.S. competitiveness criteria as well, in view of the advantages to the US economy provided by BP 
herein including in Exhibit 3.        

 
(e) If the U.S. Government chooses to file or further pursue a patent application or 

maintain a patent on an Invention where LBNL employees are inventors after BP and LBNL choose not 
to file, pursue, or maintain such rights, then Berkeley will, via Subaward, require LBNL to seek from 
DOE similar rights for BP in such inventions as are available to LBNL under the DOE operating 
contract for LBNL summarized in Exhibit 4. 

 
8.2.6 From time-to-time, BP may request reasonable access to a Research Collaborator’s 

equipment or facilities in the Open Component for Proprietary Component Research. Research 
Collaborator will use reasonable efforts to provide access to BP, pursuant to an appropriate agreement.  
If the Research Collaborator has provided access to the requested equipment or facilities, to other for-
profit entities under a standard contract (such as a “user agreement,” an example of which is provided as 
Exhibit 5 to this Agreement) governing use of the given equipment or facilities, it shall provide access to 
BP on the same standard generally applicable terms extended to other for-profit entities.  

8.3 BP Nonexclusive License.   

8.3.1 In consideration of the collaborative nature of EBI, the Research Collaborator(s) will 
grant to the BP a nonexclusive, royalty-free, non-sublicenseable except to other members of the BP 
Group license under patent rights to make, have made, use, have used, sell, offer for sale, and import, 
Inventions covered by the patent rights to Research Collaborator Inventions and Research Collaborator 
Joint Inventions for the Field, on the terms and conditions contained in a form of nonexclusive license 
agreement as mutually agreed by the Parties. 

8.3.2 For the avoidance of doubt, subject to Section 8.4, Research Collaborators retain the right 
to grant additional nonexclusive licenses to third parties in the Field and to grant exclusive licenses in 
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the Field subject only to BP’s nonexclusive license.  In addition, Research Collaborators retain the right 
to grant either nonexclusive or exclusive licenses outside of the Field, to any third parties. 

8.4 BP Enhanced Rights.  In consideration of BP’s support of EBI, BP shall have a time-
limited, first right to negotiate for enhanced rights under a Research Collaborator's interest in any patent 
rights covering any Project Invention. This right will be in effect for the ninety (90) day period 
commencing with the date of receipt of a written Invention disclosure for each particular Invention.  If 
BP believes that it is not feasible for BP to make an informed evaluation and decision as to whether or 
not to exercise its rights within that ninety (90) day period and informs Research Collaborator in writing 
to this effect within the ninety (90) day period, then BP’s time to exercise its rights may be extended for 
an additional ninety (90) days.  BP expeditiously shall consider whether to exercise its rights under this 
Section and shall endeavor to respect the Research Collaborators' desire to have Inventions developed 
and commercialized so that products resulting from such Inventions may be available for public use and 
benefit. Within the ninety (90) day period, BP has the right to elect one of the following choices:   

8.4.1 Negotiation of an exclusive royalty bearing license in patent rights in a Project Invention 
within ninety (90) days after the start of such negotiation; or 

8.4.2 Negotiation of a time-limited option to an exclusive license in patent rights in a Project 
Invention within ninety (90) days after the start of such negotiation. 

8.5 Terms of License Agreements.  All licenses agreements entered into pursuant to Section 
8.4, will be on the terms and conditions in a form of license agreement as mutually agreed by the Parties, 
and, among other things, will require agreed royalties to be in accordance with Exhibit 8, reimbursement 
by BP of all costs incurred by one or more Research Collaborator(s) to prepare, file, prosecute and 
maintain the licensed or optioned rights, diligence requirements, indemnification of the Research 
Collaborators, and in the case of LBNL Inventions, indemnification of the U. S. Government for claims 
arising out of BP’s practice of Inventions licensed under Section 8.4. It is understood that the Parties 
will use good faith efforts to negotiate the exclusive license agreements.  

8.5.1 Time-limited option agreements will contain the terms and conditions in a form of option 
agreement as mutually agreed by the Parties and include the following terms and conditions: 

a) Option periods of twelve (12) months, with additional twelve (12) month renewal 
periods to be granted, provided that BP submits upon the Research Collaborators written request but no 
more frequently than semi-annually, progress reports describing BP’s diligence in evaluating the 
commercial potential  of the optioned rights, during each option period and during each option renewal 
period; 

b) Continued payment by BP of all patent expenses incurred during the option period as 
contemplated under this Section 8.5; 

c) The right of BP to exercise or terminate the option at any time during the option 
period; 

d) Conversion of the option to an exclusive license prior to the earlier of a) six (6) months 
after receipt by BP of a written Notice of Allowance for any pending U.S. patent application included 
under such option or b) before any commercial use of the technology covered under such patent 
application is initiated; and 
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e) In the event that the option to convert to an exclusive license is not exercised under 
Section 8.5 (d), the BP Group shall retain its nonexclusive license set forth in Section 8.3   

8.5.2 License and option agreements granted pursuant to Sections 8.3 and 8.4, to inventions 
made by an LBNL employee or contractor at any location, or that are made using LBNL facilities or 
equipment, will also be subject to the terms and conditions described in summary in Exhibit 4.  A 
modification of rights has been received from DOE (Exhibit 3), and such license or option agreements 
will not be subject to having government rights attached under 35 U.S.C. § 204:  a preference for U.S. 
industries, including, for BP's exclusive licensees, a substantial U.S. manufacture requirement; or U.S. 
competitiveness. If additional waivers are received from the DOE, then such additional rights will be 
passed along in the license agreement. Berkeley is not liable for any actions, or the failure to act, of 
DOE including, without limitation, the failure to grant any modification of rights requests and subject to 
modifications of BP’s rights agreed to by DOE. 

8.5.3 BP will not be required to pay additional royalties for multiple substantially similar 
Project Inventions. The Parties shall mutually agree, in good faith, as to whether two or more Inventions 
are substantially similar Project Inventions. Consideration for determining whether two or more Project 
Inventions are substantially similar will be given to (i) whether the claims in respect of such multiple 
Project Inventions cover substantially overlapping genus or cover genus and species of substantially the 
same scope and of substantially the same process, machine, manufacture, or composition of matter, (ii) 
whether, with respect to multiple Project Inventions, (1) at least one inventor is in common, and (2) 
priority dates are within two (2) months of each other; and/or (iii) whether the Project Inventions at issue 
are the subject of multiple patent application filings on overlapping subject matter and over a short 
period of time for substantially the same process, machine, manufacture or composition of matter.  BP 
will notify Berkeley if BP considers such criteria to be met. The Parties may retain a patent counsel 
uninvolved in the cases at issue to make these determinations if agreement is not reached by direct 
discussion. 

8.6 Disclosure.  

8.6.1 Disclosures from the Research Collaborators to BP.  The Research Collaborators shall 
promptly disclose to BP any Project Invention. Research Collaborator Joint Inventions may be disclosed 
to BP by only one of the Research Collaborators pursuant to the inter-institutional agreement described 
in Section 8.7 of this Research Agreement.  BP shall hold all Project Invention disclosures received from 
a Research Collaborator, confidential, and restrict their use pursuant to the terms of Exhibit 6, the “EBI 
Confidential Disclosure and Non-Use Agreement", which shall be binding on the Parties upon execution 
of this Research Agreement, with respect to obligations in Sections 8.6.1 and 8.6.3.  BP shall advise the 
disclosing Research Collaborator in writing within ninety (90) days after disclosure to BP whether or not 
it wishes to obtain enhanced rights in accordance with the terms of Section 8.4, above. 

8.6.2 Disclosures to the Research Collaborators from BP.  BP shall promptly disclose any Joint 
Invention, and any Invention jointly owned pursuant to Section 8.2.4, to the Research Collaborators.  In 
cases where such disclosure will be made and where (i) an LBNL Inventor is included in the 
inventorship entity, and/or is a collaborator in the Approved Research Project, and/or (ii) LBNL 
facilities have been used that are not leased to BP, other than those accessed under a user agreement, 
and/or (iii) LBNL equipment is used, other than equipment accessed under a user agreement, the 
disclosures will be made no later than six (6) months after the conception date to permit LBNL to meet 
its disclosure obligation to DOE. The Research Collaborators shall hold all such disclosures received 
from BP as confidential, and restrict their use, but only to the extent Section 6 requires them to do so in 



 

 10   

view of their rights to publish as a co-Inventor or as a participant in the Approved Research Project in 
which the Joint Invention was made. 

8.6.3 BP Inventions.  BP Inventions, to the extent disclosed, will be subject to obligations of 
confidentiality and restricted use pursuant to the terms of Exhibit 6, the “EBI Confidential Disclosure 
and Non-Use Agreement.”  

8.7 Management of jointly owned intellectual property.  All ownership rights to Joint 
Inventions (and to Joint Project Software) will be determined in accordance with Sections 8.1, 8.2, and 
8.9 of this Research Agreement.  Each Joint Invention will be fully disclosed in writing and in 
confidence to the other owner or owners.    The selection and mode of protection for Joint Inventions 
will be mutually agreed by the joint owners.  If patent protection is elected, the owners generally will 
retain outside counsel to file and prosecute any patent application as follows: 

(a) the applicable owners will agree as to the scope of the Invention and the 
filing strategy; 

(b) outside counsel will work under the direction of the in-house counsel and 
technology transfer personnel of the applicable owners; 

(c) the applicable owners will agree regarding country selection, filing and 
prosecution of foreign counterparts; 

(d) BP will pay the out-of-pocket expenses of patent prosecution, including 
interferences, oppositions, reissues, reexaminations, renewals, annuities, and maintenance fees for the 
patents or patent applications. 

If the Research Collaborator joint owner(s) elect(s) not to file on any Joint Invention, the 
owner(s) will be notified promptly, and BP may, at its option and expense, file thereon, provided that 
any issuing patent will be jointly owned.  In the case of Research Collaborator Joint Inventions, the 
Research Collaborator owners will enter into inter-institutional agreements describing at a minimum, 
which owner will take the lead on behalf of the owners on licensing the Inventions, patent prosecution, 
reporting, and patent costs.  Each Party's interest in a Joint Invention, or in a jointly held Work, or in a 
Research Collaborator Joint Invention will be disposed of without any duty to account to the other Party 
unless otherwise provided for in this Research Agreement or an inter-institutional agreement. 

8.8 BP Use of Research Collaborator Facilities Outside of the Proprietary Component.  BP’s 
interest in Inventions conceived or reduced to practice by the employees, agents, consultants or 
contractors of BP and of BP Affiliates in the facilities of a Research Collaborator outside of the 
Proprietary Component, outside of an Approved Research Project and also outside any applicable user 
agreement may be solely owned by such Research Collaborator, pursuant to such Research 
Collaborator's policies, the facts and circumstances of each such Invention, and such Research 
Collaborator’s contractual obligations if any, such as under the LBNL operating contract described in 
Exhibit 4.  

8.8.1 All BP Visitors utilizing Berkeley facilities outside of the Proprietary Component will be 
required to sign the “Visiting Industrial Fellow Agreement Governing BP Visitors to the Open 
Component of the EBI”, the form of which is attached as Exhibit 7 to this Agreement.  The Visiting BP 
Fellow Agreement is a modification of the standard Berkeley patent acknowledgement form and refers 
to this Research Agreement (and others that may be in force between the Parties) as the contract in 
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which ownership of Inventions and Works is described.  For the avoidance of doubt, Inventions made by 
the employees, agents, consultants and contractors of BP and of BP Affiliates in Berkeley facilities 
outside of the scope of work of an Approved Research Project are subject to Berkeley’s standard patent 
policy unless subject to a specifically agreed facilities or services contract for conducting certain 
Proprietary Component work in the Open Component as set forth in Section 8.2.6. 

8.8.2 All BP Visitors utilizing LBNL facilities outside of the Proprietary Component will be 
required to sign LBNL’s Intellectual Property Acknowledgment.   

8.8.3 All BP Visitors utilizing Illinois’ facilities outside of the Proprietary Component will be 
required to sign Illinois’ Visiting Scientist Agreement.   

8.9 Copyrights.  Authorship of Works first created in performance of this Research 
Agreement shall be determined according to US copyright law. A Research Collaborator’s interest in 
Works of Research Collaborator’s employees will be subject to disposition under such Research 
Collaborator’s policies.   Subject to the other terms and conditions of this Agreement, the BP Group 
shall have the nonexclusive royalty-free right to use, reproduce, distribute, display, perform and prepare 
derivative works of the copyrightable Research Deliverables from Research Collaborator Approved 
Research Projects, upon receipt, other than software.  The Research Collaborators shall promptly 
disclose Project Software in writing to BP.  Such Research Collaborator Project Software disclosures 
may be disclosed to BP by only one of the Research Collaborators pursuant to the inter-institutional 
agreement described in Section 8.7 of this Research Agreement. Before Research Collaborators file any 
copyright applications for jointly owned Works including Joint Project Software, Research 
Collaborators will notify BP of such intent and agree to reasonably cooperate with BP to ensure that the 
jointly owned Works are filed in the name of the correct authors. The Research Collaborator(s) will 
grant to the BP Group, (and in the case of research performed by an LBNL employee or research 
performed in an LBNL facility or with the use of LBNL equipment, subject to the government’s right to 
use all rights in software, copyrights and data) a nonexclusive, royalty-free license under copyright to 
use, reproduce, distribute, display, perform and prepare derivative works of Project Software developed 
by Research Collaborators’ employees under an Approved Research Project for use in the Field subject 
to the terms and conditions contained in the Research Collaborators’ standard form of nonexclusive 
license agreement.  BP be shall be given a ninety (90) day first right to negotiate an exclusive, royalty 
bearing license in such Research Collaborator Project Software under copyrights commencing upon the 
date of receipt by BP of the Project Software in question, (a) in the Field, and (b) on the terms and 
conditions in the form exclusive license agreement mutually agreed by the Parties, to the extent such a 
license does not interfere with publication of research results or conflict with existing Research 
Collaborator obligations, including restrictions on copyright assertion or licensing in the LBNL 
operating contract (see Exhibit 4).  The Parties shall use good faith efforts to negotiate the exclusive, 
royalty bearing license agreement. It is understood that if BP enters into an exclusive license in respect 
of Project Software, Research Collaborators’ retained rights to use, reproduce, distribute, perform, 
display and prepare derivative works within the Field shall be limited to the research and education 
purposes within each of the applicable Research Collaborators and other academic institutions and not-
for-profit institutions. Software licenses will include a commercial diligence requirement. Works created 
solely by employees of BP in the Proprietary Component of the EBI will belong to BP and will be 
disposed of in accordance with BP's policies.  Practice under copyright to BP Works for use in the Open 
Component, for teaching at Research Collaborator institutions, or making other disclosures or 
publications, will require express written approval prior to such practice.  Each Party's interest in jointly 
held Works may be registered as described above and can be reproduced, distributed, displayed, 
performed and derivatives may be made by each Party without any duty to account to the other Party.   
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Each Party will promptly disclose to the other, in writing, Works in software from the Open Component 
that appear to have commercial potential.  

8.10 Rights in Use of Research Deliverables.  Subject to other terms and conditions in this 
Agreement, including rights in patents and copyrights, the BP Group shall have the nonexclusive right to 
use Research Deliverables for all purposes and applications in the Field. 

8.11  Diligence in Nonexclusive Licenses.  Berkeley may, from time to time, but no more 
frequently than once in a six (6) month period, solicit a report from BP that sets forth BP's activities 
relating to commercialization of Research Collaborator Inventions licensed under Section 8.3 and Works 
licensed nonexclusively under Section 8.9.  Berkeley acknowledges and agrees that any report provided 
by BP that sets out information, in reasonable detail, that indicates that the subject commercialization: 

(a) Is economically unfeasible as of the date of the report; 

(b) Is technically unfeasible as of the date of the report; or 

(c)  Relies on the availability of materials, equipment, technology, markets, 
regulations or laws, infrastructure or political environment(s) that are not sufficiently available to 
support commercialization shall be made in BP's sole opinion, and will be in full satisfaction of, and 
discharge any obligations of BP under this Section 8.11.  It is further understood that all reports 
provided by BP under this Section 8.11, including the existence of any particular report, shall be 
considered to be BP Confidential Information as set forth in Exhibit 6, subject to an obligation of 
confidentiality of 10 years.    

8.12 Background Inventions and Works.   

8.12.1  When BP exercises its license rights to a Project Invention or to Project Software, under 
Section 8.3, 8.4 or 8.9, if BP determines that rights to Background Inventions of Inventors who have 
received research funding for an Approved Research Project are necessary in order to practice such 
licensed rights or to practice a Research Deliverable then rights to certain Background Inventions may 
be granted as follows.   A Research Collaborator shall grant to BP to the extent it is legally able (subject, 
for example, to its obligations to research sponsors of the Background Inventions): 

(a) A nonexclusive, royalty-free, non-sublicenseable except to other members of 
the BP Group license to its interest in patent rights in the Background Inventions that are listed by an 
Inventor or Inventors pursuant to Section 8.13 or are subsequently identified, in the field of the 
Approved Research Project, solely to the extent necessary, and solely for the purpose of allowing the BP 
Group to practice a Project Invention under license or to use Project Software under license, or to 
practice Research Deliverables when: 

 (i) at least one Inventor has received research funding under that 
certain, specific Approved Research Project that produced the Project Invention, Project Software, or 
Research Deliverables and;  

(ii) all of the Inventors have received research funding under an 
Approved Research Project.   

All Inventors described in this Section 8.12.1 (a) will have received research funding under an Approved 
Research Project and will necessarily have executed an informed participation agreement (or such other 
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similar agreement, which a Research Collaborator may utilize from time-to-time) prior to 
commencement of work under an EBI Approved Research Project, in which they will have agreed 
(among other things) to the grant of the nonexclusive, royalty-free license, described in this section.  

(b) A nonexclusive, non-sublicenseable except to other members of the BP 
Group, license, under reasonable and nondiscriminatory  (RAND) terms to its interest in patent rights in 
the Background Inventions that are listed by an Inventor or Inventors pursuant to Section 8.13 or 
subsequently identified, in the field of the Approved Research Project (but in no case will the financial 
terms of such licenses exceed payments of up to Twenty Thousand US Dollars ($20,000) per year for a 
single Background Invention or Fifty Thousand US Dollars ($50,000) per year for multiple Background 
Invention licenses, all of which are required to practice a single Project Invention or Project Software), 
solely to the extent necessary, and solely for the purpose of allowing BP and those members of the BP 
Group BP has elected to sublicense, to exercise rights to practice such licensed Project Invention or 
Project Software or use  Research Deliverables when:  

 (i) at least one Inventor has received research funding under that 
certain, specific, Approved Research Project that produced the Project Invention, or Project Software or 
Research Deliverable, and at least one Inventor has not received research funding under an Approved 
Research Project, or; 

 (ii) none of the Inventors has received research funding under that 
certain, specific, Approved Research Project that produced the Project Invention, Project Software or 
Research Deliverables, but at least one Inventor has received research funding under an Approved 
Research Project. 

In the event that any co-Inventor of a patent claiming a Background Invention described by this 
Section 8.12.1(b) has not received funding under an Approved Research Project, the Research 
Collaborator’s obligation to grant such license will be subject to the Research Collaborator having 
obtained the consent of each such co-Inventor. 

It is understood that to the extent BP enters into a first royalty bearing license under this Section and 
thereafter the applicable Background Inventions are required to practice any other Project Inventions, 
Project Software or Research Deliverables arising out of any subsequent Approved Research Project, 
there shall be no additional royalties payable in respect of any subsequent license agreements relating to 
such subsequent Approved Research Projects; provided that if the first license under this Section should 
terminate for any reason during the term of this Agreement, the royalties in respect of any subsequent 
license agreement for Background Inventions would be payable in the amount that would have been 
otherwise payable under this section. 

8.12.2 At the discretion of the Research Collaborator(s), and to the extent a Research 
Collaborator is legally able, when BP exercises its license rights under Section 8.3, 8.4, 8.9 or 8.10 to a 
Project Invention, Project Software or Research Deliverables, upon BP’s request, BP may be given the 
opportunity to negotiate a royalty bearing, exclusive license under patent rights in Background 
Inventions, such exclusive license to be negotiated in good faith and on fair and reasonable terms, 
including the payment of patent costs, and not necessarily under the terms of the form license 
agreements referred to in Section 8.5. 

8.12.3 Any license of a Research Collaborator’s interest in Background Inventions to BP is 
subject to the extent it is legally able to grant such rights at the time such license is requested by BP, and 
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to the Research Collaborator having sought the consent of all of the Inventors of the Background 
Inventions to grant such rights to the BP Group (to the extent it has delegated legal authority to do so).  
For the avoidance of doubt, a Research Collaborator will be unable to grant licenses to a Background 
Invention to the BP Group if, for example, the rights have been exclusively licensed in the Field, or if a 
Background Invention is legally obligated to a sponsor of research other than BP that precludes the 
license contemplated to BP, under a contract, or if rights are jointly owned by an entity other than a 
Research Collaborator and that entity has a contractual obligation to the Research Collaborator’s interest 
with a third party that precludes the license contemplated to BP.  Nonexclusive licenses of Background 
Inventions will not require that BP pay the patent costs for such Inventions (including maintenance 
fees), but if BP does not pay such expenses, the Research Collaborator licensor is under no obligation to 
prosecute or maintain the licensed rights and may terminate the license when the licensed rights elapse 
or expire. 

8.13 Pre-Funding Background Invention Information.    

8.13.1 When a Research Project Proposal is submitted to the Executive Committee, each 
researcher to be funded under the proposed project has an obligation to list Background Inventions that 
he/she believes BP will need rights to, in order to practice new inventions or Research Deliverables that 
a researcher believes could reasonably result from an Approved Research Project and which are 
described in the project written scope of work.   Such Background Inventions will have been created 
prior to the start of an EBI-funded project, and will consist of those for which: 

(a)  the researcher making the list is an Inventor and; 

(b)  the Invention is managed by (or has been disclosed to) a Research 
Collaborator. 

8.13.2 Each Research Collaborator (Berkeley and/or LBNL and/or Illinois as the case may be) 
that owns an Invention listed by a researcher as set forth above will use the database that it has access to, 
to attempt to determine if the listed Inventions at their campus are licensed to third parties, as of the date 
of the database search. If a given Invention on the list is managed by a different campus that is within 
the university system then additional information will be sought by the Research Collaborator.  All 
relevant hits resulting from the searches above will be disclosed to the Executive Committee. 

8.14 Disclaimer. 

8.14.1 Except as expressly provided above, nothing contained in this Research Agreement shall 
be deemed to grant either directly or by implication, estoppel, or otherwise any license under any 
patents, patent applications or other proprietary interests of any other Invention, discovery or 
improvement or work of either Party. 

8.14.2 Nothing contained in this Research Agreement will require Research Collaborators to file 
for the patent protection of any Invention or to register any Work before BP specifically requests that a 
Research Collaborator attempt to make such a filing or registration and BP agrees to pay for filing or 
registration requested by BP.   

8.14.3 All license and option agreements granted to BP by the Research Collaborators will be 
subject to the Research Collaborators' reserved rights to practice the licensed rights on their own behalf 
for their own research and educational uses and to allow others in the nonprofit sector to practice the 
licensed rights for the same purposes. 
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9.  TITLE TO EQUIPMENT 

If Berkeley or other Research Collaborator purchases equipment or other personal property as 
part of an Approved Research Project budget, title to such equipment or personal property will vest with 
Berkeley or such other Research Collaborator making the purchase upon acquisition.  

10. RECORD RETENTION 

Berkeley shall, and Berkeley shall enter into appropriate Subawards that require Research 
Collaborators, respectively, to, keep records relating to all experiments, inventions and discoveries 
created or made while carrying out Approved Research Projects that are usually kept by Berkeley and 
the Research Collaborators, respectively, in the ordinary course of performing research projects; 
provided that such records will be generally sufficient to support patent applications for intellectual 
property resulting from such research.   

Such records will be maintained and retained by Berkeley for a period of three (3) years from the 
date of expiration or earlier termination of this Research Agreement and in the case of records 
supporting a patent application three (3) years from the expiration of any patent issued based on such 
patent application.  

11.  EXPORT CONTROL 

The rights and obligation of the Parties under this Agreement, shall be subject in all respects to 
United States laws and regulations as shall from time to time govern embargoes and the license and 
delivery of technology and products abroad, including International Traffic in Arms Regulation and the 
Export Administration Regulation, as they may be amended from time to time, and any other applicable 
regulations issued by the United States Department of State, Department of Commerce, and Department 
of Treasury.  Because Research Collaborators are institutions of higher education with many foreign 
persons who are students and employees, Research Collaborators intend to conduct the project as 
fundamental research under the export regulations.  If BP intends to transmit Confidential Information to 
a Research Collaborator that BP determines to be export controlled, BP must inform the Principal 
Investigator of the relevant Approved Research Project. Research Collaborators reserve the right to elect 
not to receive export controlled information.  If a Research Collaborator does choose to receive export 
controlled information, then a plan for receipt, use, and dissemination of such export controlled 
confidential information must be developed and agreed to by a business officer of a Research 
Collaborator prior to such disclosure.  A Principal Investigator or other scientific or technical contact of 
a Research Collaborator may not elect, and does not have the authority to elect to receive export 
controlled information without the approval of a business officer of that Research Collaborator. 
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12. GOVERNING LAW  

This Research Agreement will be governed and construed by the laws of the State of California 
without regard to the conflict of laws provisions thereof.  

 
 
13. MISCELLANEOUS  

13.1 Amendment. No change, modification, extension, termination, or waiver of this 
Research Agreement or any of the provisions contained herein, shall be valid unless made in writing and 
duly executed by an authorized representative of each of the Parties hereto. 

13.2 Provisions Held Invalid.  If any one or more of the provisions contained in this Research 
Agreement shall be held to be invalid, illegal or unenforceable for any reason, such invalidity, illegality 
or unenforceability shall not affect any other provision hereof and this Research Agreement shall be 
construed as if such provision had never been contained herein.  

13.3 No Third Party Beneficiaries.  Except as provided herein regarding LBNL related activity 
and resources giving rise to rights in the U.S. Government, or as provided in the Master Agreement, no 
provisions of this Research Agreement are intended or shall be construed to confer upon or give to any 
person or entity other than Berkeley and BP any rights, remedies, or other benefits under, or by reason 
of, this Research Agreement.  

13.4 Independent Contractors.  In performing their respective duties under this Research 
Agreement, each of the Parties will be operating as an independent contractor. Nothing contained herein 
will in any way constitute any association, partnership, or joint venture between the Parties hereto, or be 
construed to evidence the intention of the Parties to establish any such relationship. Neither Party will 
have the power to bind the other Party or incur obligations on the other Party's behalf without the other 
Party's prior written consent. 

13.5 Force Majeure.  The Parties shall not be responsible for any failure to perform due to the 
occurrence of any events beyond their reasonable control which render their performance impossible or 
onerous, including, but not limited to:  accidents (environmental, toxic spill, etc.); acts of God; 
biological or nuclear incidents; casualties; earthquakes; fires; floods; governmental acts, orders or 
restrictions; inability to obtain suitable and sufficient labor, transportation, fuel and materials; local, 
national, or state emergency; power failure and power outages; acts of terrorism; strike; and war. The 
failure for any reason to have sufficient funds shall not be considered a force majeure with respect to any 
payment obligation. 
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13.6 Counterparts.  This Research Agreement, including any document to be entered into or 
delivered in connection therewith, may be executed in any number of counterparts (including counterparts 
transmitted electronically or by facsimile), each of which shall be deemed to be an original, but all of 
which taken together shall be deemed to constitute one and the same instrument.   
 
 
 
IN WITNESS WHEREOF, the Parties hereto have caused this Agreement to be executed by their duly 
authorized representatives.  
 
THE REGENTS OF THE UNIVERSITY OF CALIFORNIA 
 
 
 
By:  __________________________________ 

William Tucker, Executive Director 
Office of Technology Transfer and Research Administration 
University of California Office of the President 
 
 
 

Date:  __________________________________ 
 
 
 
 
 
BP TECHNOLOGY VENTURES INC. 
 
 
 
By:  __________________________________ 

Robert A. Malone, President 
 
 
 
 

Date:  __________________________________ 
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EXHIBIT 1.  Defined Terms for Master Agreement and Sponsored Research Agreement 

 
1. “Affiliate” shall mean a company, entity or person controlling, controlled by or under common 

control with such company and for the purpose of this definition, the word “control” means right to 
exercise, directly or indirectly, fifty percent (50%) or more of the voting rights or other ownership 
interests attributable to the controlling company.  

2. “Approved Research Project” shall mean an EBI Research Project Proposal that: a) has been 
accepted for funding in the Open Component of EBI, and b) is supported by a fully-executed 
Implementing Letter. 

3. “Approved Research Project Participant” shall mean an individual who: a) has been informed 
of and consented to the terms and conditions of the Research Agreement, and b) is performing or 
has performed research under an Approved Research Project. 

4. “Background Inventions” shall mean Inventions that are owned by one or more Research 
Collaborators and that were created outside an Approved Research Project. 

5. “Berkeley” shall mean the Regents of the University of California, on behalf of, and limited to, the 
University of California, Berkeley and acting through its Industry Alliances Office at the 
University of California, Berkeley. 

6. “BP” shall mean BP Technology Ventures Inc., a Delaware corporation. 

7. “BP Affiliates” shall mean Affiliates of BP. 

8. “BP Confidential Information” shall mean Confidential Information disclosed by BP to one or 
more Research Collaborators. 

9. “BP Group” shall mean BP, its Affiliates and Qualified Ventures.  

10. “BP Invention” shall mean an Invention that is conceived and actually reduced to practice solely 
by one or more of the employees or contractors of BP or its Affiliates in the Proprietary 
Component. 

11. “BP Visitors” shall mean employees and contractors of BP and BP Affiliates who access Berkeley 
facilities other than BP’s leased space. 

12. “BP Work” shall mean a Work created solely by one or more the employees or contractors of BP 
or its Affiliates in the Proprietary Component.  

13. “Business Day” shall means any day other than a Saturday, Sunday or any day designated as a 
holiday by the US Federal Government. 

14. “Change of Control” shall mean a transaction in which BP either (a) sells, conveys or otherwise 
disposes of all or substantially all of its property or business to someone other than a BP Affiliate; 
or (b) BP or a parent company of BP merges or consolidates with any other entity other than 
another BP Affiliate or effects any other transaction or series of transactions such that stockholders 
of the ultimate parent company of  BP immediately prior thereto, in the aggregate, no longer own, 
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directly or indirectly, beneficially or legally, at least fifty percent (50%) of the outstanding voting 
securities or capital stock of the surviving entity following the closing of such merger, 
consolidation, other transaction or series of transactions. 

15. “Claims” shall mean any and all liability, loss, expense (including reasonable attorneys' fees 
awarded by a court of competent jurisdiction), or claims. 

16. “Confidential Information” shall have the meaning provided in the EBI Confidential Information 
and/or Biological Material Disclosure and Non-Use Agreement attached as Exhibit 6 to the 
Research Agreement. 

17.  “EBI” shall mean the Energy Biosciences Institute. 

18. “EBI Director” shall be as defined in the Master Agreement Section 5.1. 

19. “Effective Date” shall mean July 1, 2007. 

20. “Executive Committee” shall be as defined in the Master Agreement Section 5.5. 

21. “Field" shall mean the energy (including alternative energy) and petrochemicals industries  
including, but not limited to: 

A.  the exploration, production, refining, manufacture, storage, marketing, distribution and use of 
fossil fuels (including but not limited to coal, crude oil and natural gas) and intermediates, 
products and petrochemicals produced from fossil fuels; 

B. the growing, production, refining, manufacture, storage, marketing, distribution and use of 
feedstocks, products (including but not limited to biofuels), and intermediates  from renewable 
resources; 

C. the use of all organisms, processes, applications and methods (including, but not limited to, 
green house gas capture and/or green house gas sequestration) to grow, produce, manufacture, 
store, distribute, and use feedstocks, intermediates, products and petrochemicals from fossil 
fuels or renewable resources. 

22. “Governance Board” or “Board” shall be as defined in Article 4 of the Master Agreement. 

23. “Headquarters Building” shall be as defined in Section 2.2.1 of the Master Agreement. 

24. “Illinois” shall mean the Board of Trustees of the University of Illinois on behalf of, and limited 
to, the University of Illinois at Urbana-Champaign.  

25. “Implementing Letter” shall mean a document substantially in the form of the template attached 
to Research Agreement as Exhibit 2. 

26. “Initial Review Period” shall mean the thirty-day period in which BP will review proposed 
Research Collaborator publications or public presentations. 

27. “Invention” shall mean any potentially patentable process, machine, manufacture, composition of 
matter, ornamental design, or variety of plant. 



 

 20   

28. “Inventor” shall be defined according to U.S. patent law. 

29. “Inventorship” shall be determined according to U.S. patent law. 

30. “Joint Invention” shall mean an Invention that is conceived and actually reduced to practice 
jointly by one or more employees or contractors of one or more Research Collaborator(s) and one 
or more employees or contractors of BP in the performance of an Approved Research Project. 

31. "Joint Project Software" shall mean a software deliverable that is created jointly by one or more 
employees or contractors of one or more Research Collaborator(s) and one or more employees or 
contractors of BP in the performance of an Approved Research Project. 

32. “LBNL” shall mean the Regents of the University of California as the Management and Operating 
Contractor for the Ernest Orlando Lawrence Berkeley National Laboratory Operating Under Prime 
Contract No. DE-AC02-05CH11231 for the U.S. Department of Energy. 

33. “LBNL Employee” shall mean an employee of The Regents of the University of California who is 
paid by LBNL and when he or she is acting in performance of work under the operating contract 
between The Regents of the University of California and the U.S. Department of Energy for the 
operation of LBNL. 

34. “Master Agreement” shall mean the Master Agreement entered into by Berkeley and BP on 
November 9, 2007. 

35. “Open Component” shall mean the section of EBI in which Open Research is performed and/or, 
one or more laboratories at one of the Research Collaborators institutions that is funded by an 
Approved Research Project. 

36. “Open Component Funds” shall have the meaning as set forth in Section 3.1 of the Master 
Agreement. 

37. “Open Research” shall mean research conducted under an Approved Research Project, the results 
of which will be publishable by the Research Collaborators. 

38. “Party” or “Parties” shall mean Berkeley and/or BP. 

39. “Principal Investigator” shall mean a principal investigator named in an Implementing Letter 
corresponding to an Approved Research Project. 

40. "Project Invention" shall mean a Research Collaborator Invention, a Research Collaborator Joint 
Invention, or a Joint Invention. 

41. "Project Software" shall mean a software deliverable that is created by one or more employees or 
contractors of one or more Research Collaborator(s) in the performance of an Approved Research 
Project.  

42. “Proprietary Component” shall mean that portion of EBI research that is conducted by BP in 
Berkeley and Illinois facilities that are leased to BP for BP Affiliates private use. 
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43. “Proprietary Research” shall mean BP's confidential research conducted entirely within the 
Proprietary Component. 

44. “Qualified Venture” shall mean any corporation, limited liability company, partnership, other 
entity, or unincorporated joint venture in which BP or a BP Affiliate has either (i) at least a 20% 
equity interest, or (ii) investment exposure (equity or debt) in an amount equal to at least 50 
million dollars. 

45.  “Research Agreement” shall mean the Sponsored Research Agreement that is Appendix 2 to the 
Master Agreement entered into by Berkeley and BP on November 9, 2007. 

46. “Research Collaborator” shall mean Berkeley, LBNL, or Illinois individually.  “Research 
Collaborators” shall mean two or more Research Collaborators.  

47. “Research Collaborator Invention” shall mean an Invention that is conceived and actually 
reduced to practice solely by one or more employees of a single Research Collaborator in the 
performance of an Approved Research Project. 

48. “Research Collaborator Joint Invention” shall mean an invention that is conceived and actually 
reduced to practice solely by the employees of two or more of the Research Collaborators in the 
performance of an Approved Research Project. 

49. “Research Collaborator Works” shall mean Works created solely by one or more Research 
Collaborator employees. 

50. “Research Deliverable” shall mean research reports, summaries, and other deliverables identified 
in the Implementing Letter and any other deliverables formally provided by one or more Research 
Collaborators to BP in the performance of an Approved Research Project. 

51. “Research Project Proposal” shall mean a statement of work and its corresponding budget that is 
proposed by one of the Research Collaborators to EBI in response to EBI’s periodic call for 
research proposals. 

52. “Subaward” shall mean an agreement between Berkeley and another Research Collaborator 
setting forth the terms and conditions on which Berkeley agrees to provide Open Component 
Funds for expenditures that are included in an approved EBI annual budget. 

53. “Term” shall mean the Term of the Master Agreement, which shall be from July 1, 2007 to June 
30, 2017. 

54. “Visiting BP Fellow Agreement” shall mean Exhibit 7 to the Research Agreement, “Visiting 
Industrial Fellow Agreement Governing BP Visitors to the Open Component of the EBI.” 

55. “Works” shall mean copyrightable works first created in performance of an Approved Research 
Project.
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EXHIBIT 2.   Energy Biosciences Institute Research Project Implementing Letter 

  

This Energy Biosciences Institute (EBI) research project implementing letter (“IMPLEMENTING 
LETTER”), when signed by an authorized officer at each EBI institution that employs an EBI 
participant performing research described in the statement of work below, provides a record of the 
intended EBI research project (“RESEARCH PROJECT”), and upon execution by the parties below 
(provided that each EBI institution has informed each of its EBI participants of, and each such 
participant has consented to, the terms and conditions applicable to the RESEARCH PROJECT), the 
RESEARCH PROJECT specified herein shall be awarded as an APPROVED RESEARCH PROJECT 
and performed in accordance with the Master Agreement and the Sponsored Research Agreement 
between BP Technology Ventures Inc., and The Regents of the University of California (under which 
research is subawarded to the Board of Trustees of the University of Illinois and/or to LBNL), which 
bears an effective date of July 1, 2007 (and which is incorporated herein in its entirety).  

Principal Investigator 
(“PI”):   

 

PI employer  
 
PI Address 
 

 

PI Phone  
PI Fax  
  
Additional researcher (AR) 
 

 

AR employer  
AR Address, phone, fax 
 
 

 

 
Contract Identifier  

to be filled in by admin. (C&G) office 
EBIxxxx-xxx format (EBI4 digit year-
001, 002, etc.  First will be EBI2007-
001) 

BP Collaborator or liaison  
Name, contact info  
This form must print on one page only. 



 

 23   

 

1. RESEARCH PROJECT 
Title: 

 

 
2. Project participants: Identify each of the University’s researchers who will perform the work under 
the RESEARCH PROJECT and who have been informed of and have consented to the terms and 
conditions of the Sponsored Research Agreement. 
 
3. Attach a Statement of Work: A description of the work to be performed by each Party.   
 
4. Standards of Performance: Any applicable standards to which the work must conform.   
 
5. Location where work will be performed:  For the PI and every researcher in the RESEARCH 
PROJECT. 
  
6.  Percentage of Effort: For each researcher in the RESEARCH PROJECT:  State the percentage of 
effort to be devoted to this project out of your total academic (or LBNL) appointment. 
 
7. Duration of Project: A schedule for the performance of the research described in the Statement of 
Work. 
 
8. Attach an Itemized Budget including the specific allocation for each site, if research is to be carried 
out at multiple sites:  
 
9. Outside funding for Project: Describe any funds or equipment to be used OTHER THAN funding 
from BP through EBI or equipment outside of EBI space.   
 
10. Specified Deliverable Items (if any): Specify the timing of University's provision of written 
progress reports under the RESEARCH PROJECT.  
 
11. Outside interests or rights: List any items to be used in the RESEARCH PROJECT that are owned 
by others (such as materials received under a Material Transfer Agreement from another institution 
or software licensed from an outside owner), or equipment or resources with obligations to any third 
party. 
 
12. Statement of potential background inventions: List any patent rights that include you as an 
inventor, and that you believe may or will be necessary to practice inventions that are contemplated to 
arise in the Statement of Work should it be approved as an APPROVED RESEARCH PROJECT. 
 
13. BP Equipment Loans or Gifts (if any): Identify any equipment that is: (a) BP property on loan to 
the University (or to LBNL), or (b) to be used for this work that is to remain the property of the 
University (or LBNL).  Please describe the final disposition of any property which is provided to the 
University by BP or purchased by University with BP funding. 
 
14. Proposed BP Visitor(s) (if any), Duration of Visit: 
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Research Project Authorization:  By its signature below, each Research Collaborator involved in the 
Research Project represents that it has obtained all internal approvals necessary to carry out the 
Research Project.  Research Collaborator institutional signatures must follow Research Collaborator 
ensuring that all of its project participants have been informed of and consented to the terms and 
conditions of the Sponsored Research Agreement. 
 

  Regents of the University of California,  

Acting through its Industry Alliances Office  

at the University of California Berkeley 

 
Authorized Signature 
      
Name and Title 
 
Date 
 
Principal Investigator 
 
Regents of the University of California,  
Acting through its Sponsored Projects Office  
at the Lawrence Berkeley National Laboratory 

 
Authorized Signature 
      
Name and Title 
 
Date 
 
Principal Investigator 
 
 
The Board of Trustees of the University of Illinois 

 
Authorized Signature 
      
Name and Title 
 
Date 
 
Principal Investigator 
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By its  signature below, BP confirms that the Research Project described in this Implementing Letter is 
consistent with the Research Project approved for funding by the EBI.. 
 
BP Technology Ventures Inc. 
 
 
Authorized Signature 
      
Name and Title 
 
Date 
 
Principal Investigator 
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EXHIBIT 3.  DOE Waiver Materials 
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EXHIBIT 4.  LBNL IP Provisions 
 

Notice of Intellectual Property-Related Provisions in 
 Contract No. DE-AC02-05CH11231 between the U.S. Department of Energy and  

The Regents of the University of California for the  
Operation of Lawrence Berkeley National Laboratory 

http://labs.ucop.edu/internet/comix/contract/LBNL/lbnl_sect_word.html (see Sec. I)   
 
 

The provisions set forth below may only apply where an Approved Research Project is funded by the 
U.S. Government or an agency thereof or LBNL (absent a modification of U.S. Government rights) or 
the employees, equipment or other resources of the U.S. Government or an agency thereof or LBNL 
(absent a modification of U.S. Government rights) are used in an Approved Research Project.  These 
provisions will not apply to any activities conducted in the Open or Proprietary Components that are not 
funded by the U.S. Government or an agency thereof or for which employees, equipment or other 
resources of the U.S. Government or an agency thereof or LBNL (absent a modification of U.S. 
Government rights) are not used.  For the avoidance of doubt, the following provisions summarize the 
operating contract between the U.S. Department of Energy and LBNL, the actual provisions of Contract 
DE AC02-05CH11231 will apply, unless a modification of U.S. Government rights is received. 
 
Clause I.97 – Patent Rights 
 
Subject Invention is any invention “conceived or first actually reduced to practice in the performance of 
work under this contract…” 
All Subject Inventions must be reported. 
The University may elect to retain title in reported in such Subject Inventions.  The U.S. Government 
retains a nonexclusive license in Subject Inventions for Government use. 
DOE may ask for invention title if the University does not pursue patent protection or decides not to 
continue pursing patent protection on a filed case. 
LBNL Subcontracts to third parties have normal government clauses, such as Bayh-Dole rights in the 
subcontractor. 
Annual utilization reports on commercialization efforts of an invention must be provided to DOE. 
Substantial domestic manufacture requirement for US market if exclusive license. 
The government has certain march in rights under 37 C.F.R. Part 401.6 procedures if invention is not 
being commercialized or to meet health and safety needs.  
Bar to assignment of invention title without DOE approval. 

 
 

Clause I.92 – Technology Transfer Mission 
 
Establishes technology transfer as a mission of LBNL and thus an allowable cost. 
Sets criteria for conflict of interest procedures related to technology transfer. 
States need for widespread notice of exclusive licensing and joint research. 
States added national competitiveness criteria such as substantial domestic manufacture and added 
considerations in licensing to foreign controlled entities. 
University will assign LBNL inventions to new operating contractor, if any. 
Requires annual technology transfer reporting of activity. 
Authorizes use of CRADAs, Work for Others and User Facility Programs.  
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Clause I.91 – Rights in Data  and Copyrightable Software    
 
Government owns all technical data, including computer software, first produced in the performance of 
the operating contract. 
Government has unlimited rights in technical data and computer software specifically used in 
performance of the operating contract, with exceptions. 
DOE can have all such technical data and computer software delivered to DOE. 
University can protect “limited rights data and restricted computer software.” 
University has to ask DOE for permission to assert copyright, which may be granted for 5 years subject 
to a “by or for license” to the Government.  
LBNL Subcontracts to third parties have normal government data rights clauses.  
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EXHIBIT 5.  User Agreement Example 

Memorandum of Cooperative Agreement  
Berkeley Microfabrication Laboratory Affiliates (BMLA)  

and University of California, Berkeley  
Effective October, 2005  

  
  
_________________________is an employee/contractor of  ___________________                   
         (Microlab Member)          (BMLA Company)  
  
Microlab Member and BMLA Company understand and agree that:  
 
1.0  All users of the Berkeley Microfabrication Laboratory (Microlab) must be properly trained in 

facility procedures, safety and in equipment operation. This is accomplished through the 
Berkeley Microlab Orientation Seminar which is held monthly. While the staff and management 
of the Microlab will do everything possible to provide training to users, ultimate responsibility 
for safe use of the facility rests with the user.  Please ask questions if there is anything you do not 
understand.  

 
2.0  The Microlab Member and the BMLA Company (as shown above) understand that the Microlab 

Member’s use of the laboratory is controlled by the provisions of the University; thus, research 
for the benefit of the BMLA Company is to be undertaken only under conditions approved in 
advance by the UC Berkeley Business Contracts Office. University participation in tests and 
investigations shall be limited to activities that lead to the extension of knowledge, or to increase 
effectiveness in teaching.   

 
3.0  The Microlab Member and BMLA Company agree that the Microlab Member is not an 

employee of the University of California, that the University has no responsibility to provide 
Worker's Compensation or other Liability coverage for the member's benefit, and that the 
University will not be responsible for any costs, expenses or liabilities for illness or injuries of 
the Microlab Member. The BMLA Member and the BMLA Company agree that the member is 
acting as a representative of the BMLA Company while working at the Microlab.  The Microlab 
Member must have his/her own health and accident insurance; University will not be responsible 
for any costs, expenses or liabilities for illness or injuries of BMLA Company 
employees/contractors. The BMLA Company agrees to maintain in effect such health, Workers' 
Compensation, and accident insurance as it may carry on or for its employees/contractors.  

 
4.0  The BMLA Company further understands that membership in the BMLA allows for access of a 

maximum of six (6) persons from said member company, based on the fee structure detailed on 
the Microlab’s website:  

http://microlab.berkeley.edu/text/bmlafees.html   
  
5.0  The BMLA Company acknowledges that the Microlab is a research facility shared by graduate 

and postdoctoral students as well as industrial research scientists on an equal basis. The BMLA 
Company retains ultimate responsibility for project progress and development; the University 
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does not in any way warrant or assure a particular project result.  Furthermore, access to 
laboratory equipment and the working condition of laboratory equipment cannot be guaranteed.  

 
6.0  Ownership of rights in intellectual property resulting from research conducted by the Microlab 

Member shall be governed by the policies of the BMLA Company and agreements between the 
employee and the Company. The Microlab Member understands that he/she has no claim on 
intellectual property owned by the University. BMLA membership is not a mechanism for 
creating joint projects. Joint projects between a BMLA company and the Microlab are rare and 
require a separate agreement.  

 
7.0  The Microlab Member and the BMLA Company shall release, hold harmless and indemnify the 

University of California Berkeley, its officers, agents and employees from any and all claims, 
damages, costs (including reasonable attorney fees) and liabilities arising out of the member's 
use of the Microlab facility other than such as results from the negligence of the University, its 
officers, agents, or employees. The Microlab Member understands that he/she will be required to 
successfully complete the Microfabrication Laboratory Orientation seminar and pass the safety 
exam before entry to the facility will be permitted. The Microlab Member and the 
Company/Institution further agree that they understand the fees associated with the use of 
Microlab and the Company agrees to pay the applicable fees.  Finally, the Microlab Member and 
the BMLA Company warrant that they have fully read and agree with this Berkeley 
Microfabrication Laboratory Affiliates Agreement.  

 
  
  
  
  
BMLA Member  
 
                                                  

 

 Supervisor/Official*  
 

 Microlab Faculty Director 
 

 (Print Name)  
 

(Print Name)  
  

(Print Name)   

 
  

    

                                                   
Title  

                                                       
Title  

 

 
Title 

 
                                                  
Signature  

 
                                                       
Signature  

 
                                                         
Signature  

 
                                                 
Date  

 
                                                         
Date  
  
 
                                                         

 
 
Date  

 
*BMLA member’s supervisor or other appropriate official who is authorized to commit the BMLA 
Company to the terms of this Agreement.  
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Rev. 01 - 10/17/05  
 

 



 

 6   

EXHIBIT 6.   EBI Confidential Information and/or Biological Material Disclosure and Non-Use 
Agreement 

 

[NOTE: This Agreement governs an arrangement whereby [enter either UCB or LBNL or UIUC or BP 
as appropriate]  (“Providing Party”) discloses to [enter either UCB or LBNL or UIUC or BP as 
appropriate]  (“Receiving Party”) the Confidential Information or Biological Material as defined in the 
Agreement.] 

 

THIS AGREEMENT (“Agreement”), dated _____________2007 (“Effective Date”), is by and 
among The Regents of the University of California, a constitutional corporation under the 
Constitution of the State of California (“The Regents”), on behalf of, and limited to, (a) the University of 
California, Berkeley (“U.C. Berkeley”) or (b) the Lawrence Berkeley National Laboratory (“LBNL”); or 
The Board of Trustees of the University of Illinois, doing business on its Urbana-Champaign campus 
through the Office of Sponsored Programs and Research Administration, 1901 South First Street, Suite 
A, Champaign, IL  61820 (“UIUC”) and BP Technology Ventures Inc., a Delaware corporation 
(“BP”).  The Regents, UIUC and BP may be referred to collectively herein as “the Parties.” 

 

 

BACKGROUND 

A. The Parties to this Agreement intend to disclose to each other certain information that is 
considered to be confidential and/or proprietary to facilitate a long-term collaborative research 
relationship through the Energy Biosciences Institute (“EBI”) in the broad area of innovative energy 
research (the “Program”).   

B. The EBI is headquartered at U.C. Berkeley, is funded by BP, and has a satellite location 
at UIUC’s campus. The EBI’s activities are conducted by employees of the Parties and by such other 
persons as the Parties may, from time to time by agreement, designate.  

C. BP intends to disclose to The Regents, to UIUC, or to both, such Confidential 
Information (as defined herein) and Biological Material (as defined herein) as BP, in its sole discretion, 
deems necessary or desirable for the purposes of the Program. The Regents and UIUC each intend to 
disclose to BP such of their Confidential Information and/or Biological Material that, in their respective 
sole discretion, they each deem necessary or desirable for the purposes of the Program.  

D. The Parties intend that all disclosures of Confidential Information and Biological 
Material between BP (as one Party) and The Regents or UIUC (jointly or individually, as the case may 
be) shall be governed by the following terms and conditions. 

NOW, THEREFORE, intending to be legally bound hereby, the Parties agree as follows: 
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a. Proprietary Nature of Information.  The Party 
furnishing access to Confidential Information (as defined in Section b below) or Biological Material (as 
described in Section c below) is referred to as the “Providing Party,” and the Party receiving access to 
Confidential Information or Biological Material is referred to as the “Receiving Party.”  The Receiving 
Party acknowledges the confidential and proprietary nature of all Confidential Information or Biological 
Material and, except as expressly provided in this Agreement, shall hold and keep all Confidential 
Information or Biological Material subject to the terms and restrictions set forth in this Agreement.  The 
Parties further acknowledge that Confidential Information or Biological Material may constitute “trade 
secrets” within the meaning of the Uniform Trade Secrets Act contained in California Civil Code 
Sections 3426, et seq. 

b. Definition of Confidential Information.  As used in 
this Agreement, the term “Confidential Information” means the proprietary information of the Providing 
Party and its affiliates, that may be provided or shown to the Receiving Party by the Providing Party or 
its directors, officers, employees, agents, consultants, advisors, legal counsel, accountants or other 
representatives (collectively the “Representatives”) and which is identified as follows: 

 
The Confidential Information to be furnished consists of the following: 
 

Description of Confidential Information  Laboratory Designation Registry No 

 

Notwithstanding the foregoing, information shall be considered to be Confidential Information only if so 
designated by the Providing Party in writing at the time of disclosure, or within thirty (30) days of its 
original disclosure, whether such original disclosure is written or oral. 

 c. Definition of Biological Material.  The Biological 
Material to be furnished consists of the following: 

Description of Material  Laboratory Designation Registry No 

(such as plasmid name) 

Notwithstanding the foregoing, information shall be considered to be Biological Material only if 
so designated by the Providing Party in writing at the time of disclosure, or within thirty (30) days of its 
original disclosure, whether such original disclosure is written or oral. 

d. Provision of Confidential Information or Biological 
Material.  Upon signing of this Agreement, the Confidential Information or Biological Material will be 
forwarded to: 

Name         
 
Title         
 
Address        
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e. Confidentiality.  All Confidential Information or 

Biological Material (a) shall be kept and maintained as confidential by the Receiving Party and its 
Representatives, and (b) without limiting the foregoing, shall not be disclosed by the Receiving Party or 
its Representatives to any person or entity except as expressly permitted by and under this Agreement 
and the Sponsored Research Agreement.  In this regard, the Receiving Party may disclose Confidential 
Information or Biological Material only to those of its Representatives that have signed the 
Acknowledgement to this Agreement or have been designated to receive such information by a 
Receiving Party Representative who has signed the Acknowledgement.  The Parties shall limit access to 
Confidential Information or Biological Material to only those employees who (a) need to know such 
Confidential Information or have access to such Biological Material for the purpose of carrying out an 
EBI Research Project on behalf of the Receiving Party or representing the interests of the Receiving 
Party in connection with the operation of the EBI, and (b) are informed by the Receiving Party of the 
confidential nature of the Confidential Information or Biological Material and the terms and restrictions 
contained in this Agreement. The obligations of confidentiality and nonuse will apply for five (5) years 
from the date of designation of the Confidential Information or Biological Material as set forth above, 
provided that the Parties may agree in writing upon a longer term for which the obligations of 
confidentiality will apply to certain Confidential Information or Biological Material on a case-by-case 
basis if the Receiving Party agrees to receive such information or material. The Receiving Party shall be 
responsible for enforcing the terms of this Agreement with respect to its Representatives, Affiliates, 
agents and consultants and to take such action, legal or otherwise, as may be necessary to cause each of 
them to comply with the terms, conditions and restrictions of this Agreement. For purposes of this 
Agreement “Affiliate” shall mean a company, entity or person controlling, controlled by or under 
common control with such company and for the purpose of this definition, the word “control” means 
right to exercise, directly or indirectly, fifty percent (50%) or more of the voting rights or other 
ownership interests attributable to the controlling company. 

f. Exceptions to Confidentiality.  The foregoing 
restrictions regarding confidentiality and non-disclosure do not apply to that portion of Confidential 
Information or Biological Material that the Receiving Party demonstrates to the reasonable satisfaction 
of the Providing Party (a) has been independently developed by the Receiving Party without the use of 
any disclosed information or material; (b) was or becomes generally available to the public other than as 
a result of an unauthorized disclosure by the Receiving Party or its Representatives, or (c) was or 
becomes available to the Receiving Party on a non-confidential basis prior to its disclosure to the 
Receiving Party (but only if (i) the source of such Information or material is not bound by a 
confidentiality agreement with the Providing Party (or one of its Affiliates) or (ii) the source is not 
otherwise prohibited from transmitting the information by a contractual, legal, fiduciary or other 
obligation or (iii) the Receiving Party has neither actual knowledge nor facts reasonably sufficient to put 
the Receiving Party on notice that the source is bound by an agreement or obligation of confidentiality). 
Confidential Information or Biological Material disclosed by one Party to another shall cease to be 
Confidential Information in the event that such information or material becomes publicly available; or 
rightfully becomes available to the Receiving Party from a source other than the Providing Party. 

g. Standard of Care.  The Receiving Party agrees to 
use the same degree of care to preserve the confidentiality of Confidential Information or Biological 
Material received from the Providing Party as it employs with respect to its own confidential 
information or biological material of a similar nature but not less than a reasonable standard of care. 
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h. Third Party Disclosure.  Recognizing BP’s need to 
complete additional technical or commercial studies and to undertake conceptual engineering to rapidly 
commercialize discoveries, recognizing Research Collaborators need to collaborate with other non-for-
profit entities for research and education purposes, and for the purposes of exercising their respective 
rights under the Research Agreement, it may be necessary for a Receiving Party to provide Confidential 
Information or Biological Material obtained hereunder to a party not a signatory hereto.  Disclosures of 
Confidential Information or Biological Materials can be made for these purposes (a) by BP, provided 
such third party agrees in writing to abide by the terms of this Agreement or execute a separate 
agreement having terms at least as restrictive as set forth herein; or (b) by Research Collaborators to not-
for-profit entities, provided Research Collaborator(s) obtain BP’s prior consent, such consent not to be 
unreasonably withheld, and that such not-for-profit entities agree to abide by the terms of this 
Agreement or execute a separate agreement having terms at least as restrictive as set forth herein.  An 
executed copy of any such written agreement with the third party shall be obtained by the Receiving 
Party and delivered to the Providing Party. 

i. Return of Information.  Following the termination or 
expiration of this Agreement, at the request of the Providing Party each Receiving Party shall either a) 
promptly deliver to the Providing Party all documents or other materials constituting Confidential 
Information or Biological Material furnished by the Providing Party or its Representative to the 
Receiving Party or its Representatives, together with all copies thereof in the possession or under the 
control of the Receiving Party or its Representatives, without retaining a copy of any such material, or b) 
shall excise and destroy such Confidential Information or Biological Material without retaining a copy 
of any such material.  Upon request of the Providing Party, the Receiving Party shall confirm such 
destruction in a written notice given to the Providing Party, which shall include a list of the destroyed 
materials. 
 

j. Legal Proceedings.  Any Party may disclose 
Confidential Information or Biological Material of another Party to the extent required by law or court 
order.  The Parties acknowledge that The Regents is subject to, and required to comply with, the 
provisions of the California Public Records Act and that UIUC is subject to, and required to comply 
with, the provisions of the Illinois Freedom of Information Act.  If a Receiving Party or any of its 
Representatives is requested (including, without limitation, a request under the California Public 
Records Act or the Illinois Freedom of Information Act), becomes legally compelled (by oral questions, 
interrogatories, requests for production of information or documents, subpoena, civil or criminal 
investigative demand, or similar process) or is required by a regulatory body or governmental entity to 
make any disclosure that is prohibited by this Agreement, the Receiving Party or such Representative, as 
the case may be, shall provide the Providing Party with prompt notice of such request so that it may seek 
an appropriate protective order or other appropriate remedy.  Subject to the foregoing, the Receiving 
Party or such Representative may furnish that portion (and only that portion) of the Information that the 
Receiving Party is legally compelled or otherwise required to disclose. 

k. Term and Termination.  This Agreement is effective 
as of the Effective Date, above.  The Parties have executed research agreement number 022711 
(“Research Agreement”).  After the effective date of the Research Agreement, in the event of any 
conflict between this Agreement and the Research Agreement, the Research Agreement will take 
precedence.  No modification or alteration of this Agreement shall be effective unless made in writing 
and signed by all Parties hereto. Any Party may terminate its participation in this Agreement upon thirty 
(30) days written notice to the other Parties.   
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l. No Representations or Warranties.  Each Party shall 
retain the right to determine, in its sole discretion, which Confidential Information or Biological 
Material, if any, it is willing to make available to another Party, and neither the Providing Party nor any 
c of its Representatives makes any representation or warranty (express or implied) of any kind or nature 
concerning the completeness or accuracy of any Confidential Information or Biological Material 
supplied to the Receiving Party or its Representatives. Confidential Information and Biological Material 
covered by this Agreement is delivered “AS IS,” and ALL REPRESENTATIONS AND 
WARRANTIES, EXPRESS OR IMPLIED, INCLUDING FITNESS FOR A PARTICULAR 
PURPOSE, MERCHANTABILITY, AND NON-INFRINGEMENT, ARE HEREBY DISCLAIMED.  
Nothing in this Agreement shall be construed to establish or require the establishment of a contract or 
arrangement for research or product development between the Parties hereto or any transfer, license, or 
purchase of technology of the Parties.    

m. Provisions Applicable to Biological Material.  The 
following provisions will apply only to Biological Material: 

a) The Biological Material resulted from 
research by the Providing Party, is subject to the Providing Party’s rights in such material, and may be 
subject to third party rights, including the terms and conditions set forth in the Research Agreement.  

b) Nothing in this Agreement will restrict 
UCB’s, LBNL’s, or UIUC’s right to distribute the Biological Material originating with such institution 
and all unmodified derivatives resulting therefrom to other commercial or noncommercial entities unless 
as set forth in the Research Agreement.  

c) Providing Party [has/has not] filed a patent 
application covering inventions claiming use and/or production of the Biological Material. 

d) Receiving Party will use the Biological 
Material and all unmodified derivatives resulting therefrom only for the purposes set forth in the 
Research Agreement, including the exercise of rights granted or conveyed to the Parties thereto under 
that Research Agreement set forth in Section 8 thereof.  Nothing in this Agreement grants Receiving 
Party any rights under patents, or any rights to use any products or processes derived from or with 
Biological Material, for profit-making or commercial purposes other than as expressly provided by the 
Research Agreement.   

e) It is understood that this Agreement in no 
way alters any rights the United States Government may have. 

f) Receiving Party understands that the 
Biological Material delivered hereby is experimental in nature.  

g) Receiving Party shall not transfer the 
Biological Material (including any unmodified derivative or part thereof) to any other person or persons, 
or to any location other than Receiving Party’s laboratory, other than co-workers working under the 
Receiving Party’s direct supervision, without the express written permission of the Providing Party.   

n. Waiver.  The rights and remedies of the Parties to 
this letter agreement are cumulative and not alternative.  Neither the failure nor any delay by any Party 
in exercising any right, power, or privilege under this letter agreement shall operate as a waiver of such 
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right, power, or privilege, and no single or partial exercise of any such right, power, or privilege shall 
preclude any other or further exercise of such right, power, or privilege or the exercise of any other 
right, power, or privilege.  A waiver, which must be in writing and signed by the parties, shall be 
applicable only in the specific instance for which it is given. 

o. Governing Law.  This Agreement shall be governed 
by the substantive laws of the State of California without regard to conflicts of laws principles. 

p. Entire Agreement; Future Modifications.  This 
Agreement and the Research Agreement constitute the full and complete agreement and understanding 
between the parties hereto concerning the subject matter hereof and supersedes any prior written or oral 
agreements with regard to such subject matter.  This Agreement may be modified or waived only by a 
separate written agreement signed by the Parties hereto. 

q. Notices.  All notices, requests, demands or other 
communications required or permitted to be given under this Agreement shall be in writing and shall be 
delivered to the Party to whom notice is to be given either (i) by personal delivery (in which case such 
notice shall be deemed given upon receipt), (ii) by next business day courier service (e.g., Federal 
Express, UPS or other similar service) (in which case such notice shall be deemed given on the business 
day following the date of deposit with the courier service), or (iii) by United States mail, first class, 
postage prepaid, registered or certified, return receipt requested (in which case such notice shall be 
deemed given on the third (3rd) day following the date of deposit with the United States Postal Service), 
in any case to the addresses of the respective parties set forth below or to such other addresses as either 
Party may provide to the other from time to time in the manner set forth herein. 

If to The Regents:  

Industry Alliances Office 
University of California, Berkeley 
2150 Shattuck Avenue, Suite 950,  
Berkeley, CA 94704-6701  

With a copy to: 

Lawrence Berkeley National Laboratory 
1 Cyclotron Road, Mailstop 90-1070 
Berkeley, CA 94720-8099 

If to UIUC: 

The Board of Trustees of the University of Illinois 
352 Henry Administration Building 
506 South Wright Street 
Urbana, IL 61801 

If to BP:   

BP Technology Ventures Inc.  

4101 Winfield Road  
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Warrenville, IL 60555  

r. Counterparts.  This Agreement may be executed in 
one or more counterparts, each of which shall be deemed to be an original copy of this 
Agreement, and all of which, when taken together, shall be deemed to constitute one and the 
same Agreement. 

 

IN WITNESS WHEREOF, the Parties hereto have duly executed this Agreement. 
 
BP TECHNOLOGY VENTURES INC. 
 
By: _____________________________________ 
 
Printed Name: _______________________________ 
 
Title: ______________________________________ 
 
Date: ______________________________________ 
 
 
THE REGENTS OF THE UNIVERSITY OF CALIFORNIA 
 
By:  ____________________________________ 
 
Printed Name: ______________________________ 
 
Title: ____________________________________ 
 
Date: ______________________________________ 
 
 
THE BOARD OF TRUSTEES OF  
THE UNIVERSITY OF ILLINOIS  
 
By:  ____________________________________ 
Walter K. Knorr, Comptroller 

 University of Illinois  
 
 
Date: _____________________________________ 
 
Attest: ____________________________________ 
Michelle M. Thompson 
Secretary 
University of Illinois 
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Acknowledgement: 
 
As an individual with duties under this Agreement, I have read and understand the terms of this 
Agreement 
  
By:    ________________________________ 
 
Printed Name:  ________________________________ 
 
Title:    ________________________________ 
 
Employer:   ________________________________ 
 
Date:    ________________________________ 
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EXHIBIT  7.   Visiting Industrial Fellow Agreement Governing BP Visitors to the Open  
Component of the EBI 

 

PATENT ACKNOWLEDGMENT 
(Visitor Employed by a Third Party) 

This acknowledgment is made by me to The Regents of the University of California, a corporation, 
hereinafter called “University,” in part consideration of my appointment, and of wages and/or salary to 
be paid to me during any period of my appointment by University, if any, and/or utilization of 
University research facilities and/or my involvement in project(s) supported by the University and/or 
receipt of gift, grant, or contract research funds through the University.  

I acknowledge my obligation to promptly report and fully disclose the conception and/or reduction to 
practice of potentially patentable inventions to the U.C. Berkeley Office of Technology Licensing. Such 
inventions shall be examined by the University to determine rights and equities therein in accordance 
with the Policy. I shall promptly furnish University with complete information with respect to each.  

I acknowledge my obligation to assign to the University inventions and patents that I conceive or 
develop while employed at the University or during the course of my utilization of any University 
research facilities or any connection with my use of gift, grant, or contract research funds received 
through the University.   

This agreement is made with the understanding that I am employed by BP hereinafter called 
“Employer,” to whom I have prior obligations in regard to inventions.  Provisions in this agreement 
concerning my assignment of all rights, title and interest in inventions to the University are subordinate 
to any patent agreement I have signed with my Employer, but only to the degree that a) the University 
and my Employer have reached or reach agreement on an equitable distribution of such rights, title and 
interest therein considering the parties’ respective contributions to the making of the invention, 
including, but not limited to, the use of funds, facilities, and personnel and b) the University is able to 
perform its obligations to government and other third party supports of research as said obligations have 
been undertaken by University.   Further this subordination is limited to inventions in which I am a sole 
or joint inventor under U.S. patent law and that the subordination extends only to my interest as an 
inventor or co-inventor and not to the University’s interest through co-inventors owing an obligation of 
assignment to the University.  In those cases when, pursuant to this subordination of rights, Employer 
holds title to inventions that would otherwise be assignable to University under this agreement, 
Employer hereby grants a nonexclusive royalty-free license to University for its research and 
educational uses of such inventions.  

In addition, it is recognized that certain provisions of this Acknowledgement may be subordinate to 
provisions of a separate agreement(s) between the University and my employer for my utilization of 
University research facilities and/or my receipt of gift, grant, or contract research funds through the 
University as specified in such separate agreements(s), including, but not limited to, Sponsored Research 
Agreement number 022711 between BP Technology Ventures Inc. and the Regents of the University of 
California and any companion agreements contemplated therein. 

In the event any such invention shall be deemed by University to be patentable or protectable by an 
analogous property right, and University desires, pursuant to determination by University as to its rights 
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and equities therein, to seek patent or analogous protection thereon, I shall execute any documents and 
do all things necessary, at University's expense, to assign to University all rights, title, and interest 
therein and to assist University in securing patent or analogous protection thereon.  The scope of this 
provision is limited by California Labor Code Section 2870, to which notice is given below.   

In the event I protest the University's determination regarding any rights or interest in an invention, I 
acknowledge my obligation: (a) to proceed with any University requested assignment or assistance; (b) 
to give University notice of that protest no later than the execution date of any of the above-described 
documents or assignment; and (c) to reimburse University for all expenses and costs it encounters in its 
patent application attempts, if any such protest is subsequently sustained or agreed to and such patent or 
patent application is assigned to me by University.   

I acknowledge that I am bound to do all things necessary to enable University to perform its obligations 
to grantors of funds for research or contracting agencies as said obligations have been undertaken by 
University.  

University may relinquish to BP Technology Ventures Inc. or its designee, all or a part of its right to any 
such invention, if, in its judgment, the criteria set forth in the Policy have been met.  

I acknowledge that I am bound during any periods of employment by University or for any period 
during which I conceive or develop any invention during the course of my utilization of any University 
research facilities, or any gift, grant, or contract research funds received through the University.  

In signing this agreement, I understand that the law, of which notification is given below, applies to me, 
and that I am still required to disclose all of my inventions to the University. 

NOTICE 

This acknowledgement does not apply to an invention which qualifies under the provision of Labor 
Code Section 2870 of the State of California which provides that: 

 (a) any provision in an employment agreement which provides that an employee shall assign, or offer to 
assign, any of his or her rights in an invention to his or he employer shall not apply to an invention that 
the employee developed entirely on his or her own time without using the employer’s equipment, 
supplies, facilities, or trade secret information except for those inventions that either:  (1) Relate at the 
time of conception or reduction to practice of the invention to the employer’s business, or actual or 
demonstrably anticipated research or development of the employer; or (2) result from any work 
performed by the employee for the employer.   

(b) to the extent a provision in an employment agreement purports to require an employee to assign an 
invention otherwise excluded from being required to be assigned under subdivision (a), the provision is 
against the public policy of this state and is unenforceable. 

In any suit or action arising under this law, the burden of proof shall be on the individual claiming the 
benefits of its provisions.  

 
 
Employee/Guest Name (Please print):         
 
 



 

CHGO2\40213056.12  3 

Employee/Guest Signature:          Date:     
 
Witness Signature:          Date:     
 
 
 
Employee/Guest’s Employer (Please print):         
 
Authorized Employer Representative  (Please print):      
 
Signature of Authorized Employer Representative:        
 
Date:                   
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EXHIBIT 8.  Royalties 
 

(1) Exclusive license agreements shall contain, among other terms and conditions: An annual 
royalty not to exceed One Hundred Thousand US Dollars ($100,000) to be paid by BP per year, per 
Invention, provided that such amount may be increased due to inflation by a review of the Producer 
Price Index of “Industrial Commodities” as published by the Bureau of Labor Statistics.  The actual 
amount of such annual royalty will be based upon factors such as the strength of patent protection, the 
respective parties’ contributions to the Invention and in the development of a product to commercial 
introduction, the contribution of the Invention to the ultimate commercial product, the financial 
significance of the planned commercial activity, and other relevant industry standards; and 

(2) Payment of the annual royalty set forth in i) above will be due within thirty (30) days 
after first commercial sale or use by the BP Group of the Invention(s) in question (such as when licensed 
patent rights cover a method, or licensed copyrights are rights in software), or five (5) years after the 
effective date of such exclusive license agreements, whichever occurs first. 

(3) The Parties agree that in truly exceptional cases there could be circumstances in which 
the agreed cap on a royalty bearing exclusive license granted under this Agreement results in severely 
deficient compensation to the Research Collaborator licensor. The Parties will determine whether such 
circumstances exist, and, if so, attempt in good faith to revise the royalty term for any such license, in 
the manner described below. 

If a Research Collaborator licensor reasonably believes that (a) a licensed Invention constitutes 
breakthrough technology of a revolutionary nature, fundamental or transformational to the energy 
industry; and (b) such licensed Invention is of grossly higher commercial value to BP than contemplated 
by the Parties at the time of licensure such that the royalty cap results in severely deficient compensation 
to the licensor, then the licensor may give written notice to BP that the licensor considers that such 
conditions  have been met with respect to a particular license. The notice must include a summary in 
reasonable detail of the reasons for such belief. 

Reasonably promptly after such notice has been delivered, the licensor and BP shall enter into 
good faith discussions to ascertain by mutual agreement whether the claimed invention does in fact meet 
such criteria. 

If the Parties mutually agree that the claimed invention meets such criteria, then they shall 
proceed in good faith to negotiate an adjusted royalty for such license. Upon amendment of the license 
in question, the royalty will change prospectively, effective from the date of the notice, to the new 
mutually agreed upon terms.  Licenses may be subject to only one such adjustment during their term. 

In considering both (a) whether the conditions for adjusting the royalty clause exist; and (b) the 
substance of the adjusted royalty provision, BP and the licensor will take into account, among other 
things, (i) the commercial value of the Invention, (ii) BP and its Affiliates’ funding of the Approved 
Research Project that developed the Invention, (iii) whether BP is the first to commercialize an early 
stage Invention, (iv) that the Invention has not otherwise been commercialized, (v) the research and 
development and technology transfer costs were borne by BP, (vi) BP’s expenses and commercial risk in 
undertaking the development and funding of product markets, marketing, distribution, and (vii) other 
efforts in developing the viability, application and value of the licensed Invention.
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APPENDIX 3:  FORM OF LEASES AND OPTIONS TO LEASE 
 

FACILITY USE LEASE AGREEMENT 
 
THIS LEASE, made and entered into as of the _________ day of __________, 2007 (“Lease”), by and between BP 
Technology Ventures Inc, a Delaware corporation, having a principal place of business at 4101 Winfield Road, 
Warrenville, IL 60555 (“TENANT”) and The Regents of the University of California, a California corporation 
(“LANDLORD”).   
 

WITNESSETH: 
In consideration of the mutual benefits to be received by the parties hereunder, the parties agree to the following: 
 
1. GRANT OF LEASE.  LANDLORD hereby leases to TENANT and TENANT hereby leases from LANDLORD, upon the terms 

and conditions herein set forth, that certain real property and its appurtenances, situated in the County of Alameda, State of 
California, and described as follows: 2,598 rentable sq. ft. of office space (and initially no lab or work area) which is a portion of 
the 3rd floor at Calvin Hall (“Building”), located on the campus of the University of California Berkeley, Berkeley, CA, as 
designated in Exhibit A (“Premises”) which is attached and incorporated herein by reference. 

TENANT will also have the non-exclusive right to use, in common with others in the Building, any and all of the following areas 
which may be appurtenant to the Premises:  common entrances, lobbies, elevators, stairways and access ways, floor 
conference and kitchen areas, loading and unloading areas, ramps, drives, platforms, public restrooms, and common walkways 
and sidewalks necessary for access to the Premises.  

TENANT shall have the option (the "Expansion Option") to lease a portion of or the balance of the rentable space located on 
the 3rd floor or any other suitable available space in the Building (the "Expansion Space") at any time during the Term by giving 
LANDLORD 120 days’ prior written notice (the "Expansion Notice"). The parties acknowledge and agree that Tenant may not 
submit an Expansion Notice more frequently than once a year. The parties further agree that should Tenant exercise its 
Expansion Option as to less than the entire balance of the third floor, the configuration of the Expansion Space leased and the 
portion of the third floor not leased by Tenant shall be mutually agreed upon by the parties taking into account matters of access, 
heating, ventilating and air conditioning, window lines, and demising wall construction.  The direct and reasonable indirect costs 
resulting for the expansion of the Premises shall be paid for by Tenant.  The annual rent rate per rentable square foot for the 
laboratory and office component(s) of Expansion Space shall be the same as the annual rent rate per rentable square foot for 
the laboratory  and office component(s), respectively, of the initial Premises on the date the term for the Expansion Space 
commences, it being the intent of LANDLORD and TENANT that the rent rate per rentable square foot for the relevant 
components of Expansion Space shall always be the same as the rent rate per rentable square foot for the correlative 
components of the initial Premises.  Base Rent attributable to the Expansion Space shall be payable in monthly installments in 
accordance with the terms and conditions of the Lease. TENANT shall pay other costs for the Expansion Space on the same 
terms and conditions set forth in the Lease. The term for the Expansion Space shall be postponed until the date LANDLORD 
delivers possession of the Expansion Space to TENANT with any TENANT Improvements requested by TENANT substantially 
complete.  If TENANT exercises its Expansion Option(s), LANDLORD shall prepare an amendment (the "Expansion 
Amendment") to reflect the commencement date of the term for the Expansion Space and the changes in rent and other 
appropriate terms.  A copy of the Expansion Amendment shall be sent to TENANT within a reasonable time after LANDLORD’s 
receipt of the Expansion Notice, and TENANT shall execute and return the Expansion Amendment to LANDLORD within 15 
days thereafter, but an otherwise valid exercise of the Expansion Option shall be fully effective whether or not the Expansion 
Amendment is executed. 

2. TERM.  To have and to hold for a term of four (4) years, commencing on the later of ___________________ or whenever 
Premises is made available for TENANT occupancy ("Lease Commencement Date"), and ending on the last day of the 48th full 
calendar month thereafter (the “Termination Date”). 

a. TENANT shall have the right to extend the Term (each a “Renewal Option”) for six additional periods of one (1) year 
each commencing on the day following the Termination Date, as the same may have been previously extended, and ending on the 1st 
anniversary of the Termination Date (each a "Renewal Term").  Each such Renewal Option shall be exercised by providing 120 days’ 
prior written notice to LANDLORD. The rent per rentable square foot for the Premises during such Renewal Term shall equal the 
Base Rent rate per rentable square foot for the Premises in effect during the month of the Term immediately preceding the 
commencement of the applicable Renewal Term. TENANT shall pay other costs to LANDLORD for the Premises during each 
Renewal Term in accordance with the terms of this Lease. If TENANT is entitled to and properly exercises a Renewal Option, 
LANDLORD, at its option, shall prepare an amendment to this Lease (the "Renewal Amendment") to reflect changes in the rent, 
Term, Termination Date and other appropriate terms.  TENANT shall execute and return such Renewal Amendment to LANDLORD 
within 15 days after TENANT's receipt thereof from LANDLORD, but an otherwise valid exercise of the Renewal Option shall be 
fully effective whether or not the Renewal Amendment is executed. 
 

 b. If TENANT has executed a new lease agreement (the “Replacement Lease”) for a different space (the “Replacement 
Premises”) in another building constructed by LANDLORD on the campus of the University of California Berkeley and the other 
building and the Replacement Premises have been substantially completed and are ready for occupancy by TENANT, TENANT shall 
have the right to terminate this Lease ("Termination Option") upon delivery of written notice to LANDLORD (“Termination 
Notice”). This Lease shall be deemed terminated as of the date of termination (“Accelerated Termination Date”) specified in 
TENANT’s Termination Notice, which termination date may be effective, at Tenant’s election, upon receipt of the Termination Notice 
or at the latest 90 days following the date the Termination Notice is delivered to LANDLORD.  TENANT shall vacate the Premises 
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on or prior to the Accelerated Termination Date and deliver up the Premises to LANDLORD in accordance with the terms of this 
Lease.  TENANT shall remain liable for all obligations relating to the Premises up to and including the Accelerated Termination Date, 
including, without limitation, the payment of all rent and other sums due under this Lease up to and including the Accelerated 
Termination Date even though billings for such may occur subsequent to the Accelerated Termination Date. 

 
 c. If the Master Agreement entered into by the parties on November 9, 2007 terminates for any reason whatsoever, TENANT 

and LANDLORD shall each have the right to terminate this Lease ("EBI-Related Termination Option") upon delivery of written 
notice to the other (“EBI-Related Termination Notice”). This Lease shall be deemed terminated as of the date of termination (“EBI-
Related Accelerated Termination Date”) specified in the EBI-Related Termination Notice, which termination date, if TENANT is 
exercising the EBI-Related Termination Option, shall be no later than 365 days following the date the EBI-Related Termination 
Notice is delivered to LANDLORD, and, if LANDLORD is exercising the EBI-Related Termination Option, shall be at least 270 days 
but no later than 365 days following the date the EBI-Related Termination Notice is delivered to TENANT .  TENANT shall vacate 
the Premises on or prior to the EBI-Related Accelerated Termination Date and deliver up the Premises to LANDLORD in accordance 
with the terms of this Lease.  TENANT shall remain liable for all obligations relating to the Premises up to and including the EBI-
Related Accelerated Termination Date, including, without limitation, the payment of all rent and other sums due under this Lease up 
to and including the EBI-Related Accelerated Termination Date even though billings for such may occur subsequent to the EBI-
Related Accelerated Termination Date. 

 
3. RENT.  TENANT hereby covenants and agrees to pay to LANDLORD, in consideration for the covenants provided herein, an 

annual rental of One Hundred One Thousand Three Hundred Twenty Two and 00 /100 dollars ($101,322.00) payable in equal 
monthly installments of Eight Thousand Four Hundred Forty Three and 50/100 dollars ($8,443.50) on the first day of each 
month.  If the Lease Commencement Date is other than the first day of a calendar month, then the rent for that month will be 
prorated on a daily basis, based on the actual number of days in that month.  Rent will be increased annually on each 
anniversary date of the Commencement Date of the Lease by Five Percent (5%) of the rent payable during the preceding year.  
If the Expansion Option is exercised, rent for the laboratory space in the Expansion Space shall be $4.00/rentable square foot 
per month.  The rent payable for laboratory space shall also be increased Five Percent (5%) annually on each anniversary of 
the Commencement Date of the Lease. 

4. TENANT IMPROVEMENTS.    Prior to the Lease Commencement Date, LANDLORD shall construct TENANT improvements 
and make installations in the Premises at Landlord’s cost in accordance with plans and specifications approved by TENANT and 
LANDLORD..  

5. NOTICES and PAYMENTS.  Notices and payments to LANDLORD will be delivered or mailed to Industry Alliances Office, 2150 
Shattuck Avenue, Suite 950, University of California at Berkeley, Berkeley, CA 94704-6701, Attention: Director, with a copy to 
Real Estate Services Office, 6701 San Pablo Avenue, Suite 218, Berkeley, CA 94720-5600, Attention: Helen Levay, or at such 
place as LANDLORD may designate in writing.  Notices to TENANT will be addressed to: Premises and to: BP North America 
Inc., 4101 Winfield Road, Warrenville, IL 60555, Attention: Assistant General Counsel - Corporate.  All notices provided for 
herein will be effective only if made in writing, and either (i) personally delivered with an executed acknowledgment of receipt, (ii) 
on the date of delivery or the date of first attempted delivery, if delivery is refused or unsuccessful, if deposited in the United 
States mail, certified return receipt requested, and postage prepaid, or (iii) the date of delivery as confirmed by the overnight 
carrier, if delivered to FedEx, United Parcel Service or DHL Worldwide Express for overnight delivery, charges prepaid.  

6. USE OF PREMISES.  TENANT will use the Premises only for office, research and laboratory purposes, and for uses ancillary 
thereto.  Except as provided in this paragraph, TENANT shall, at TENANT's expense, comply promptly with all applicable 
statutes, ordinances, rules, regulations, orders, covenants and restrictions of record, and requirements in effect during the term 
or any part of the term hereof, regulating the use by TENANT of the Premises.  TENANT shall not use nor permit the use of the 
Premises in any manner that will tend to create waste or a nuisance or, if there shall be more than one tenant in the building 
containing the Premises, shall tend to disturb such other tenants.  TENANT shall comply with the restrictions and requirements 
regarding emissions; storage, use and disposal of matter attached hereto as Exhibit C. 

7. SERVICES and UTILITIES.  LANDLORD will furnish the following services and utilities at its sole cost and expense: heat and 
A/C, gas and electric, water and sewer, janitorial, and access to LANDLORD’s campus telephone network and to LANDLORD’s 
telecommunications backbone, as outlined in Exhibit D.  Furthermore, LANDLORD will establish a departmental service 
account for TENANT’S start-up expenses and services furnished to TENANT to include telephone usage, network usage, and 
the like all to be billed periodically by LANDLORD as incurred without overhead, mark-up, or surcharge, as outlined in Exhibit D.  
LANDLORD will make “visiting industrial fellow status” available to all employees of TENANT whose primary place of business 
is the Premises, so long as each such employee follows the registration procedures and pays the costs associated with such 
status. Monthly costs for telephone usage and networking will be based on traffic usage level.  Costs for various services to be 
billed through the Agency Account are outlined in Exhibit F.  Tenant shall pay a monthly fee for Tenant’s use of furniture and 
equipment purchased for Tenant’s use, equal to the actual cost of the furniture and equipment amortized over the ten (10) year 
term of the Master Agreement. 

8. INDEMNIFICATION.  TENANT will indemnify, defend and hold harmless LANDLORD, its officers, agents, and employees from 
and against any claims, damages, costs, expenses, including an amount equal to reasonable attorney's fees, or liabilities arising 
out of or in any way connected with this Lease including, without limitation claims, damages, expenses, or liabilities for loss or 
damage to any property, or for death or injury to any person or persons in proportion to and to the extent that such claims, 
damages, expenses, or liabilities arise from the negligence or willful acts or omissions of TENANT, its officers, agents, partners, 
or employees.  TENANT shall in no circumstance be responsible or liable to LANDLORD for any consequential or punitive 
damages or lost profits. 

9. TENANT’S INSURANCE  

 TENANT will, at its sole cost and expense, at all times during the term of this lease, maintain in full force a policy or policies of 
insurance, written by one or more responsible insurance carriers, which will insure TENANT against liability for injury to or death 
of persons or loss of damage to property occurring in or about the Premises.  The policy limits  under such insurance will not be 
less than One Million Dollars ($1,000,000) combined single limit for personal injury, sickness or death, or for damage or 
destruction of property for any one occurrence, with a general aggregate of not less than $5 Million Dollars ($5,000,000).  
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TENANT will annually provide LANDLORD, on the anniversary date of TENANT’S liability insurance renewal, with a certificate of 
insurance naming the LANDLORD as additional insured, but only in proportion to and to the extent of the negligent acts or 
omissions of TENANT and its agents and contractors on the Premises.  Such certificates will further make provisions for sixty 
(60) days written notice to LANDLORD of any modifications, changes or cancellations.  If the above insurance is written on a 
claims made form, it shall continue for three years following termination of this Lease.  The coverages required herein shall not 
limit the liability of TENANT.      

TENANT through TENANT’s affiliates shall have the right to self-insure under a commercially reasonable self-insurance program 
with respect to  all or a portion of the coverages required in the preceding paragraph, provided that if TENANT so elects to self-
insure, TENANT shall provide LANDLORD with the same rights and protections which it would have had TENANT maintained 
such insurance coverage.  Such self-insurance shall not affect any waivers, releases or limitations of liability of LANDLORD set 
forth in this Lease.  TENANT also agrees that, if it insures through a separate fund or entity controlled by or affiliated with 
TENANT or elects any self-insurance, such fund or entity hereby shall defend, indemnify and hold harmless LANDLORD from 
any loss or damage arising from a risk that is required to be insured against by TENANT (or its contractors, as applicable) 
pursuant to this Paragraph 9 and TENANT, on behalf of such fund or entity, hereby waives any right of subrogation that such 
fund or entity may have against LANDLORD.   

10. WAIVERS OF SUBROGATION.    Notwithstanding the provisions of Article 8, TENANT hereby waives any right of recovery 
against the LANDLORD due to loss of or damage to the property of TENANT when such loss of or damage to property arises 
out of an act of God or any of the property perils included in the classification of fire or extended perils (“all risk” as such term is 
used in the insurance industry) whether or not such perils have been insured, self-insured or non-insured. 

11. REPAIR and MAINTENANCE.  LANDLORD is responsible for all repair and maintenance of the Premises and Building, as set 
forth on Exhibit E, Summary of Repair and Maintenance Responsibilities, which by this reference is incorporated herein. 
Notwithstanding the foregoing, TENANT will pay to LANDLORD the reasonable cost of any repairs or maintenance required as 
a direct result of the negligent acts or omissions of TENANT, its agents, employees, or invitees. 

12. ALTERATIONS.  Except as otherwise set forth herein, TENANT shall not alter the Premises without the prior written consent of 
LANDLORD, which consent will not be unreasonably withheld. 

13. CONDITIONS OF PREMISES.  Except as otherwise provided in this Lease, TENANT hereby accepts the Premises in the 
condition existing as of the Lease Commencement Date.  TENANT may remove any fixtures, machinery and equipment 
installed in the Premises by TENANT upon termination of this Lease, including any Steelcase furniture systems or equipment 
purchased for TENANT’s use by LANDLORD and to be relocated to the Replacement Premises, if TENANT is not then in 
default under this Lease and if TENANT repairs any damage to the Premises caused by such removal.  Upon termination of this 
Lease, TENANT will return the Premises in the same condition as when delivered to TENANT, reasonable wear and tear, 
damage by casualty, and alterations approved by LANDLORD excepted. 

14. ASSIGNMENT and SUBLETTING.  TENANT will not assign or sublet all or any portion of the Premises without the prior written 
consent of LANDLORD, which consent will not be unreasonably withheld.  Not withstanding the above, TENANT may assign or 
sublet the Lease to any affiliate of the TENANT without LANDLORD’S consent. 

15. ENTRY BY LANDLORD.  TENANT will permit LANDLORD and LANDLORD'S agents to enter the Premises, with reasonable 
advance written notice (except in the case of emergency), provided such entry is made in a reasonable manner and does not 
unreasonably interfere with the conduct of TENANT'S business.  TENANT, at LANDLORD’S expense, may provide cardkey 
locks to one or more areas within the Premises (individually or collectively, as appropriate, the "Secured Area").  In order for 
LANDLORD to provide cleaning or janitorial service in the Secured Area, LANDLORD agrees that such services shall not be 
provided after-hours when the occupants of the Premises are typically not in the Premises, but rather during the normal 
business hours when TENANT’s employees would generally be in the Premises. TENANT will furnish LANDLORD with a limited 
number of keys to the Secured Area which LANDLORD agrees shall be used solely by janitorial and/or cleaning personnel of 
LANDLORD the identities of whom TENANT knows in advance and to whom TENANT has given prior approval. Upon the 
Termination Date or earlier termination of the Lease, TENANT shall surrender all such keys to LANDLORD.  If LANDLORD 
must gain access to a Secured Area in a non-emergency situation (other than to provide regularly scheduled janitorial and 
cleaning services), LANDLORD shall contact TENANT, and LANDLORD and TENANT shall arrange a mutually agreed upon 
time for LANDLORD to have such access.  At all times, including during the provision of cleaning and janitorial services, 
LANDLORD shall comply with all reasonable security measures pertaining to the Secured Area.  If LANDLORD determines in its 
sole discretion that an emergency in the Building or the Premises, including, without limitation, a suspected fire or flood, requires 
LANDLORD to gain access to the Secured Area, and employees of TENANT are not immediately available to provide such 
access, TENANT hereby authorizes LANDLORD to forcibly enter the Secured Area.  In such event, LANDLORD shall have no 
liability whatsoever to TENANT with respect to such entrance by LANDLORD, and TENANT shall pay all reasonable expenses 
incurred by LANDLORD in repairing or reconstructing any entrance, corridor, door or other portions of the Premises damaged 
as a result of a forcible entry by LANDLORD.   

16. DEFAULT AND REMEDIES.  The occurrence of any one or more of the following events shall constitute a material 
default and breach of this Lease by TENANT: 

 (a) The failure by TENANT to make any payment of rent or any other payment 
required to be made by TENANT hereunder, as and when due, where such failure shall continue 
for a period of thirty (30) days after written notice thereof from LANDLORD to TENANT.  In 
the event that LANDLORD serves TENANT with a Notice to Pay Rent or Quit pursuant to 
applicable Unlawful Detainer statutes such Notice to Pay Rent or Quit shall also constitute the 
notice required by this subparagraph. 
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  (b) The failure by TENANT to observe or perform any of the covenants, conditions 
or provisions of this Lease to be observed or performed by TENANT, other than described in 
paragraph (b) above, where such failure shall continue for a period of sixty (60) days after 
written notice thereof from LANDLORD to TENANT; provided, however, that if the nature 
of TENANT's default is such that more than sixty (60) days are reasonably required for its 
cure, then TENANT shall not be deemed to be in default if TENANT commenced such cure 
within said 60-day period and thereafter diligently prosecutes such cure to completion. 

 
 In the event of any such material default or breach by TENANT, LANDLORD may at any 

time thereafter, with notice and in compliance with applicable law but without limiting 
LANDLORD in the exercise of any right or remedy which LANDLORD may have by reason 
of such default or breach, exercise any remedy available under the laws of California. 

 
LANDLORD shall not be in default unless LANDLORD fails to perform obligations required 
of LANDLORD within a reasonable time, but in no event later than thirty (30) days after 
written notice by TENANT to LANDLORD and to the holder of any first mortgage or deed of 
trust covering the Premises whose name and address shall have theretofore been furnished to 
TENANT in writing, specifying wherein LANDLORD has failed to perform such obligation; 
provided, however, that if the nature of LANDLORD's obligation is such that more than thirty 
(30) days are required for performance then LANDLORD shall not be in default if 
LANDLORD commences performance within such 30-day period and thereafter diligently 
prosecutes the same to completion. In the event of any such default by LANDLORD, 
TENANT may at any time thereafter, with notice and in compliance with applicable law, 
exercise any and all remedies TENANT may have at law or in equity. 

 
 
17. SECURITY MEASURES.  TENANT hereby acknowledges that the rent payable to LANDLORD hereunder does not include the 

cost of guard service or other security measures other than the availability of LANDLORD’s Campus Police.. LANDLORD shall 
have no obligation whatsoever to provide security in excess of that provided generally on the University of California Berkeley 
campus, except for such additional services contracted for with Campus Police and paid for through the Agency Account..  
TENANT assumes all responsibility for the protection of TENANT, its agents and invitees from acts of third parties. 

18. SIGNS.  Excepting the entry door to the Premises and a Building exterior sign as to the specifications for both of which 
LANDLORD and TENANT shall mutually agree, TENANT shall not place any sign upon the Premises without LANDLORD's 
prior written consent.  LANDLORD agrees that TENANT shall receive such Building directory and Building directional signage, 
at LANDLORD’s sole cost and expense, as is standard for all tenants or occupants of the Building. 

19.  PAYMENT OF TAXES. LANDLORD specifically calls to TENANT's attention the fact that this Lease may create a possessory 
interest subject to property taxation, and TENANT may be subject to property tax levied on such interest.  TENANT alone shall 
pay such tax.  If the right is given to pay any of the taxes, assessments or other impositions which TENANT is herein obligated 
to pay either in one sum or in installments, TENANT may elect either mode of payment. 

20. PERSONAL PROPERTY TAXES. TENANT shall pay prior to delinquency all taxes assessed against and levied upon trade 
fixtures, furnishings, equipment and all other personal property of TENANT contained in the Premises or elsewhere.  TENANT 
shall cause said trade fixtures, furnishings, equipment and all other personal property to be assessed and billed separately from 
the real property of LANDLORD. 

21. DESTRUCTION.  If during any term of this Lease, the Building is so injured by fire or other casualty that the Premises, in the 
sole opinion of the LANDLORD, is rendered unfit for occupancy and cannot be repaired within thirty (30) days from the 
happening of the injury, this Lease will cease as of the date of the injury.  In such case TENANT will pay the rent apportioned to 
the time of the injury and will immediately surrender the leased Premises to the LANDLORD.  If the injury can be repaired within 
thirty (30) days, LANDLORD may enter and repair the Premises, and this Lease will not be affected, except that the rent will be 
apportioned and/or suspended while such repairs are being made.  If the Premises will be so injured by fire or other casualty so 
as not to render it unfit for occupancy, LANDLORD agrees to repair the Premises within a reasonable amount of time, in which 
case the rent will not be apportioned or suspended.  TENANT waives the provisions of any statutes which relate to termination 
of leases when leased property is destroyed and agree that such event shall be governed by the terms of this Lease. 

22. STATE LAWS.  This Lease is governed and interpreted in accordance with the laws of the State of California. 

23. SUCCESSION OF PARTIES.  This agreement will be binding upon the heirs, devisees, legatees, administrators, successors, 
beneficiaries, and assigns of the parties hereto, as the case may be. 

24. AUTHORIZATION.  Each individual signing this agreement represents that he/she is authorized to sign on behalf of their 
respective entity and that the entity is bound by the terms hereof. 
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IN WITNESS WHEREOF, LANDLORD and TENANT have caused these presents to be 
executed in the manner appropriate to each, all as of the date and year first above set forth.  
 

TENANT:       LANDLORD:  The  Regents of 

  The University of California 
BP Technology Ventures Inc, a Delaware corporation 
 

By:______________________________________________ By:____________________________________________ 

 

 

Attest:___________________________________________ Attest:_________________________________________ 
 
 
 Approved As To Form: 
 
 _______________________________________________ 

 Office of University Counsel 
 
 Approved: 
 
 _______________________________________________ 

 Chancellor 
 
 ______________________________________________ 

       Director, ______________________________ 
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EXHIBIT A 

Floor Plan and Description of Premises 
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EXHIBIT B 
PLANS AND SPECIFICATIONS 

 
INTENTIONALLY OMITTED 
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EXHIBIT C 
 

EMISSIONS; STORAGE, USE AND DISPOSAL OF MATTER 
 
Notwithstanding anything to the contrary provided in this Exhibit C, LANDLORD agrees 
that TENANT may contract with LANDLORD for LANDLORD to provide and accept 
responsibility for any or all of the following services: biohazard oversight and transfer of 
biological materials, environmental health and safety, and radiation safety. Should 
TENANT so contract with LANDLORD for any or all of such services, TENANT shall 
have no further responsibility or liability for the aspect of the handling or disposal of any 
such Hazardous Material that is properly delivered to LANDLORD for further handling 
or disposal. 
  
 
 Definitions.  For purposes of this Exhibit C, the following terms shall be defined as set 
forth herein: 
 

(a) The term "Hazardous Material" shall mean include, but shall not be limited to (i) 
any material, substance or waste which is or hereafter shall be listed, regulated or defined by 
Applicable Law or the Berkeley Regulations to be hazardous, acutely hazardous, extremely 
hazardous, radioactive toxic, or dangerous; (ii) asbestos or asbestos-containing materials; (iii) 
polychlorinated biphenyls (PCBs); (iv) radon gas; (v) laboratory wastes; (vi) experimental 
products, including genetically engineered microbes; (vii) petroleum, natural gas, or other 
petroleum product; and (viii) medical waste as defined in the Medical Waste Management Act, 
div. 20, chap. 6.1 of the California Health and Safety Code. 
  
 (b) The term "Applicable Law" shall include federal, state and local statutes, 
regulations, rules, ordinances, and all other governmental requirements.   
 
 Compliance and Response.  During the term of this Lease:  
 

 (a) TENANT shall comply in all respects with both Applicable Law and with 
the rules, regulations and policies of Landlord's Office of Environment, Health and Safety 
(“Berkeley Regulations”) so long as the Berkeley Regulations are generally applicable to 
Landlord's Berkeley Campus and Tenant has received prior written notice of the Berkeley 
Regulations, which compliance shall include, but not limited to, (i) acquisition of and 
compliance with all permits, licenses, orders, requirements, approvals, plans and authorizations 
which are or may become necessary for conduct of TENANT's operations on the Premises; (ii) 
compliance with all regulatory requirements relating to such operations or the substances and 
equipment used therein or the emissions, emanations and wastes generated thereby; and (iii) 
reporting, investigation, and remediation of, or other response to the exposure or potential 
exposure, of any person to, or the emission, discharge or other release of any Hazardous Material 
into the Premises or the environment.  
 
  (b) TENANT shall promptly respond to and remedy (by removal and proper 
disposal or such other methods as shall be reasonably required) to the satisfaction of applicable 
governmental agencies any release or discharge of any Hazardous Material connected with 
TENANT's operation or TENANT's presence on the Premises.  All such action shall be done in 
TENANT's name, and at TENANT's sole cost and expense.  For purposes of Exhibit C (b), the 
term "respond" shall include, but not be limited to, the investigation of environmental conditions, 
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the preparation of feasibility reports or remedial plans, and the performance of any cleanup, 
remediation, containment, maintenance, monitoring or restoration work.  Any such actions shall 
be performed in a good, safe, workmanlike manner and shall minimize any impact on the 
businesses or operations conducted at the Premises.  In its discretion, LANDLORD may, but 
shall not be required to, enter the Premises personally or through its agents, consultants or 
contractors and perform all or any part of the response activity or remedial action which it feels 
is reasonably necessary to comply with the terms of this Lease, and shall be reimbursed for its 
costs thereof and for any liabilities resulting therefrom. 
 

 (c) TENANT will promptly notify LANDLORD of TENANT's receipt of any 
notice, request, demand, inquiry or order, whether oral or written, from any government agency 
or any other individual or entity relating in any way to the presence or possible presence of any 
Hazardous Material on, in, under or near the Premises or the TENANT's compliance with, or 
failure to comply with, Applicable Law or the Berkeley Regulations.  Receipt of such notice 
shall not be deemed to create any obligation on the part of LANDLORD to defend or otherwise 
respond to any such notification. 
 
  (d) Promptly upon discovery thereof, TENANT will notify LANDLORD of 
the discovery of any release, discharge, or emission of any Hazardous Material or of the 
existence of any other condition or occurrence which may constitute or pose a significant 
presence or potential hazard to human health and safety or to the environment, whether or not 
such event or discovery necessitates any report to any other person or government agency. 
 
 Other Emissions.  TENANT shall not: 
 
  (a) Permit any vehicle on the Premises to emit exhaust which is in violation of 
any Applicable Law or the Berkeley Regulations; 
 
  (b) Create, or permit to be created, any sound pressure level which will 
interfere with the quiet enjoyment of any real property adjacent to the Premises, or which will 
create a nuisance or violate any Applicable Law or the Berkeley Regulations; 
 
  (c) Transmit, receive, or permit to be transmitted or received, any 
electromagnetic, microwave or other radiation which is harmful or hazardous to any person or 
property in, on or about the Premises, or anywhere else, or which interferes with the operation of 
any electrical, electronic, telephonic or other equipment wherever located, whether on the 
Premises or anywhere else; 
 
  (d) Create, or permit to be created, any ground or Building vibration that is 
discernible outside the Premises; and 
 
  (e) Produce, or permit to be produced, any intense glare, light or heat except 
within an enclosed or screened area and then only in such manner that the glare, light or heat 
shall not be discernible outside the Premises. 
 
 Indemnification.  TENANT shall pay for all costs associated with, and defend (with 
attorneys reasonably satisfactory to LANDLORD), indemnify and hold harmless LANDLORD 
from, claims, damages, expenses, encumbrances, fees, fines, penalties or costs (including, but not 
limited to, legal fees; the costs of notice to any other person; the costs of environmental or 
technical risk assessment; any cleanup or remedial costs; the costs of any monitoring, sampling 
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or analysis; and any diminution in property value or losses due to non-rentability arising out of or 
in any way connected with the presence of any Hazardous Material on the Premises or 
TENANT's alleged violation of Applicable Law or the Berkeley Regulations).  This obligation 
shall not apply, if and to the extent that (a) such claims, damages, expenses, encumbrances, fees, 
fines, penalties, or costs arose solely out of conditions existing on the Premises prior to the 
commencement of TENANT's first possession of the Premises or conditions created on the 
Premises after TENANT has quit the Premises; and (b) TENANT did not violate any Applicable 
Law or the Berkeley Regulations or act negligently with respect to, or otherwise contribute to, 
the condition or the hazard posed by the condition. 
 
 Survival.  The duties set forth in this Exhibit C shall survive the termination of this 
Lease for two (2) years. 
 
 Disposal of Other Matter. 
 
  (a) Refuse Disposal.  TENANT shall not keep any trash, garbage, waste or 
other refuse on the Premises except in sanitary containers and shall regularly and frequently 
remove and dispose of the same from the Premises.  TENANT shall keep all incinerators, 
containers or other equipment used for storage or disposal of such matter in a clean and sanitary 
condition, and shall promptly dispose of all other waste. 
 
  (b) Sewage Disposal.  TENANT shall properly dispose of all sanitary sewage 
and shall not use the sewage disposal system (i) for the disposal of anything except sanitary 
sewage, or (ii) in excess of the lesser of the amount allowed by the sewage treatment works, or 
permitted by any governmental entity.  TENANT shall keep the sewage disposal system free of 
all obstructions and in good operating condition. 
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EXHIBIT D 

SUMMARY OF BUILDING SERVICES AND UTILITIES 
 
The following is a summary of service and utility responsibilities of LANDLORD and 
TENANT:      
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Paper Supplies, dispensers and waste containers (premises & restrooms)  X   
Light bulbs & fluorescent light tubes and starters  X   
Ballasts and transformers for fluorescent lights, light switches and electrical outlets  X   
Heating and air conditioning control switches  X   
Janitorial service for interior of premises (dust, waste removal, vacuum, mop, 
cleaning) 

 X   

Janitorial service for exterior of premises and common areas  X   
Carpet, title and linoleum  X   
Gas  X   
Electric  X   
Water  X   
Window washing – interior  X   
Landscaping and gardening  X   
Drapes, blinds, window shades  X   
Kitchen appliances  X   
Refuse, rubbish & garbage disposal  X   
Pest control  X   
Other:  access to telephone network and access to Building telecom backbone  X   
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EXHIBIT E 
 

 SUMMARY OF REPAIR AND MAINTENANCE RESPONSIBILITIES 
 
The following is a summary of repairs and maintenance responsibilities of LANDLORD and TENANT: 

 
  

LANDLORD 

 
TENANT 

Not 
Applicable 

Foundations X   

Exterior & Bearing Walls X   

Roof X   

Electrical Systems X   

Lighting Systems X   

Plumbing Systems X   

Heating Systems X   

Ventilation Systems X   

Air Conditioning Systems X   

Alarm Systems X   

Plate Glass X   

Windows & Window Frames X   

Gutters, Drains, Downspouts X   

Elevators X   

Floor Slabs X   

Common Areas X   

Ceilings X   

Interior Walls X   

Interior Doors X   

Interior Surfaces & Windows X   

Appliances (including Refrigerator) & Fixtures* X   

Office Furniture* X   

Base and/or moldings X   

Other:    
*Repairs to be coordinated by Landlord and billed to Tenant through Agency Account 
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EXHIBIT F 
 

 
SUMMARY OF AGENCY ACCOUNT SERVICES AND COSTS 

 
Services Not Included in the Rent 

 
The costs for the following services are not included in the rent provided in the Lease, but will be 
provided to Tenant by Landlord on a recharge basis through the Agency Account. Where 
available, links are provided for access to current rate structures. Where data is not published on 
the web, costs are listed. In either case, rates are subject to change. 

1. Phones and data network ports – phone lines, phones, service options, phone or 
network cable wiring, activation fees, usage rates: 
http://controller.berkeley.edu/recharge/CurrentRates/ist.htm  

2. Photocopying  approximately $0.02/page if in-house copiers are used, or central campus 
copy service: http://controller.berkeley.edu/recharge/CurrentRates/campcopy.htm 

3. Parking  http://pt.berkeley.edu/Product_List/index.html#parkingpermits  

4. Custodial – for services above the standard PP-CS work and frequencies published 
(attached), work will be billed based on hourly rates in the following link:  
http://controller.berkeley.edu/recharge/CurrentRates/physical.html 

5. Keys and Rekeying – Physical Plant-Campus Services estimates 1 hour for each lock to 
be rekeyed. Multiple rekeys may take less time.  See link for current rates for key cutting 
and hourly rates for locksmiths  (structural trades) 
http://controller.berkeley.edu/recharge/CurrentRates/physical.html 

6. Electronic Card Key, Video Cameras and Alarms – UCPD administers electronic card 
keys, alarms and video cameras. Their rates for last fiscal year are as follows (new rates 
are currently being approved).                                     Alarm:  $450/system base rate, plus 
$10/zone. 
Video:  Flat rate of $1,718/system. 
Card Key:  without unlock or alarm ($128/sensor or clearance code, and $256/elevator) 
                  with either unlock or alarm ($192/sensor or clearance code, and 
$383/elevator) 
                 with both unlock and alarm ($256/sensor or clearance code, and $511/elevator) 
 
These rates do not include any repairs or upgrades for the systems.  CNS phone lines and 
IPs required for these services will be a pass-through cost in addition to the above listed 
annual fees. 

7. Facility and/or Systems Furniture Repairs or Modifications – requests are made to 
the building manager who will coordinate services with appropriate campus service 
providers. In addition to direct costs for contractors, support from the construction 
management arm of UC Berkeley (Capital Projects), plan review, inspections and 
shutdowns will be on a recharge basis: 
http://controller.berkeley.edu/recharge/CurrentRates/capitalproj.htm 
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Postal, FedEx, etc. – outgoing mail can be processed through campus mail services. 
http://controller.berkeley.edu/recharge/CurrentRates/mail.htm . Contact Fed/Ex or other delivery 
services for their rates. 
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Police Litter Daily Daily   Daily Daily Daily Weekly Daily Daily Daily Weekly 

Empty Trash Daily Daily   Daily Daily Daily Daily Daily Daily Daily Weekly 

Replace Trash Liners Daily Daily   Daily Daily Daily Daily Daily Daily Daily Weekly 

Empty Recycling 
Containers                     Weekly 

Dust/Spot Clean Furniture 
Surfaces Weekly Weekly Weekly Weekly Weekly Weekly   Weekly Weekly   Weekly 

Dust/Spot Clean Building 
Surfaces Weekly Weekly Weekly Weekly Weekly Weekly Weekly Weekly Weekly Weekly Weekly 

Clean Chalk Trays/Erasers   Daily   Daily Daily Daily Weekly     Daily Weekly 

Erase Writing Boards   Request   Daily Daily Daily Request     Daily Request 

Clean Writing Boards   Request   Weekly Weekly Weekly Request     Weekly Request 

Replenish Chalk       Daily Daily Daily       Daily   

Dust Mop/Vacuum Sweep 
Floor Daily Daily Weekly Daily Daily Daily   Daily Daily Daily   

Spot Mop Floor Daily Daily Weekly Daily Daily Daily   Daily Daily Daily Weekly 

Spot Clean NEW Carpet 
Stains Daily Daily   Daily Daily Daily   Daily Daily   Weekly 

Clean & Disinfect 
Drinking Fountains   Daily     Daily         Daily   

Clean Entrance Mats Daily                     

Clean Entrance Door & 
Windows Glass Daily                     

Remove Bulletin Board 
Flyers Monthly Monthly   2X/year Monthly     Monthly       

Clean Eyewash 
Assemblies/Basins   Weekly   Weekly     Weekly         

Clean and Disinfect 
Fixtures       Request       Weekly Weekly     

Disinfect Wall Surfaces                       

Refill Paper Dispensers               Daily Daily     

Refill Soap Dispensers                       

Pressure Wash Tile Walls 
& Floors                       

Clean & Refill Floor 
Drains                       

Descale Toilets & Urinals                       

Detail Dust 
Mop/Sweep/Vacuum 
Floor Weekly Weekly   Weekly Weekly Weekly Weekly Weekly Weekly Weekly Weekly 

Wet Mop Floor Weekly Weekly Monthly Weekly Weekly Weekly Weekly Weekly Weekly   Monthly 

Dust Window Blinds   Request   Request   Request         Request 

Scrub Floors   Request               Request   

Clean Vent 
Covers/Diffusers Annually Annually   Annually Annually Annually Annualy Annually Annually Annually Annually 

Recondition/Refinish 
Floor Surface Request Request Request Request Request Request Request Request Request Request Request Request

Extract Clean Carpet Request Request   Request Request Request   Request Request   Request 
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Detail Clean Furniture       Annually Annually Annually   Annually       

Wash Painted Walls Annually Request Request Annually Annually Annually   Annually     Request 

High Dusting Annually Annually   Annually Annually Annually Annualy Annually       
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for Illinois 

 
OPTION TO LEASE 

 
This Agreement, made and entered into as of the _________ day of __________, 2007 (“Option”), by and between BP 
TECHNOLOGY VENTURES INC, a Delaware corporation, having a principal place of business at 4101 Winfield Road, 
Warrenville, IL 60555 (“Company”) and THE BOARD OF TRUSTEES OF THE UNIVERSITY OF ILLINOIS, a body corporate 
and politic of the State of Illinois, with its principal office in Urbana, Illinois 61801 (hereinafter referred to as “University”). 
  
WITNESSETH: 
• In consideration of the mutual benefits to be received by the parties hereunder, the parties agree to the following: 
•  
• Company shall have the option to lease office space within the range of 140 to 560 square feet and a maximum of approximately 600 

square feet of laboratory, work area, and lab support room space in the University’s Institute for Genomic Biology located at 1206 West 
Gregory, Urbana, Illinois 61801 for a term that coincides with the term defined in a certain Master Agreement dated ____________ and 
entered into by and between Company and The Regents of the University of California.   Company may exercise its option right by 
providing ninety (90) days prior written notice to University.  Written notice shall be mailed to the following: 

•  
 Jennifer Quirk 
 Associate Director 
 Institute for Genomic Biology 
 1206 West Gregory 
 Urbana, Illinois 61801 
 
 notice copy to: Real Estate Planning & Services 
 801 S. Wright Street 
 109 Coble Hall, MC 335 
 Champaign, IL 61820 
•  
• Upon receipt of written notice, University and Company shall negotiate a written lease substantially in the form of agreement shown in 

Exhibit A. 
•  
IN WITNESS WHEREOF, University and Company have caused these presents to be executed in the manner appropriate to each, all as of 
the date and year first above set forth.  
 
Company: University:  The Board of Trustees of the University of Illinois 
BP Technology Ventures Inc, a Delaware corporation   
        
 
By:______________________________________________ By:____________________________________________ 
                                                                                                                                               Comptroller 
 
Attest:___________________________________________ Attest:_________________________________________ 
•                                                                                                                                                   Secretary 
 
•  Approved As To Form: 
 
 _______________________________________________ 
 Office of University Counsel 
 
 Approved: 
 
 _______________________________________________ 
 Office of Chancellor 
 
 ______________________________________________ 

                                                                                                            Office of Real Estate Planning & Services  
 
•  
•  
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Exhibit A 
 

FACILITY USE LEASE AGREEMENT 
 
THIS LEASE, made and entered into as of the _________ day of __________, 20__ (“Lease”), by and between, BP 
TECHNOLOGY VENTURES INC, a Delaware corporation, having a principal place of business at 4101 Winfield Road, 
Warrenville, IL 60555 (“TENANT”) and THE BOARD OF TRUSTEES OF THE UNIVERSITY OF ILLINOIS, a body corporate 
and politic of the State of Illinois, with its principal office in Urbana, Illinois 61801 (hereinafter referred to as “Landlord”). 
  
WITNESSETH: 
• In consideration of the mutual benefits to be received by the parties hereunder, the parties agree to the following: 
 
1. GRANT OF LEASE.  LANDLORD hereby leases to TENANT and TENANT hereby leases from LANDLORD, upon the terms and 

conditions herein set forth, that certain real property and its appurtenances, situated in the County of Champaign, State of Illinois, and 
described as follows:_________________(insert description with a range of 140 to 560 square feet of office, a maximum of approximately 
600 square feet of laboratory, work area and lab support room space), as designated in Exhibit A (“Premises”) which is attached and 
incorporated herein by reference, said Premises located in the building at 1206 West Gregory, Urbana, Illinois 61801 (the “Building”). 

TENANT will also have the non-exclusive right to use, in common with others in the Building, any and all of the following areas which may 
be appurtenant to the Premises:  common entrances, lobbies, elevators, stairways and access ways, floor conference and kitchen areas, 
loading and unloading areas, ramps, drives, platforms, public restrooms, and common walkways and sidewalks necessary for access to 
the Premises.  

2. TERM. To have and to hold for a term of ___________years commencing on __________ (“Lease Commencement Date”) and ending on 
______________ (the “Termination Date”.) 

 
If the Master Agreement dated________________ and entered into by and between Company and the Regents of the University of 
California terminates for any reason whatsoever, TENANT and LANDLORD shall each have the right to terminate this Lease ("EBI-
Related Termination Option") upon delivery of written notice to the other (“EBI-Related Termination Notice”). This Lease shall be deemed 
terminated as of the date of termination (“EBI-Related Accelerated Termination Date”) specified in the EBI-Related Termination Notice, 
which termination date, if TENANT is exercising the EBI-Related Termination Option, shall be no later than 365 days following the date the 
EBI-Related Termination Notice is delivered to LANDLORD, and, if LANDLORD is exercising the EBI-Related Termination Option, shall be 
at least 270 days but no later than 365 days following the date the EBI-Related Termination Notice is delivered to TENANT .  TENANT 
shall vacate the Premises on or prior to the EBI-Related Accelerated Termination Date and deliver up the Premises to LANDLORD in 
accordance with the terms of this Lease.  TENANT shall remain liable for all obligations relating to the Premises up to and including the 
EBI-Related Accelerated Termination Date, including, without limitation, the payment of all rent and other sums due under this Lease up to 
and including the EBI-Related Accelerated Termination Date even though billings for such may occur subsequent to the EBI-Related 
Accelerated Termination Date. 

 
3. RENT.  TENANT hereby covenants and agrees to pay to LANDLORD, in consideration for the covenants provided herein, an annual unit 

rental rate of $69 per square foot for office space and $81.11 per square foot for laboratory space on an absolute gross rent basis.  Rent 
shall be payable in equal monthly installments of ______________/100 dollars ($_____) on the first day of each month.  If the Lease 
Commencement Date is other than the first day of a calendar month, then the rent for that month will be prorated on a daily basis, based 
on the actual number of days in that month.    

4. TENANT IMPROVEMENTS.  Not applicable.   

• 5.    NOTICES and PAYMENTS.   All notices provided for herein will be effective only if made in writing, and either personally delivered 
with an executed acknowledgment of receipt or deposited in the United States mail, certified return receipt requested, postage prepaid, 
and addressed as follows: 

•  
 To Tenant: BP North America 
  4101 Winfield Road 
  Warrenville, IL. 60555 
  Attention: Assistant General Counsel - Corporate  
 
 To Landlord: S. P. Hesselschwerdt 
  Associate Director of Space Management 
 1501 S. Oak, 117 PPSB 
 Champaign, IL 61820 
 
 Jennifer Quirk 
 Associate Director 
 Institute for Genomic Biology 
 1206 West Gregory 
 Urbana, Illinois 61801 
 
 notice copy to: Real Estate Planning & Services 
 801 S. Wright Street 
 109 Coble Hall, MC 335 
 Champaign, IL 61820 

•  Any notice will be deemed delivered no later than five (5) days after notice is mailed or, if personally delivered, when 
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acknowledgment of receipt is signed, as provided above.  Either party may change its own mailing address by written notice to the other, 
as provided herein. 

•  Rent payments and regular correspondence will be made to Landlord and Tenant at the addresses above by regular U.S. 
Mail. 

 

5. USE OF PREMISES.  TENANT will use the Premises only for office, research and laboratory purposes as outlined in the Master 
Agreement, and for uses ancillary thereto, including the technology that is ancillary thereto as the same may evolve.  Except as provided 
in this paragraph, TENANT shall, at TENANT's expense, comply promptly with all applicable statutes, ordinances, rules, regulations, 
orders, covenants and restrictions of record, and requirements in effect during the term or any part of the term hereof, regulating the use 
by TENANT of the Premises.  TENANT shall not use nor permit the use of the Premises in any manner that will tend to create waste or a 
nuisance or, if there shall be more than one tenant in the building containing the Premises, shall tend to disturb such other tenants.  
TENANT shall comply with the restrictions and requirements regarding emissions; storage, use and disposal of matter attached hereto as 
Exhibit C. 

6. SERVICES and UTILITIES. GROSS LEASE BASIS LANDLORD will furnish the following services and utilities at its sole cost and 
expense; heat and A/C, gas and electric, water and sewer, janitorial, and local telephone and Landlord’s telecommunications backbone, 
as outlined in Exhibit D.   

7. INDEMNIFICATION.  TENANT will indemnify, defend and hold harmless LANDLORD, its officers, agents, and employees from and 
against any claims, damages, costs, expenses, including an amount equal to reasonable attorney's fees, or liabilities arising out of or in 
any way connected with this Lease including, without limitation claims, damages, expenses, or liabilities for loss or damage to any 
property, or for death or injury to any person or persons in proportion to and to the extent that such claims, damages, expenses, or 
liabilities arise from the negligence or willful acts or omissions of TENANT, its officers, agents, partners, or employees.  TENANT shall in 
no circumstance be responsible or liable to LANDLORD for any consequential or punitive damages or lost profits. 

8. TENANT’S INSURANCE. TENANT at its sole cost and expense, shall insure its activities in connection with this Lease and shall obtain, 
keep in force and maintain throughout the term of this Agreement, liability insurance in support of the indemnification provision, as well as 
property insurance covering Tenant’s contents and covering leasehold improvements. Tenant through Tenant’s affiliates shall have the 
right to self-insure under a self-insurance program with respect to insurance coverages that are reasonable and customary, provided that if 
TENANT so elects to self-insure, TENANT shall provide LANDLORD with the same rights and protections which it would have had 
TENANT maintained such reasonable and customary insurance.  Such self-insurance shall not affect any waivers, releases or limitations 
of liability of LANDLORD set forth in this Lease.  TENANT also agrees that if it insures through a separate fund or entity controlled by or 
affiliated with TENANT to carry out any self-insurance, such fund or entity hereby also agrees to release LANDLORD from any loss or 
damage arising from a risk that is required to be insured against by TENANT (or its contractors, as applicable) pursuant to this Paragraph 
9 and TENANT, on behalf of such fund or entity, hereby waives any right of subrogation that such fund or entity may have against 
LANDLORD.    

9. WAIVERS OF SUBROGATION.    Notwithstanding the provisions of Article 7, TENANT hereby waives any right of recovery against the 
LANDLORD due to loss of or damage to the property of TENANT when such loss of or damage to property arises out of an act of God or 
any of the property perils included in the classification of fire or extended perils (“all risk” as such term is used in the insurance industry) 
whether or not such perils have been insured, self-insured or non-insured. 

10. REPAIR and MAINTENANCE.  LANDLORD is responsible for all repair and maintenance of the Premises and Building, as set forth on 
Exhibit E, Summary of Repair and Maintenance Responsibilities, which by this reference is incorporated herein. Notwithstanding the 
foregoing, TENANT will pay to LANDLORD the reasonable cost of any repairs or maintenance required as a direct result of the negligent 
acts or omissions of TENANT, its agents, employees, or invitees. 

11. ALTERATIONS.  Except as otherwise set forth herein, TENANT shall not alter the Premises without the prior written consent of 
LANDLORD, which consent will not be unreasonably withheld. 

12. CONDITIONS OF PREMISES.  Except as otherwise provided in this Lease, TENANT hereby accepts the Premises in the condition 
existing as of the Lease Commencement Date.  TENANT may remove any fixtures, machinery and equipment installed in the Premises by 
TENANT upon termination of this Lease, if TENANT is not then in default under this Lease and if TENANT repairs any damage to the 
Premises caused by such removal.  Upon termination of this Lease, TENANT will return the Premises in the same condition as when 
delivered to TENANT, reasonable wear and tear, damage by casualty, and alterations approved by LANDLORD excepted. 

13. ASSIGNMENT and SUBLETTING.  TENANT will not assign or sublet all or any portion of the Premises without the prior written consent 
of LANDLORD, which consent will not be unreasonably withheld.  Not withstanding the above, TENANT may assign or sublet the Lease to 
any affiliate of the TENANT without LANDLORD’S consent. 

14. ENTRY BY LANDLORD.  TENANT will permit LANDLORD and LANDLORD'S agents to enter the Premises, with reasonable advance 
written notice (except in the case of emergency), provided such entry is made in a reasonable manner and does not unreasonably 
interfere with the conduct of TENANT'S business.  LANDLORD may provide cardkey locks to the Building and keys to one or more areas 
within the Premises (individually or collectively, as appropriate, the "Secured Area").  In order for LANDLORD to provide cleaning or 
janitorial service in the Secured Area, LANDLORD agrees that such services shall not be provided after-hours when the occupants of the 
Premises are typically not in the Premises, but rather during the normal business hours when TENANT’s employees would generally be in 
the Premises. LANDLORD agrees to provide a limited supply of keys, which shall be used solely by janitorial and/or cleaning personnel of 
LANDLORD the identities of who TENANT knows in advance and to whom TENANT has given prior approval. Upon the Termination Date 
or earlier termination of the Lease, TENANT shall surrender all such keys to LANDLORD.  If LANDLORD must gain access to a Secured 
Area in a non-emergency situation (other than to provide regularly scheduled janitorial and cleaning services), LANDLORD shall contact 
TENANT, and LANDLORD and TENANT shall arrange a mutually agreed upon time for LANDLORD to have such access.  At all times, 
including during the provision of cleaning and janitorial services, LANDLORD shall comply with all reasonable security measures 
pertaining to the Secured Area.  If LANDLORD determines in its sole discretion that an emergency in the Building or the Premises, 
including, without limitation, a suspected fire or flood, requires LANDLORD to gain access to the Secured Area, and employees of 
TENANT are not immediately available to provide such access, TENANT hereby authorizes LANDLORD to forcibly enter the Secured 
Area.  In such event, LANDLORD shall have no liability whatsoever to TENANT with respect to such entrance by LANDLORD, and 



 

  6 

TENANT shall pay all reasonable expenses incurred by LANDLORD in repairing or reconstructing any entrance, corridor, door or other 
portions of the Premises damaged as a result of a forcible entry by LANDLORD.   

15.  DEFAULT AND REMEDIES.  The occurrence of any one or more of the following events shall constitute a material default and breach of 
this Lease by TENANT: 

  (a) The failure by TENANT to make any payment of rent or any other payment required to be made by TENANT hereunder, 
as and when due, where such failure shall continue for a period of thirty (30) days after written notice thereof from LANDLORD to 
TENANT.  In the event that LANDLORD serves TENANT with a Notice to Pay Rent or Quit pursuant to applicable Unlawful Detainer 
statutes such Notice to Pay Rent or Quit shall also constitute the notice required by this subparagraph. 

 
  (b) The failure by TENANT to observe or perform any of the covenants, conditions or provisions of this Lease to be observed 

or performed by TENANT, other than described in paragraph (a) above, where such failure shall continue for a period of sixty (60) days 
after written notice thereof from LANDLORD to TENANT; provided, however, that if the nature of TENANT's default is such that more than 
sixty (60) days are reasonably required for its cure, then TENANT shall not be deemed to be in default if TENANT commenced such cure 
within said 60-day period and thereafter diligently prosecutes such cure to completion. 

 
 In the event of any such material default or breach by TENANT, LANDLORD may at any time thereafter, with notice and in compliance 

with applicable law but without limiting LANDLORD in the exercise of any right or remedy which LANDLORD may have by reason of such 
default or breach exercise any remedy available under the laws of Illinois. 

 
LANDLORD shall not be in default unless LANDLORD fails to perform obligations required of LANDLORD within a reasonable time, but in 
no event later than thirty (30) days after written notice by TENANT to LANDLORD.; provided, however, that if the nature of LANDLORD's 
obligation is such that more than thirty (30) days are required for performance then LANDLORD shall not be in default if LANDLORD 
commences performance within such 30-day period and thereafter diligently prosecutes the same to completion. In the event of any such 
default by LANDLORD, TENANT may at any time thereafter, with notice and in compliance with applicable law, exercise any and all 
remedies TENANT may have at law or in equity. 

 
 
16. SECURITY MEASURES. Landlord shall provide a security guard within Building.   

17. SIGNS.  Landlord and Tenant shall mutually agree on the specifications for the sign on the entry door to the Premises.   LANDLORD 
agrees that TENANT shall receive such Building directory and Building directional signage, at LANDLORD’s sole cost and expense, as is 
standard for all tenants or occupants of the Building.     

18.   PAYMENT OF TAXES   Landlord is exempt from payment of real estate taxes for Premises.  Tenant will be responsible for payment of 
any leasehold real estate tax billed. 

19. PERSONAL PROPERTY TAXES.      Intentionally left blank. 

20. DESTRUCTION.  If during any term of this Lease, the Building is so injured by fire or other casualty that the Premises, in the sole opinion 
of the LANDLORD, is rendered unfit for occupancy and cannot be repaired within  ninety (90) days from the happening of the injury, this 
Lease will cease as of the date of the injury.  In such case TENANT will pay the rent apportioned to the time of the injury and will 
immediately surrender the leased Premises to the LANDLORD.  If the injury can be repaired within ninety (90) days, LANDLORD may 
enter and repair the Premises, and this Lease will not be affected, except that the rent will be apportioned and/or suspended while such 
repairs are being made.  If the Premises will be so injured by fire or other casualty so as not to render it unfit for occupancy, LANDLORD 
agrees to repair the Premises within a reasonable amount of time, in which case the rent will not be apportioned or suspended.  TENANT 
waives the provisions of any statutes which relate to termination of leases when leased property is destroyed and agree that such event 
shall be governed by the terms of this Lease.  

21. STATE LAWS.  This Lease is governed and interpreted in accordance with the laws of the State of Illinois. 

22. SUCCESSION OF PARTIES.  This agreement will be binding upon the heirs, devisees, legatees, administrators, successors, 
beneficiaries, and assigns of the parties hereto, as the case may be. 

23. AUTHORIZATION.  Each individual signing this agreement represents that he/she is authorized to sign on behalf of their respective entity 
and that the entity is bound by the terms hereof. 

 

 

 

 

 

 

 

 

 

 

IN WITNESS WHEREOF, LANDLORD and TENANT have caused these presents to be executed in the manner appropriate to each, all as of 
the date and year first above set forth.  
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TENANT:     BP Technology Ventures Inc,   
                     a Delaware corporation LANDLORD:  The Board of Trustees of the          
   University of Illinois 
   
        
 
By:______________________________________________ By:____________________________________________ 
                                                                                                                                               Comptroller 
 
Attest:___________________________________________ Attest:_________________________________________ 
•                                                                                                                                                   Secretary 
 
•  Approved As To Form: 
 
 _______________________________________________ 
 Office of University Counsel 
 
 Approved: 
 
 _______________________________________________ 
 Office of Chancellor 
 
 ______________________________________________ 

 Office of Real Estate Planning & Services  
 
 
 



 

  

EXHIBIT A 
Floor Plan and Description of Premises 
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EXHIBIT B 
PLANS AND SPECIFICATIONS 

 
Intentionally left blank 
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EXHIBIT C 
 

EMISSIONS; STORAGE, USE AND DISPOSAL OF MATTER. 
 
Notwithstanding anything to the contrary provided in this Exhibit C, LANDLORD agrees that TENANT may contract with LANDLORD for 
LANDLORD to provide and accept responsibility for any or all of the following services: biohazard oversight and transfer of biological 
materials, environmental health and safety, and radiation safety. Should TENANT so contract with LANDLORD for any or all of such services, 
TENANT shall have no further responsibility or liability for the aspect of the handling or disposal of any such Hazardous Material that is 
properly delivered to LANDLORD for further handling or disposal. 
  
 
 Definitions.  For purposes of this paragraph, the following terms shall be defined as set forth herein: 
 

(a) The term "Hazardous Material" shall mean include, but shall not be limited to (i) any material, substance or waste which is 
or hereafter shall be listed, regulated or defined by Applicable Law to be hazardous, acutely hazardous, extremely hazardous, radioactive 
toxic, or dangerous; (ii) asbestos or asbestos-containing materials; (iii) polychlorinated biphenyls (PCBs); (iv) radon gas; (v) laboratory wastes; 
(vi) experimental products, including genetically engineered microbes; (vii) petroleum, natural gas, or other petroleum product; and (viii) 
medical waste as defined in the Medical Waste Management Act, div. 20, chap. 6.1 of the California Health and Safety Code. 
  
 (b) The term "Applicable Law" shall include federal, state and local statutes, regulations, rules, ordinances, and all other 
governmental requirements.   
 
 Compliance and Response.  During the term of this Lease:  
 

 (a) TENANT shall comply with Applicable Law in all respects, including, but not limited to, (i) acquisition of and 
compliance with all permits, licenses, orders, requirements, approvals, plans and authorizations which are or may become necessary for 
conduct of TENANT's operations on the Premises; (ii) compliance with all regulatory requirements relating to such operations or the 
substances and equipment used therein or the emissions, emanations and wastes generated thereby; and (iii) reporting, investigation, and 
remediation of, or other response to the exposure or potential exposure, of any person to, or the emission, discharge or other release of any 
Hazardous Material into the Premises or the environment.  
 
  (b) TENANT shall promptly respond to and remedy (by removal and proper disposal or such other methods as shall 
be reasonably required) to the satisfaction of applicable governmental agencies any release or discharge of any Hazardous Material 
connected with TENANT's operation or TENANT's presence on the Premises.  All such action shall be done in TENANT's name, and at 
TENANT's sole cost and expense.  For purposes of this paragraph (b), the term "respond" shall include, but not be limited to, the investigation 
of environmental conditions, the preparation of feasibility reports or remedial plans, and the performance of any cleanup, remediation, 
containment, maintenance, monitoring or restoration work.  Any such actions shall be performed in a good, safe, workmanlike manner and 
shall minimize any impact on the businesses or operations conducted at the Premises.  In its discretion, LANDLORD may, but shall not be 
required to, enter the Premises personally or through its agents, consultants or contractors and perform all or any part of the response activity 
or remedial action which it feels is reasonably necessary to comply with the terms of this Lease, and shall be reimbursed for its costs thereof 
and for any liabilities resulting there from. 
 

 (c) TENANT will promptly notify LANDLORD of TENANT's receipt of any notice, request, demand, inquiry or order, 
whether oral or written, from any government agency or any other individual or entity relating in any way to the presence or possible presence 
of any Hazardous Material on, in, under or near the Premises or the TENANT's compliance with, or failure to comply with, Applicable Law.  
Receipt of such notice shall not be deemed to create any obligation on the part of LANDLORD to defend or otherwise respond to any such 
notification. 
 
  (d) Promptly upon discovery thereof, TENANT will notify LANDLORD of the discovery of any release, discharge, or 
emission of any Hazardous Material or of the existence of any other condition or occurrence which may constitute or pose a significant 
presence or potential hazard to human health and safety or to the environment, whether or not such event or discovery necessitates any 
report to any other person or government agency. 
 
 Other Emissions.  TENANT shall not: 
 
  (a) Permit any vehicle on the Premises to emit exhaust which is in violation of any Applicable Law; 
 
  (b) Create, or permit to be created, any sound pressure level which will interfere with the quiet enjoyment of any 
real property adjacent to the Premises, or which will create a nuisance or violate any Applicable Law; 
 
  (c) Transmit, receive, or permit to be transmitted or received, any electromagnetic, microwave or other radiation 
which is harmful or hazardous to any person or property in, on or about the Premises, or anywhere else, or which interferes with the operation 
of any electrical, electronic, telephonic or other equipment wherever located, whether on the Premises or anywhere else; 
 
  (d) Create, or permit to be created, any ground or Building vibration that is discernible outside the Premises; and 
 
  (e) Produce, or permit to be produced, any intense glare, light or heat except within an enclosed or screened area 
and then only in such manner that the glare, light or heat shall not be discernible outside the Premises. 
 
 Indemnification.  TENANT shall pay for all costs associated with, and defend (with attorneys reasonably satisfactory to 
LANDLORD), indemnify and hold harmless LANDLORD from, claims, damages, expenses, encumbrances, fees, fines, penalties or costs 
(including, but not limited to, legal fees; the costs of notice to any other person; the costs of environmental or technical risk assessment; any 
cleanup or remedial costs; the costs of any monitoring, sampling or analysis; and any diminution in property value or losses due to non-



 

  

rentability arising out of or in any way connected with the presence of any Hazardous Material on the Premises or TENANT's alleged violation 
of Applicable Law).  This obligation shall not apply, if and to the extent that (a) such claims, damages, expenses, encumbrances, fees, fines, 
penalties, or costs arose solely out of conditions existing on the Premises prior to the commencement of TENANT's first possession of the 
Premises or conditions created on the Premises after TENANT has quit the Premises; and (b) TENANT did not violate any Applicable Law or 
act negligently with respect to, or otherwise contribute to, the condition or the hazard posed by the condition. 
 
 Survival.  The duties set forth in this Exhibit shall survive the termination of this Lease for two (2) years. 
 
 Disposal of Other Matter. 
 
  (a) Refuse Disposal.  TENANT shall not keep any trash, garbage, waste or other refuse on the Premises except in 
sanitary containers and shall regularly and frequently remove and dispose of the same from the Premises.  TENANT shall keep all 
incinerators, containers or other equipment used for storage or disposal of such matter in a clean and sanitary condition, and shall promptly 
dispose of all other waste. 
 
  (b) Sewage Disposal. TENANT shall properly dispose of all sanitary sewage and shall not use the sewage disposal 
system (i) for the disposal of anything except sanitary sewage, or (ii) in excess of the lesser of the amount allowed by the sewage treatment 
works, or permitted by any governmental entity. TENANT shall keep the sewage disposal system free of all obstructions and in good operating 
condition. 
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EXHIBIT D 

SUMMARY OF BUILDING SERVICES AND UTILITIES 
 
The following is a summary of service and utility responsibilities of LANDLORD and TENANT:      
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Paper Supplies, dispensers and waste containers (premises & restrooms)  X   

Light bulbs & fluorescent light tubes and starters  X   

Ballasts and transformers for fluorescent lights, light switches and electrical outlets  X   

Heating and air conditioning control switches  X   

Janitorial service for interior of premises (dust, waste removal, vacuum, mop, cleaning)  X   

Janitorial service for exterior of premises and common areas  X   

Carpet, title and linoleum  X   

Gas  X   

Electric  X   

Water  X   

Window washing – interior  X   

Landscaping and gardening  X   

Drapes, blinds, window shades  X   

Kitchen appliances  X   

Refuse, rubbish & garbage disposal  X   

Pest control  X   

Other:  access to telephone network and access to Building telecom backbone  X   
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EXHIBIT E 
 

 SUMMARY OF REPAIR AND MAINTENANCE RESPONSIBILITIES 
 
The following is a summary of repairs and maintenance responsibilities of LANDLORD and TENANT: 

 

  

LANDLORD 

 

TENANT 
Not 

Applicable 

Foundations X   

Exterior & Bearing Walls X   

Roof X   

Electrical Systems X   

Lighting Systems X   

Plumbing Systems X   

Heating Systems X   

Ventilation Systems X   

Air Conditioning Systems X   

Alarm Systems X   

Plate Glass X   

Windows & Window Frames X   

Gutters, Drains, Downspouts X   

Elevators X   

Floor Slabs X   

Common Areas X   

Ceilings X   

Interior Walls X   

Interior Doors X   

Interior Surfaces & Windows X   

Appliances & Fixtures X   

Repainting of Interior Walls (every          years) X   

Base and/or moldings X   

Parking Lot Area X   

Other: X   
 


